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THe TRADE-MARR REPORTER 


Part I 


DISSIMILARITY OF “DRESS” AS AFFECTING 
TRADEMARK INFRINGEMENT 


By Stewart W. Richards* and H. Kenneth Haller* 


For many years there has been authority indicating that in 
an action for trademark infringement, dissimilarities in the form 
or dress of the packages bearing the conflicting marks are irrele- 
vant. It was early stated that ‘‘The dissimilarity in the form or 
accessories of the label can make no difference. The trade-mark 
consisted in the word simply, and the plaintiffs might have printed 
it on any form of label they might fancy, without losing the protec- 
tion of the law. The defendants had no right to adopt it by merely 
putting it on a label of different fashion from that which the 
plaintiffs had been in the habit of using.’’ (Italics added.)* More 
recently, an eminent authority in the field reiterated the rule, stat- 
ing its rationale as follows: ‘‘This rule is reasonable and neces- 
sary. If trade-marks are colorably similar and the only distinction 
lies in the dress of packages on which they are used, then it is 
only necessary for the infringer to alter the dress of his package 
in order to create confusion. Furthermore, the injured trade-mark 
owner is not restricted to the package which he happens to be 
using at the time of the controversy. Changes in packaging are 
often necessitated by changes of fashion and of circumstance. Then, 
too, the public does not always meet the trade-mark in connection 
with the package. Goods are advertised and recommended and 
often purchased by the use of their trade-mark names apart from 
the dress of the goods.’” 


* The authors of this article are partners in the firm Beer, Richards, Lane, Haller & 
Buttenwieser, New York which is an Associate Member of USTA and are members of the 
New York bar. Mr. Richards is also chairman of the Trademark Management Manual 
Committee of USTA. 

1. Hier, et al. v. Abrahams, et al., 82 N.Y. 519, 525 (1880). 

2. Nims, Unfair Competition and Trade-Marks, 4th ed. 1947, Vol. I, §221k. 
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However, there are other principles of the law of trademarks 
which, at least at first blush, would appear to be in conflict with the 
rule just stated. Provisions of the Trade-Mark Act of 1905, Sec- 
tion 16, included a right of action against anyone who should 
‘‘colorably imitate’’ a registered mark if the two marks involved 
were used on goods ‘‘of substantially the same descriptive prop- 
erties.’’ The courts interpreted this section as covering not only 
cases of identical goods, but extended it ‘‘to include those cases 
where the goods were so related that purchasers were likely to be 
led to believe that they were produced by the same concern, that 
is, ‘confusion of source’ was likely to result.’ Section 32(1) of 
the Lanham Act permits an action for infringement of a registered 
mark where the allegedly infringing mark is used ‘‘in connection 
with the sale, offering for sale, or advertising of any goods or ser- 
vices on or in connection with which such use is likely to cause 
confusion or mistake or to deceive purchasers as to the source 
of origin of such goods or services; ...’’ In this respect the 
Lanham Act is a restatement of thé common law. It would, there- 
fore, appear that ‘‘confusion of source’’* has been and is a con- 
dition precedent to a successful action for infringement.’ Although 
it may be argued that this is too narrow a reading of the Lanham 


3. Ropert, THE NEw TRADE-MARK MANUAL, 1947, p. 159; See also Lunsford, 
Lanham Act—Conflict and Dissent, 43 TMR 995. 


4. “The ultimate test of whether or not there is a confusing similarity between a 
designation and a trade-mark or trade name which it is alleged to infringe is the effect 
in the market in which they are used ... the issue is whether an appreciable number of 
prospective purchasers of the goods or services in connection with which the designation 
and the trade-mark or trade name are used are likely to regard them as indicating the 
same source.” 3 RESTATEMENT, Torts, $728, comment (a). 


5. If an action for infringement is to be distinguished from an action for unfair 
competition and if an action for infringement can be sustained on a theory of dilution, 
the statement of the text may have its exceptions. Thus, it has been asserted that 
“Although confusion of goods and businesses are the more usual results of trade-mark 
infringement, they are not the only end-products of such infringement. Therefore, it is 
incorrect to state that trade-mark infringement is passing off, or that the only index 
of such infringement is whether or not the purchaser would be induced to purchase 
the defendant’s product instead of the plaintiff’s; this has reference only to confusion of 
goods, and does not cover all possible cases. Even the long-cited aphorism that the law 
of trade-marks is ‘only a part of the broader field of unfair competition’ has rather 
limited validity. Though it is true that the well-spring of the law of trade-marks is the 
competitive relationship, it should be remembered that there may well be non-competitive 
violations of a trade-mark, and that in such cases logic should dictate an exception to 
the rule.” CALLMANN, UNFAIR COMPETITION AND TRADE-MARKS, 2d ed. 1950, p. 1642. 
And at p. 1643 that author, referring to the dilution cases, says: “There is, in all prob- 
ability, no confusion in these cases at all.” See also Philco Corporation v. F. §& B. Mfg. 
Co., 170 F. 2d 958, 959, 39 TMR 23 (C.A. 7, 1948); cert. den. 336 U.S. 945. For a 
discussion of what constitutes confusion of source, see Lunsford, Trade-Mark Infringe- 
ment and Confusion of Source, 39 TMR 520, 528. } 
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Act, that only ‘‘confusion’’ or ‘‘mistake’’ is required,® that would 
seem to make little if any difference with respect to the problem 
herein discussed; for, whatever the proper interpretation of the 
Act, if language has any meaning at all some kind of confusion or 
mistake is essential. 


If, then, there must be confusion in order for there to be trade- 
mark infringement, and if we assume a factual situation where the 
form or dress of the packages to which the competing marks are 
applied is so dissimilar that confusion of origin is not possible as 
between the packages themselves, evidence of such dissimilarities 
would appear to be relevant to a defense against an infringement 
charge. And this would be the conclusion whether or not the 
products involved were identical. But under the doctrine that, in 
an infringement suit, form or dress of the package is immaterial, 
the package dissimilarities in the case assumed should not be con- 
sidered. Has this apparent conflict been resolved and, if so, how? 


There are cases in which the courts have given weight to 
matters other than the conflicting marks alone in determining 
whether or not there is ‘‘confusing similarity’’. Whether those 
cases involve ‘‘infringement’’ or ‘‘unfair competition’’ would seem 
immaterial; if such other matters should be considered in deter- 
mining ‘‘confusing similarity’’ in unfair competition cases, they 
would appear to merit consideration in determining confusion in 
‘‘infringement’’ cases. Such other matters have been summarized 
thus: ‘‘ Extrinsic facts are highly significant, as, for example, the 
types of goods, the classes of prospective purchasers, the competi- 
tive relationship of the parties, the extent of the public’s awareness 
of the plaintiff’s trade-mark, the degree of the defendant’s neces- 
sity to use his mark, and the tendency of expansion in the respec- 


tive trade or industry as to territory or line of merchandise’’.’ 


In any event, there are infringement cases in which the courts 
have specifically considered not only extrinsic circumstances of the 
kind just enumerated, but also differences in the dress of the 


6. See Hoge, Trade-Mark Infringement, 38 TMR 400, pp. 403-406, where it is 
suggested that “Perhaps the language of the Lanham Act could be clarified by an amend- 
ment to put a comma in at the right place in Section 32: Use which ‘is likely to cause 
confusion or mistake (comma), or to deceive purchasers as to the source of origin,’ is 
actionable.” See also 8. 215, Section 23, introduced January 10, 1955, by Senator Wiley. 


7. CALLMANN, UNFAIR COMPETITION AND TRADE-MarKS, 2d ed. 1950, p. 1370. 
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packages of the parties. On at least two occasions the Seventh 
Circuit has done so. In John Morrell & Co. v. Doyle, 97 F. 2d 232, 
28 TMR 286 (C.A. 7, 1938), a suit to enjoin use of a trademark, 
the competing marks were RED HEART and STRONGHEART, both used 
on dog food. Defendant’s mark, which consisted of the word 
STRONGHEART alone, was used in connection with the picture of a 
dog. The appellate court said, at p. 236: ‘‘Inasmuch as the record 
discloses that the defendants only used the word sTRoNGHEART in 
a certain way, we think it is the manner and circumstances under 
which the name was used that must be considered in determining 
whether such use was an infringement of the rights possessed by 
the plaintiff by reason of the registration of its marks.’’ There- 
upon, after discussing Layton Pure Food Co. v. Church & Dwight 
Co., 182 Fed. 24, 6 TM Bull. 381 (C.A. 8, 1910), and thus relating 
the case to the principle of confusion, the court continued: ‘‘This 
seems to support the theory that infringement, if such there be, 
must be determined from the manner and circumstances surround- 
ing the use of the mark complained of, so in this case it is not 
a question as to the effect which the word Strongheart has upon the 


trade, but the use of the word Strongheart in connection with the 
picture of a dog. In other words, defendants’ label, as tt appears 
upon its product when placed upon the market, may properly be 
compared with plaintiff’s trademark.’’ (Italics added.) When the 
court made that comparison, it found that there was ‘‘no similarity 
calculated to produce confusion.’’ 


The second case in the Seventh Circuit, referred to above, is 
Philco Corporation v. F. & B. Mfg. Co., 170 F. 2d 958, 39 TMR 23 
(C.A. 7, 1948) ; cert. den. 336 U.S. 945. This action was solely for 
trademark infringement. Plaintiff used puico in connection with 
radios and their appliances; defendant used FiLKo in connection 
with replacement ignition parts. The court found that no confu- 
sion of origin was likely, chiefly because of the differences in the 
goods and the different classes of prospective purchasers to whom 
the products of the respective parties would appeal. However, its 
consideration was not limited to these dissimilarities in what has 
been termed the ‘‘extrinsic circumstances’’; and, at page 961, the 
court observed: ‘‘The packages of the two parties do not look 
alike. There is no resemblance between them, either upon a casual 
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observation or upon a more careful scrutiny,—one is green, the 
other, blue’’.® 


Thus, in the stroNGHEART case, where the competing products 
were identical and the competing marks similar, the court, in de- 
termining the question of infringement, gave weight to dissimi- 
larities in the dress of the packages; and the court did the same 
in the PHILCO case, where the competing marks were substantially 
identical and the competing goods quite different. 


The Eighth Circuit indicated a similar view of the law in a 
case where both the competing goods and the competing marks 
were substantially identical. In that case, indeed, the court 
took into consideration not only the fact that one party prominently 
displayed on his product a mark other than that involved in the 
litigation, but also the fact that one of the parties accompanied 
his product with a certificate clearly identifying him as the manu- 
facturer.*° Previously, the Circuit Court of Appeals for the 
Highth Circuit, affirming a District Court decision, stated that 
‘‘The findings on both infringement and unfair competition are 


based solely upon a comparison of the trade-marks and the ap- 
pearance of the packages’’. (Italics added.)™ 


It has been indicated” that the First Circuit considers dress 
of package in determining infringement, largely on the basis of the 
language used in Goldsmith Silver Co. v. Savage, 229 Fed. 623, 627, 
6 TMR 3 (C.A. 1, 1915), to the effect that ‘‘Whether the com- 
plainant’s action proceeds upon the ground of infringement of a 


8. With respect to other factors accorded independent weight in this case, see the 
discussion at 66 Harv. L. Rev. 1097 (1953). 

9. Brown & Bigelow v. B. B. Pen Co., 191 F. 2d. 939, 41 TMR 1066 (C.A. 8, 1951); 
cert. den. 343 U.S. 920. 

10. Nine times out of ten, cases in this field of the law involve counts of trademark 
infringement and unfair competition. If a case concerned only unfair competition, pre- 
sumably all would agree that dissimilarities in dress of package would be material to 
the defendant’s case. If, as has often been asserted, infringement is only a part of the 
law of unfair competition (the Supreme Court said in Armstrong Paint & V. Works v. 
Nu-Enamel Corp., 305 U.S. 315, 325, 29 TMR 3, that “The facts supporting a suit for 
infringement and one for unfair competition are substantially the same”), dissimilarities 
in dress would appear to be equally relevant in a case charging only trademark infringe- 
ment. In any event, the cases herein discussed were brought only on a charge of 
trademark infringement or else the text of the opinions clearly indicates that, in dis- 
cussing dress of package, the courts were doing so in connection with the infringement 
count. (In this connection, see Nims, UNFAIR COMPETITION AND TRADE-MarKs, 4th ed. 
1947, Vol. 1, p. 719). 

11. Seven Up Co. v. Cheer Up Sales Co., 148 F. 2d 909, 911, 35 TMR 174 (C.A. 8, 
1945) ; cert. den. 326 U.S. 727. 

12. Nims, UNFAIR COMPETITION AND TRADE-MARKS, 4th ed. 1947, p. 720. 
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trademark or upon the ground of unfair competition, there is one 
element common to both rights which it is essential for it to 
establish, and that is that the dress of the alleged infringing or 
competing article is so similar to the one competed with that it is 
probable the purchasing public, while in the exercise of reasonable 
care, will be deceived and led to purchase the competing article for 


99 13 


that of the complainant with consequent injury to his trade’’. 


The Third Circuit has affirmed a district court opinion which 
seems to have adopted the same approach. Alexander Young Dis- 
tilling Co. v. Nat. D. Prod. Corp., 40 F. Supp. 748, aff’d 127 F. 
2d 727 (C.A. 3, 1942). In considering infringement of y.p.m. by pm, 
both used on whiskey, the district court weighed, not just the 
marks involved, but other differences in the products as they were 
sold. After comparing the letter-marks alone, District Judge 
Kalodner (now Circuit Judge) wrote, at page 757: ‘‘Still on the 
question of possible confusion, the defendant has raised a point 
already mentioned which is well taken. The plaintiff at present 
sells two brands of whiskey, respectively identified as Blue Label 
and Yellow Label. They are of different prices and qualities. 
Similarly the defendant has two differently priced brands, Penn- 
Maryland DeLuxe and Penn-Maryland Regal. In purchasing or 
ordering plaintiff’s whiskey the customer must specify Blue or 
Yellow Label to get what he wants. In purchasing or ordering de- 
fendant’s whiskey the customer must specify DeLuxe or Regal to 
get what he wants. Faced with such requirements, a customer is 
hardly likely to be given a pm whiskey when he orders a y.pP.M. 
whiskey’’.** 


13. And see Nat. Fruit Prod. Co. v. Dwinell-Wright Co., 47 F. Supp. 499, 32 TMR 
516 aff’d 140 F. 2d 618 (C.A. 1, 1944), where the appellate court said at p. 623: “As to 
the marks used, it is important to consider not only the similarity of sound and spelling 
of the words employed, but also the setting in which they appear.” (Italics added.) 
See also Pro-Phy-Lac-Tic Brush Co. v. Jordan Marsh Co., 70 F. Supp. 1012, 37 TMR 228 
(D.C. Mass., 1947); aff’d 165 F. 2d 549 (C.A. 1, 1948). 


14. See also Pflugh v. Eagle White Lead Co., 180 Fed. 579, TMR 101 reversed 185 
Fed. 769 (C.A. 3, 1911), cert. den. 220 U.S. 615. And see Pro-Phy-Lac-Tic Brush Co. 
v. Hudson Products, Inc., 86 F. Supp. 859, 861, 39 TMR 1001 (D.C.N.J. 1949), where, 
in an infringement action, the Court, in considering whether there was “colorable imita- 
tion” of plaintiff’s mark by defendant determined that “the packaging, printing, and 
package hues” were not alike. See also Dad’s Root Beer Co. v. Atkin, 90 F. Supp. 477, 
40 TMR 562 (D.C.E.D. Pa. 1950), where the court, at p. 483, ruling “upon the narrow 
and specific issue of trademark infringement” said that the similarity between the marks 
“must be considered in its relationship to the appearance of the labels”. It pointed out 
various differences in color and design of the labels and stated: “Considering all these 
factors, I conclude that defendants’ trade-mark is not so deceptively similar to plaintiff’s 
as to be likely to cause confusion and, therefore, is not an infringement thereof.” 








Vol. 45 T. M. R. TRADEMARK INFRINGEMENT 495 


The Third Circuit appears to have taken the same position in 
still a later case. In Nehi Corp. v. Mission Dry Corp., 117 F. Supp. 
116, 44 TMR 1160 aff’d per curiam 213 F. 2d 950 (C.A. 3, 1954), 
plaintiff sought to cancel defendant’s registered mark royaL PUNCH 
for soft drinks as being confusingly similar to plaintiff’s registered 
mark royaL crown, also for soft drinks. In discussing confusion, 
the District Court said, p. 117: ‘‘On sight, the identity of the first 
word of each mark does not overcome the dissimilar impact of 
the two integrated marks. Indeed, defendant’s mark is used only 
on bottle caps whose design, color scheme and word content are 
vastly different from plaintiff’s. The bottles are likewise com- 
pletely different.’’ (Italics added.) The Court of Appeals affirmed, 
approving the standard applied by the District Court, namely, 
‘whether an average buyer is unable to distinguish defendant’s 
name or mark from his recollection of plaintiff’s mark’’. It would 
seem evident that the dress of the package may have important, if 
not decisive, bearing on the average buyer’s recollection.” 


In the Sixth Circuit the rule was stated in 1919 by a district 
court” as follows: ‘‘... it appears that the test of whether or not 
there is infringement or unfair competition is to be determined 
by taking the trademark, labels, and dress as a whole, and deter- 
mining therefrom whether the resemblances so far dominate the 
differences in appearance, sound, and dress as to be likely to 
deceive ...’’ (Italics added.)*’ In 1929 it was said in that Circuit: 
‘¢... in the case of infringement of trade-marks, it would seem that 
the whole to be taken into consideration, at least so far as appear- 
ance is concerned, is not the trade-mark in and of itself, but in its 
setting and also the dress of the article to which the trade-mark is 
affixed’’. (Coca-Cola Co. v. Carlisle Bottling Works, 43 F. 2d 101, 
109, 19 TMR 127 (E.D.Ky.), aff’d 43 F. 2d 119, 20 TMR 403 (C.A. 
6, 1930) ; cert. den. 282 U.S. 882.) Later, the Cireuit Court of Ap- 
peals followed the rule of N. K. Fairbank Co. v. Luckel, King & 
Cake Soap Co., 102 Fed. 327 (C.A. 9, 1900), stating that: ‘‘... the 
character of the label or package is no answer to the charge that 


15. “The setting in which a designation is used affects its appearance and colors the 
impression conveyed by it.” 3 RESTATEMENT, TorTS, §729, Comment on Clause (a). 

16. Garrett & Co., Inc. v. A. Schmidt, Jr., & Bros. Wine Co., 256 Fed. 943, 946, 
9 TMR 353 (D.C.N.D. Ohio, 1919). 

17. See also Carthage Tobacco Works v. Barlow-Moore Tobacco Co., 296 Fed. 142, 
14 TMR 302 (D.C. Ky. 1924). 
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the names are so similar as to deceive purchasers’’. (Grocers 
Baking Co. v. Sigler, 132 F. 2d 498, 501, 33 TMR 130 (C.A. 6, 1942).) 
Still later, in McCormick & Co. v. B. Manischewitz Co., 206 F. 2d 
744, 746, 44 TMR 165 (C.A. 6, 1953), the same appellate court indi- 
cated that ‘‘extrinsic facts are significant’’ where infringement is 
charged under §32(1) of the Lanham Act. Thus is confusion worse 
confounded ! 


In the Ninth Circuit, a district court * recently seems to have 
indicated its sympathy with the principle of the foregoing cases 
in a situation where defendant’s service mark was practically 
identical to plaintiff’s service mark and where, although dress of 
package was obviously not involved, the court found, on the basis 
of various circumstances extrinsic to the marks, that confusion of 
origin could not possibly exist. However, a much earlier case in 
the Circuit Court of Appeals for the Ninth Cireuit followed a con- 
trary rule in a case relating specifically to dress of package.’*® But 
there, the Court appears to have so decided because confusion 
might have arisen through advertising. Query what the decision 
would have been had there been proof that the advertising of the 
parties was such as to give rise to no likelihood of confusion. 


It was indicated at the beginning of this article that eminent 
authority has stated the generally accepted rule as being that 
dissimilarity in dress is immaterial in determining whether or not 
there has been infringement.”® That author also asserted that the 
rule so stated is the rule applied by the Federal Courts in New 
York, citing in support of his statement Stephen F. Whitman & 
Son v. Stephen Leeman Products, 27 TMR 801, 803 (S.D.N_Y.), 
decided in 1937. But it would appear that in 1938, the same district 
court was not adhering to that rule when, in a case involving word 
marks,” it said: ‘‘Since there is nothing in the use of words or 
appearances” that makes a clear case of infringement, the Court, 
in the absence of such a showing at this stage of the proceeding, will 


18. Springfield Fire § Marine Ins. Co. v. Founders F. § M. I. Co., 115 F. Supp. 787, 
44 TMR 170 (D.C.N.D. Calif., 1953). 

19. N. K. Fairbank Co. v. Luckel, King & Cake Soap Co., supra. 

20. See footnote (2), supra. 

21. Caron Corporation v. Maison Jeurelle-Seventeen, Inc., 26 F. Supp. 560, 564, 
29 TMR 59 (D.C.S.D. N. Y., 1938). 

22. The “appearances” to which the court referred were the looks of plaintiff’s 
bottle, its dress and a basket in which the bottle rested. 
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not find that there has been an infringement by the defendant of 
plaintiff’s trademark’’. (Italics added.) 


In September of 1953, the same court stated in Model-Etts 
Corp. v. Merck & Co., 118 F. Supp. 259, 263, 44 TMR 285: ‘‘As a 
general proposition, where the infringement charged is in the 
use of the trademark, the dress of the packages is not considered 
significant. N. K. Fairbank Co. v. Luckel, King & Cake Soap Co., 
9 Cir., 102 F. 327, 331. Nevertheless, I think that it is a factor 
that I may consider in exercising my discretion in a motion for a 
preliminary injunction.’’ 


Each of the foregoing cases (Caron Corp. and Model-Etts) 
concerned a motion for a preliminary injunction. It is difficult to 
see any logical reason why dress of package should constitute a 
factor to be given consideration in such cases and ruled out as a 
factor to be given weight by a trial court. 


A still more recent case decided by the Court of Appeals for 
the Second Circuit is particularly intriguing. American Chicle Co. 
v. Topps Chewing Gum, Inc., 208 F. 2d 560, 44 TMR 414, was de- 
cided by that court in November, 1953. The court said: ‘‘The only 
issue on the plaintiff’s complaint is whether the defendant infringes 

. .’. Plaintiff’s registered mark was a distinctively colored 
design on its package. The design and color used by defendant on 
its package was alleged to have infringed. The goods sold by the 
parties were identical. The appellate court confirmed the finding 
of the district court to the effect that the similarity of the pack- 
ages was such as to be likely to cause confusion, and this despite the 
fact that plaintiff wrote cu1cLEeTs, a second trademark not claimed 
to be infringed, in large black letters on his package and defendant 
wrote the word Topps in large letters on his. The Circuit Court 
stated, p. 563: ‘‘ Indeed, it is generally true that, as soon as we see 
that a second comer in a market has, for no reason that he can 
assign, plagiarized the ‘make-up’ of an earlier comer, we need no 
more; for he at any rate thinks that any differentia he adds will 
not, or at least may not, prevent the diversion and we are content 
to accept his forecast that he is ‘likely’ to sueceed.’’ The court 
had previously pointed out that the defendant had suggested no 
reason for using ‘‘just the plaintiff’s—or at least almost the 
plaintiff’s’’ combination of color and design. If, then, the rule of 
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the Second Circuit is that quoted above, dissimilarities in dress 
of the package would be immaterial in an infringement action 
where the defendant’s mark was ‘‘just the plaintiff’s—or at least 
almost the plaintiff’s’’. That is to say, where the marks involved 
are identical, or substantially identical, the confusion required by 
the Lanham Act will be presumed. However, such a statement of 
the governing rule does not necessarily mean that where the com- 
peting marks are sufficiently similar to induce the plaintiff to sue 
for infringement, although not identical or substantially identical, 
the Second Circuit will refuse to consider dissimilarities in dress. 
Indeed, it would seem that even in the American Chicle case, the 
court did in fact consider the possibility that likelihood of confu- 
sion might be negatived by the prominent display of cHIcLETs on 
the one package and Topps on the other. The district court found 
(111 F. Supp. 224, 226) ‘‘The use by the plaintiff of its trademark 
Chiclets on the boxes which also portray the registered trademark 
heretofore described, does not affect the issues in this cause.”’ 
Had this pronouncement been a ‘‘Conclusion of Law’’, it could be 
pointed to as indicating that the law in the Second Circuit pre- 
cluded consideration of dress of package in determining infringe- 
ment. But this statement of the District Court was identified in 
the opinion as a ‘‘Finding”’ [of fact]. It would seem fair to con- 
clude therefore that it was a factual determination that the use 
of cHICLETs and Topps did not sufficiently distinguish one package 
from the other to overcome the substantial duplication by de- 
fendant of plaintiff’s registered design. The Circuit Court cited 
this finding of the district court and concluded that it was sup- 
ported by indicated testimony. Thus, it would appear that although 
the Cireuit Court said that if the marks were substantially identical 
it need not go further, both it and the District Court nevertheless 
gave consideration to matter appearing on the respective packages 
other than the marks about which the litigation arose.** Whether 
this means that the Second Circuit is approaching the position 
taken by the First and Seventh Circuits, and in numerous instances 


23. See the case note at 67 Harv. L. Rev. 1090 (1954) where in reporting the 
American Chicle case, it is observed: “Thus, while dealing with the issue of the alleged 
infringement of plaintiff’s registered design, the court properly considered whether the 
use of TOPPS and CHICLETS in connection with the designs sufficiently distinguished the 
boxes to prevent a likelihood of confusion.” And again: “The court’s reference to the 
‘make-up’ of the boxes seems to indicate that it took into account the color of the plain- 
tiff’s box, which was not registered and probably could not be part of the trade mark”. 
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by courts of other circuits, remains to be seen. In this connection, 
it is also interesting to note that the Court of Appeals for the 
Second Circuit cited with approval its decision in Miles Shoes, Inc. 
v. R. H. Macy & Co., Inc., 199 F. 2d 602, 42 TMR 911 (C. A. 2, 1952). 
That case involved trademark infringement but not unfair com- 
petition. When in that case the court said, ‘‘Where the ques- 
tion of confusing similarity is based solely on the marks them- 
selves .. .’’, was it recognizing the existence of infringement 
cases in which factors other than the marks, such as dress of 
package, may be considered on the question of confusing simi- 
larity ?** 


A question might be raised as to whether, in those cases in 
which the courts took into consideration dress of package in deter- 
mining infringement, they did so, not in connection with the issue 
of confusion per se, but rather in connection with a determination 
of defendant’s intent to simulate plaintiff’s mark (Cf. American 
Chicle Co. v. Topps Chewing Gum, supra, where the court indicated 
that if competing marks are substantially identical and the second- 
comer’s use is not explained, intent to confuse and likelihood of 
confusion will be presumed). It may be debatable as to whether 
intent is or is not relevant to the issue of technical infringement.” 
If it is not, the foregoing cases cannot be explained on the ground 
that dress of package was considered only to determine intent. If 
intent is relevant to infringement,” it is still true that the foregoing 
cases cannot be brushed aside on that ground. For the text of the 
opinion in each of them appears to relate dissimilarity in dress 
directly to the issue of confusion per se, and not to the question 





24. It is interesting to note that in a second case between American Chicle Co. v. 
Topps Chewing Gum, 44 TMR 1078 (C.A. 2, 1954), the Second Circuit held that although 
the competing packages were sufficiently alike to warrant a finding of unfair competition, 
the Court would not enjoin defendant’s use of the mark CLOR-AID on the ground that it 
did not infringe plaintiff’s mark cLorRETs. The Court (Mepina, J., dissenting) refused 
to hold that unfair competition in copying a package justified an injunction against the 
use of a name which otherwise was not deemed to be infringing. 


25. Authority seems to look both ways. “In the case of infringement of a technical 
trademark the intention of the infringer is immaterial . . .” Goldsmith Silver Co. v. 
Savage, 229 Fed. 623, 627, 6 TMR 3 (C.A. 1, 1915). The Third Circuit stated, in con- 
sidering a charge of infringement, “One of the elements to be considered in deciding 
whether there is confusing similarity is the intent of the actor who adopts the designa- 
tion”. Q-Tips, Inc. v. Johnson & Johnson, 206 F. 2d 144, 147, 44 TMR 39 (C.A. 3, 1953), 
cert. den. 346 U.S. 867. And see Nims, UNrair COMPETITION AND TRADE-MARKS. 4th 
ed. 1947, Vol. 2, p. 1082. 


26. It is suggested that if intent is relevant to the issue of confusion, it is only 
intent to confuse that is material and that intent not to confuse is always irrelevant. 
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(if there be one) of defendant’s intent to confuse. Furthermore, 
if intent is relevant, its relevancy lies in its being some evidence 
of likelihood of confusion. It is difficult to see why dress of pack- 
age should be deemed material on the question of intent which in 
turn is material only on the issue of confusion, and yet be deemed 
irrelevant on the issue of confusion per se. 

To return once more to the opening paragraph of this article, 
it was there pointed out that one authority has rationalized the 
rule that dress of package is immaterial in infringement actions 
on the ground, in part, that if the competing marks are colorably 
similar and the only distinction lies in dress of package ‘‘then it 
is only necessary for the infringer to alter the dress of his package 
in order to create confusion’’. In such case, if dress of package 
is considered and the suit for infringement fails because dissimi- 
larities in dress negate all possible confusion and if thereafter the 
defendant so alters the dress of his package as to simulate the 
dress of plaintiff’s package, there should, in logic, be no barrier 
to the institution of a new action for infringement by plaintiff. 
For the test of infringement would be a comparison of the marks 
as used and if the manner of use were altered the original action 
would not appear to be res adjudicata of the later one. 

Aside from the cases cited there have been remarks by those 
speaking or writing on the subject of infringement that may indi- 
cate a growing acceptance of the doctrine that dress of package 
is relevant to the question of infringement. For example, in a 
lecture delivered at the New York Practising Law Institute in 
1950*" it was stated: ‘‘When there is some doubt as to whether 
the defendant’s mark infringes, it becomes necessary to consider 
various other elements which may affect the confusion issue. For 
example, are the goods sold in the same retail channels? Is there 
any similarity between the packages, or advertising, display, and 
promotional material of the two parties? ...’’ (Italics added.) 

In this discussion, reference has consistently been made to 
dress of package. It could be true, however, that the physical 
characteristics of the packages might be utterly dissimilar and 
confusion still arise as a result of advertising, where the com- 
peting names, standing alone, would be confusingly similar. We 





27. Martin, The Defense of Trade-Mark and Unfair Competition Cases, 41 TMR 
99, 105. 
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can, of course, assume cases in which it would be possible to prove 
that the advertising was no more alike than were the packages. 
There have been cases involving a count of unfair competition 
and a count of trademark infringement where the parties’ adver- 
tisements almost invariably carried pictorial representations of 
their packages and where the court specifically found that the 
packages were so dissimilar as to make confusion between them 
utterly impossible.” In such a case, in the face of such a finding 
and in the light of Sec. 32(1) of the Lanham Act, it does seem that 
a concurrent conclusion of trademark infringement involves an 
inconsistency—a finding that, under the facts of the case, there 
is no possibility of confusion and under the same set of facts, that 
there is likelihood of confusion. Furthermore, if it be asserted 
that the proper procedure is for a court first to decide, looking 
solely at the competing marks, whether defendant colorably simu- 
lated plaintiff’s marks, that, if he did so, his intent thereby to 
appropriate plaintiff’s customers will be assumed and that, be- 
cause of the defendant’s immoral or unethical conduct the court 
will give no weight to dissimilarities between the packages, the 
logic seems faulty in that (1) the package dissimilarities themselves 
negative an evil intent” and (2) whatever the defendant’s intent, 
dissimilarities in packaging must bear on the question of likelihood 
of confusion, even if they are not determinative of it. That is to 
say, although confusion might possibly arise as a result of adver- 
tising, it would nevertheless seem pertinent to the issue of confu- 
sion to show that, as between the packages at least, there could 
be no confusion; indeed, such evidence would seem to be just as 
material as is a consideration of the possibility of confusion that 
might arise from the similarity of the competing marks themselves. 

Among the factors that have contributed vitality to the law 
of unfair competition are its flexibility and its faculty for adjust- 
ment to the realities of the market place. We suggest that the 
decisions which take dress of package into consideration in deter- 
mining trademark infringement have adopted a realistic approach 
to the problem. 


28. Q-Tips, Inc. v. Johnson & Johnson, 206 F. 2d 144, 44 TMR 39 (C.A. 3, 1953), 
cert. den. 346 U.S. 867. 

29. See M. C. Peters Milling Co. v. International Sugar Feed No. 2 Co., 262 Fed. 
336, 340, 10 TMR 207 (C.A. 6, 1919); Alexander Young Distilling Co. v. Nat. D. Prod. 
Co., supra. 
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The Supreme Court has aptly pointed out that the facts sup- 
porting a suit for infringement and one for unfair competition 
are substantially the same.*® Indeed the addition of a count for 
unfair competition frequently has been for no other reason than 
to supply an anchor to windward in case the plaintiff should fail 
to bring his mark within the protection of the statute. But what- 
ever the reasons which have prompted lawyers to set up substan- 
tially the same facts in two separate causes of action, and what- 
ever the effect, if any, which those reasons may have had on the 
development by some courts of a more restrictive standard for 
determining infringement than unfair competition, it would seem 
that today, where a defendant is accused of selling goods under 
such marks, labels, banner, or dress as are likely to confuse trade 
and publie as to the origin of the goods, all the circumstances 
including dress of package should be taken into consideration in 
determining what relief, if any, the facts merit. A single standard 
should be applied to those facts irrespective of whether the plain- 
tiff alleges substantially the same facts in two causes of action. 
A realistic approach requires that in applying that standard a 
court should not limit itself to an abstract consideration of the 
opposing marks in limbo. 


LL 


30. Armstrong Paint §& V. Works v. Nu-Enamel Corp., supra (footnote 10). 
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BELGIAN COURTS DENY INDUSTRIAL DESIGN PROTECTION UNDER 
INTERNATIONAL CONVENTION FOR THE PROTECTION 
OF INDUSTRIAL PROPERTY 


By Stephen P. Ladas* 


An astonishing final decision was rendered by the Court of 
Cassation of Belgium on December 20, 1954. It relates to protec- 
tion of American designs in Belgium. 

The legal protection of designs in Belgium was originally 
governed by the Law of March 18, 1806. This was a French law 
which was extended to Belgium at its annexation to France by 
Napoleon. Articles 14 to 19 of the law dealt with the protection 
of designs through the procedure of deposit with the Trade Coun- 
cils. Compliance with the formalities of deposit was a condition 
for the acquisition of copyright in an industrial design. 

Foreigners, not residing in Belgium, were protected by this 
law on condition of diplomatic reciprocity. By a Royal Decree of 
July 10, 1884, such foreigners were required to register their 
designs at the Trade Council (Conseil de Prud’hommes) of 
Brussels and had to declare their country of origin and the treaty 
under which they claimed reciprocity. Americans were granted 
protection by virtue of the International Convention for the Pro- 
tection of Industrial Property which established this reciprocity. 

Belgium adopted a new Copyright Law on March 22, 1886, 
which protects all literary and artistic works. Designs were pro- 
tected under this law if they had artistic character, however 
modest. 

A Royal Decree Law of January 29, 1935 determined to place 
all designs, whether industrial or artistic, under the Law of 1886 
by providing as follows (Art. 1): 

‘* All designs and models... are subject to the provisions 
of the Law of March 22, 1886 on Copyright.’’ 


The submission of industrial designs to the general Copy- 
right Law meant that thereafter the owner of a design was pro- 
tected, the same as the owner of the copyright in any literary or 
artistic work, without any requirement of registration of designs. 
This was made clear by the Decree of 1935 since its Article 4 


* Partner in the firm of Langner, Parry, Card & Langner, New York; member 
International Committee, USTA. 
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specifically repealed the provisions of the Law of 1806 and its 
Article 3 promised that an optional registration of designs shall 
be organized by Regulations. Such regulations for optional regis- 
tration have, in fact, never issued, but the Decree of 1935 never- 
theless established a transitional optional deposit of designs in 
Articles 5 and 6, and this ‘‘transitional’’ regime still continues, 
i.e., the possibility for owners of designs if they should so choose 
to deposit their designs with the Trade Councils as before the 
Decree of 1935. 


Whereas the original text of the Copyright Law of 1886, ex- 
tended the same protection to foreigners as to nationals, irre- 
spective of the place of original creation and publication of the 
work, an amendment of March 5, 1921 introduced the condition of 
reciprocity. Thus, Article 38 of the Law of 1886 as amended in 
1921 reads as follows: 


‘‘In Belgium foreigners enjoy the rights guaranteed by 
the present law but the duration of their rights cannot ex- 
ceed the duration fixed by the Belgian law. In any case, if 
such rights should expire earlier in their country of origin, 
they shall cease at the same time in Belgium. 

‘*Moreover, if it should be found that Belgian authors 
enjoy less protection in a foreign country, the nationals of 
that country will benefit in the same measure by the pro- 
visions of the present law with regard to their works published 
abroad.”’ 


The effect of this provision is that the national treatment ex- 
tended to copyrights of foreigners in Belgium is subject to two 
qualifications : 


(a) the term of copyright in Belgium may be‘reduced to the 
term provided for in the foreign country; 


(b) the scope of the rights and remedies available to for- 
eigners under the Belgian Copyright Law may be limited 
to the scope of protection granted to Belgian authors in 
the foreign country. 


This position of the general copyright law was made applicable 
to the designs of foreigners by virtue of the extension of this law 
to designs under the Royal Decree-Law of January 29, 1935. 





| 
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Side by side with these legislative texts, there are also avail- 
able in Belgium the two International Conventions, the Paris Con- 
vention for the International Protection of Industrial Property, 
and the Berne Convention for the International Protection of 
Literary and Artistic Works, both having legal force. The Belgian 
Courts have always applied the texts of these two Conventions on 
the same footing as national legislation, as soon as such Conven- 
tions have been formally ratified and regardless of whether or 
not the texts of the Conventions conformed to the text of the 
national legislative texts. 

We need not be concerned with the Berne International Copy- 
right Convention at this time. The United States is not a party to 
this Convention so that the text of this Convention is not law 
between the United States and Belgium, and American nationals 
cannot claim protection thereunder. However, it may be stated 
here that this Convention provides that works of art applied to 
industry are protected so far as the domestic legislation of each 
country allows. The effect of this is that nationals of countries 
party to the Berne Copyright Convention may claim protection of 
such works of art, since the Belgian law itself protects such designs 
by its copyright law for Belgians. 

The International Convention for the Protection of Industrial 
Property from its inception in 1883 today includes industrial de- 
signs together with patents and trademarks within its scope (Art. 
1). It contains the fundamental principle of national treatment 
in Article 2 which reads: 

‘‘Nationals of each of the contracting countries enjoy in 
all of the other countries of the Union, with respect to thé pro- 
tection of industrial property the benefits which the respective 
laws grant at present or may grant in the future to nationals.”’ 


It is beyond any question that every country party to this 
Convention must protect foreigners in the same way as nationals. 
If industrial designs of its own nationals are protected, the same 
protection must be extended to industrial designs of foreigners; 
it cannot impose any condition of reciprocity or any discrimina- 
tion against foreigners party to the Convention. 

These are basic propositions universally accepted by all 
countries and beyond any doubt whatsoever. National treatment 
and not reciprocal treatment is the basic principle. A Belgian is 
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entitled to exactly the same protection, enjoys exactly the same 
rights and is subject to exactly the same formalities with respect 
to the Patent Design Law in the United States as an American 
inventor or owner of a design. We do not and cannot inquire 
whether the protection we give to designs of Belgians in this 
country is superior or more extensive to that given to the Belgians 
in their own country. This is why we give a British inventor a 
U. S. patent for 17 years although Great Britain gives to the U.S. 
inventor (as to its own citizens) a patent for sixteen years. This 
is why we do not impose annuities and working requirements on 
a Belgian owner of a United States Patent, although an American 
owner of a Belgian patent is subject to these requirements. 

It will be noted that under the general principle of national 
treatment of Article 2 of the Industrial Property Convention, the 
nationals of each country party to this Convention may claim the 
advantages of the law of each other country which are granted or 
may be granted in the future to nationals of the latter. Consider- 
ing that the Royal Decree of January 29, 1935 has granted new 
advantages to Belgian nationals, i.e., protection of industrial de- 


signs without registration, merely on the basis of original creation 
as for all other copyrightable subject matter, American nationals 
are entitled to claim this new advantage for themselves. 


Against this legal background, let us now consider the facts 
in the Belgian case. An American Company, Herman Hassinger 
Inc. D. Fluorescent Lighting, of Philadelphia, filed a complaint in 
Belgium for infringement of its designs relating to lighting 
fixtures. 

While it is not clear from the texts of the decisions to be 
discussed hereafter, it appears that these designs had not been 
registered in Belgium under the optional procedure provided for 
in Articles 5 and 6 of the Decree of 1935. 

The Tribunal of Brussels found that the Belgian defendants 
had not copied the designs and dismissed the complaint on the 
merits. An appeal was taken to the Court of Appeals of Brussels. 
This Court did not deal with the merits of the case. Instead, it 
upheld the motion, rejected by the lower Court, that the complaint 
should not be entertained at all, since the American Company was 
not entitled to the protection of the Belgian law with respect to its 
designs. A writ of error was filed with the Court of Cassation (the 
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Supreme Court) of Belgium and this Court affirmed the decision of 
the Court of Appeals. 

The reasoning of the Court of Appeals is surprising and in- 
comprehensible for a Court that has a deservedly high reputation 
for the wisdom and breadth of its decisions. It points out that 
before the Royal Decree-Law of 1935, the protection of industrial 
designs and models was assured, on the national plan, by the Law 
of 1806 and on the international plan by the Paris Convention for 
the International Protection of Industrial Property, while the pro- 
tection of artistic designs and models was based, on the national 
plan, on the Law of 1886, and on the international plan on the Berne 
International Copyright Convention. The Court then notes that 
the Decree of 1935 abrogated the Law of 1806 and submitted all 
designs and models, whether industrial or artistic, under the law 
of 1886. 

From this the Court concludes that the protection granted to 
foreigners in Belgium by the Paris Convention disappeared and 
the protection of foreigners therefore remained only by virtue 
of the Berne Copyright Convention. This conclusion is manifestly 
wrong, but we will revert to this hereinafter. 

The Court further concludes that since the plaintiff is a 
national of the United States which is not a party to the Berne 
Copyright Convention, Belgian owners of designs do not enjoy 
the protection in the United States which the plaintiff seeks in 
Belgium. Therefore, under the reciprocity principle of Art. 38 of 
the Belgian Copyright Law of 1886 the complaint filed cannot be 
entertained by the Belgian Courts. 

The decision of the Supreme Court of Belgium is even more 
disconcerting. While it affirms in effect the decision of the Court 
of Appeals, it makes two further amazing ascertainments. 

It states that the Paris Convention has been modified by the 
Arrangement of The Hague of November 6, 1925 and that there- 
fore, insofar as the International Convention for the Protection of 
Industrial Property protects designs and models, it protects them 
only under the provisions of the said Arrangement, i.e., subject 
to their deposit at the International Bureau of Berne. It is ex- 
tremely puzzling that the Supreme Court of Belgium would show 
such misunderstanding of the nature of the Arrangement of The 
Hague. As every one knows, the Arrangement of The Hague on 
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Designs of 1925 by no means modifies or affects the Paris Conven- 
tion. It is a separate and distinct international treaty, just like 
the Madrid Arrangement for the International Registration of 
Trade-Marks. By the Arrangement of The Hague, a number of 
the countries which are also party to the general Convention for 
the Protection of Industrial Property agreed among themselves to 
a system of international deposit of designs at the International 
Bureau of Berne. The fact that Belgium is a party to this Arrange- 
ment does not mean that its obligations toward the United States 
and to other countries which have not adhered to the Arrangement 
of The Hague have been in any way affected, exactly as the inter- 
national obligations of Belgium for the protection of trademarks 
under the Paris Convention have not been affected by the fact 
that Belgium is a party to the Madrid Arrangement for the 
International Registration of Trade-Marks. 

Then, the Supreme Court says that the Belgian legislator by 
submitting all designs, whether industrial or artistic, to the Copy- 
right Law of 1886, has abolished the notion of industrial property 
with respect to designs and therefore the protection of designs is 
no longer within the field of application of the Paris Convention. 
Here the Court makes the astonishing finding that Belgium could 
simply, by a rearrangement of its internal legislation, take some- 
thing out of the scope of protection of the International Paris 
Convention and no longer be bound by such Convention. On this 
theory, Belgium could tomorrow put trademark rights under its 
Copyright Law and thus cease granting any protection to Amer- 
ican trademarks because the United States is not a party to the 
International Copyright Convention of Berne! 

The Courts of any country should be extremely hesitant to 
ever admit the possibility that their country could conceivably have 
intended to violate its international engagements. The interpreta- 
tion of the Decree-Law of 1935 as having had this consequence is 
particularly unwarranted. The purpose of the Belgian legislator 
in 1935 was to merely extend to industrial designs the same pro- 
tection as to copyrightable works in general. It was a decision of 
convenient legislation for applying the same kind of procedure 
and the same kind of protection to industrial designs as to all 
artistic works, rather than having a special legislation on designs 
as most other countries do. Indeed, Articles 5 and 6 of the same 
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Decree of 1935 provide for an optional procedure of registration of 
industrial designs and models which in effect is proof of the intent 
of the legislator to make available special provisions for such de- 
signs, notwithstanding the fact that substantive protection was to 
be granted by the Copyright Law of 1886. The fact that the law 
undertook to give to owners of industrial designs the same rights 
and remedies and the same protection as to authors of literary 
and artistic works did not have the effect or purpose to cease the 
notion of industrial designs. Whatever was an industrial design 
before the Decree of 1935 continued to be an industrial design. 

The idea is preposterous that the Belgian legislator, by deter- 
mining the application of the Copyright Law to industrial designs, 
did in effect remove industrial designs from the scope of protection 
of the Paris Convention for the International Protection of In- 
dustrial Property. Belgium has never denounced this Conven- 
tion and only through such denunciation could Belgium ever cease 
to be obligated to protect the industrial designs of nationals of 
the countries party to such Convention. 

Indeed, quite the contrary has happened. Belgium is a signa- 
tory to the revised text of the International Convention for the 
Protection of Industrial Property adopted at London in 1934. It 
ratified this text of the Convention by its Law of June 2, 1939, 
i.e., by a law subsequent to the Royal Decree of 1935. Moreover, 
it ratified by a law of December 31, 1947 the Neuchatel Agreement 
of 1947 containing specific provisions for the maintenance of rights 
in industrial designs which were affected by the war and extending 
the terms for claiming priority rights for designs and the like. 

Under these conditions, how could the Court of Appeals hold 
that the protection granted by the Paris Convention to foreigners 
with respect to designs has ceased and how could the Supreme 
Court hold that industrial designs were taken out of the scope of 
protection of this Convention? There are several countries party 
to the Paris Convention which are not party to the Berne Copy- 
right Convention and toward which Belgium is committed to 
protect industrial designs: the United States of America, Mexico, 
Egypt, Ceylon, Cuba, Dominican Republic, Indonesia, and 
Tangiers. 

However, the above Belgian decisions become incomprehen- 
sible even when considered on their erroneous basis, because under 
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Article 38 of the Law of 1886, made applicable by the Decree of 
1935, foreigners must be protected at least to the extent that 
Belgian owners of designs are protected in the foreign country, 
i.e., on the basis of reciprocity. The Belgian Courts assumed that 
Belgian owners of designs are not protected in the United States 
merely because the United States is not a party to the Berne Copy- 
right Convention. But Belgian owners of designs are protected in 
the United States. Indeed, depending on the nature of the subject 
matter involved, Belgians may be protected by the Patent Design 
Law, by the Copyright Law, by the Trade-Mark Law, or by the 
Law of Unfair Competition. The Courts could at least have 
ordered evidence as to whether reciprocity exists under the provi- 
sions of Article 38 of the Belgian Law of 1886. 

But this is said merely for the purposes of argument and for 
further appraisal of the Belgian decisions on their own ground. 
The fundamental criticism of the case is that they deny to Amer- 
ican nationals the protection to which they are entitled under 
the International Convention for the Protection of Industrial 
Property, the stipulations of which Belgium is obligated to fulfill. 

The Court of Appeals and the Supreme Court do not even 
attempt to suggest in their decisions that the position would be 
different if the American Company had registered its designs in 
Belgium under the optional procedure provided for in the Decree 
of 1935. Supposing the American Company did so, the protection 
still would be under the Copyright Law of 1886, and the question 
of reciprocity would still arise under the reasoning of the Courts. 

It is to be expected that the decision of the Supreme Court of 
Belgium will be followed in any other case involving American- 
owned designs. Probably this decision does not affect designs 
registered by Americans in Belgium prior to the decree of January 
29, 1935 since these are governed by the old Belgian Law of 1806, 
and under Article 4 the Decree of 1935 provided that such regis- 
trations were not affected. But with respect to all American de- 
signs created after the Decree of 1935 became effective no protec- 
tion may be obtained in Belgium. The fact whether such designs 
are registered or not in Belgium appears to be immaterial under 
the above reasoning of the Supreme Court. 

Under the circumstances, the next move devolves upon the 
Government of Belgium. We feel certain that this Government will 
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not permit the present situation to continue disregarding the obli- 
gations under the International Convention for the Protection of 
Industrial Property. 

The clarification of the Belgian law in this respect should also 
deal with the question of the duration of designs in Belgium with 
respect to old designs registered by Americans in Belgium before 
the Decree of 1935 as well as those registered subsequently. The 
Law of 1806 provided that at the time of registration of a design, 
the owner could declare that he desired protection for one, three 
or five years or in perpetuity. Since the Decree of 1935 made ap- 
plicable the Copyright Act of 1886, the term of copyright of designs 
of individual authors is similar to that of other authors, i.e., for 
the author’s life and fifty years after his death. But for designs 
created for the account of a corporation, the term is fifty years 
from the date of creation. If the reciprocity principle of the copy- 
right law is applied to foreigners, the term cannot exceed that in 
their country of origin. If the national treatment is to be applied, 
then Americans would enjoy the term of copyright of designs 
granted to Belgians irrespective of the term of designs in the 
United States. This problem needs clarification. 
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A NEW MARK FOR THE UNITED STATES 
By Virginia Davenport* 

The Department of Commerce, as part of its International 
Trade Fair Program, has adopted a new emblem to identify 
American-branded goods in exhibits abroad. It is the ‘‘ Freedom 
Mark’’, created at the Department’s request by the Package De- 
signers Council, a national organization of industrial designers 
who specialize in packaging. 

Hundreds of types of American products are now being dis- 
played by manufacturers, by foreign distributors, and by the Gov- 
ernment at Trade Fairs all over the world as a result of the 
assistance and encouragement being given to American industry by 
the Administration’s Trade Fair Program, inaugurated last 
August. 


* Executive Secretary, Package Designers Council. 
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It was industry’s suggestion to the Department that a basic 
symbol be developed for use both by individual exhibitors and by 
the Government to indicate to visitors at Foreign Trade Fairs 
that the American philosophy of private enterprise is the Govern- 
ment’s philosophy, and that the individual’s objectives are his 
Government’s objectives in the United States. Identified and 
related by the Freedom Mark, the vast quantity and variety of 
American goods on view abroad illustrate the plenitude, the tech- 
nical knowledge, and the skill behind American industry, and pro- 
vide powerful evidence of the high standard of living possible in 
a free society. At the same time, the Mark enables foreign buyers 
to rapidly identify American-made goods. 

The International Trade Fair Program has two purposes. 
First, it encourages exporters of American goods to show their 
products at a time when many buyers are gathered together in 
one place ; conversely, it enables foreign buyers to establish import 
contacts in this country. In this connection, the Department of 
Commerce has established information centers at each of the 
Fairs, where businessmen can meet and can obtain advice on 
questions relative to customs, foreign exchange, shipping, and 
trade regulations. To further this interchange of information, the 
Government has organized teams of trade experts selected from 
industry and Government to assist foreign businessmen. In 
addition, Department of Commerce Field Offices all over the 
United States are prepared to provide American firms with in- 
formation on any foreign Trade Fair and with advice as to how 
and where to most effectively use the Fairs as media for buying 
and selling goods. 

The second purpose of the International Trade Fair Program 
is based on the fact that although Trade Fairs abroad were 
formerly only markets, they have become extremely popular 
social gathering places, and are visited by citizens of all countries 
who come merely to ‘‘see the sights’’. The second purpose may 
be said to be that of contributing to international understanding. 
In his annual message to Congress, President Eisenhower pointed 
out that Trade Fairs have been of major importance to foreign 
countries for many years, and that while most of the trading 
nations have strengthened the promotional aspects of their dis- 
plays to emphasize the industrial progress and achievement of the 
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nation, the United States, which has the largest volume of inter- 
national trade, has been conspicuous by its absence. Surely the 
American way of life cannot be better described than by tangible 
examples of the goods that are a product of our society. The 
Freedom Mark will plant the American-ness of American goods 
firmly in the minds of millions of visitors to the Fairs. 

As the main vehicle for implementing this second purpose of 
the International Trade Fair Program, the Department of Com- 
merce is establishing central U.S. exhibits at major Fairs. This 
operation is immense, from both logistic and monetary points of 
view. As of this writing, some 500 tons of merchandise represent- 
ing hundreds of thousands of dollars have been contributed by all 
types of industry and have been shipped overseas. One of the 
main-springs behind this operation is a man named Don C. 
Canfield, who, because of his knowledge of exhibits and display, is 
serving as Special Consultant to the Department of Commerce. 
From a little office in mid-Manhattan, he is procuring everything 
from garbage pails to garages and supervising delivery to points 
all over the world. For example, he is now in the process of send- 
ing an actual American house to Barcelona, complete with modern 
plumbing and electricity and furnishings. Models of ideal schools, 
farms and factories, planned by designer Peter Schladermundt, are 
on their way to Milan and Paris. A complete radio-telephone- 
television system is going to Tokyo. And Mr. Canfield coordinates 
the thousands of details incident to each of these undertakings. 

None of it could be accomplished, however, without the co- 
operation of American business firms, who will have donated time 
and effort and material toward the success of U.S. exhibits at 
twenty foreign Trade Fairs before the year is out. 

The impact of these U.S. exhibits cannot, of course, be 
measured. It is known, however, that over 100,000 people visited 
the one at the Fair in Frankfurt, Germany, last March. The main 
part of the exhibit was titled ‘‘America at Home’’ and was de- 
signed to resemble a small house or apartment. It was completely 
furnished and was occupied by a ‘‘family’’ of four, which was 
viewed using articles and appliances typical of every-day Amer- 
ican life. 

At the inception of the International Trade Fair Program, 
representatives of a number of the country’s major industrial firms 
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and of such associations as the International Chamber of Com- 
merce, the National Association of Manufacturers, and the Na- 
tional Foreign Trade Council met with Secretary of Commerce 
Sinclair Weeks to offer their advice as to the best way to imple- 
ment the Program. It was logical that these representatives of 
business, who know so well the value of a trademark in merchan- 
dising an idea, should at once see the need for a symbol to sell 
the concepts behind the Fair Program. It was equally logical for 
the Department of Commerce to ask the Package Designers Coun- 
cil, whose members have designed some of the most familiar and 
successful trademarks in the world, to prepare the Freedom Mark. 

The Mark was designed by Kar] Fink of New York, Fellow in 
the Council. It is dise-shaped, bears a close-up in white of the 
Statue of Liberty on a background of red and blue, and is sur- 
rounded by a grey border of stylized cogs, suggesting industry. It 
has all the qualities of a successful trademark: it is simple, it is 
meaningful and easy to recognize and to remember. It can be 
readily reproduced in any medium. It may be enlarged to cover the 
side of a building or it may appear as a tag, the size of a dime. 
Mr. Fink chose the Statue of Liberty for the Mark because he felt 
that it suggests freedom, hope, and the American way of life 
better than any other U.S. symbol. It is treated realistically, yet 
it has been simplified enough to permit reproduction by any pro- 
cess. In the next few months, the Freedom Mark will appear at 
Trade Fairs in such cities as Valencia, London, Tokyo, Paris, 
Izmir, Utrecht, Karachi, Berlin, and Rangoon. 

President Eisenhower has proclaimed May 22nd to May 28th 
as ‘‘World Trade Week’’. His official proclamation says, in part, 
‘*. .. It is the desire of the people of the United States of America 
to promote the growth and share the fruits of freedom and enter- 
prise in peace and prosperity with their friends throughout the 
world... A significant contribution to the development of a lasting 
peace can be made by the interchange of goods and services and 
freedom of travel, and the mutual understanding thus attained can 
become the basis of true international friendship . . . Higher eco- 
nomic standards of living and better economic utliziation of the 
world’s resources can be promoted through an increased inter- 
national exchange of goods, services, and capital . . . International 
trade is a keystone in promoting international stability and devel- 
oping resources, culture, and security... .’’ 
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The President’s words explain the International Trade Fair 
Program. They state the reason for the Freedom Mark. 

In time the Commerce Department’s new emblem will be a 
familiar symbol to citizens of many other nations. We must hope 
that in time the meaning behind it will become equally familiar, 
all over the world. 
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NOTES FROM OTHER NATIONS 


Edited by Marcel Deschamps 
Australia 


Descriptive Words 


An application was filed to register the word caRBoyoGHURT 
in respect of ‘‘A chemical product for treating indigestion’’. This 
specification was amended as required by the Examiner to cover 
‘*A chemical product containing yoghurt for treating indigestion.’’ 
On further consideration the Examiner of Trade Marks objected 
to the application on the ground that the word consists of the 
combining form ‘‘carbo-’’ and the word ‘‘yoghurt’’. The appli- 
cants contended that the word was newly coined and would not 
convey any obvious meaning to the average Englishman. It was 
submitted that if carbon (charcoal) and yoghurt were a common 
or current blend or mix, things would be different. The man in 
the street may think of putting sugar into coffee or brandy into 
milk, but the idea would hardly occur to him to put coal into his 
yoghurt bottle and, if he did, it would be most unlikely that he 
would try to do so a second time. It was pointed out that the 
applicants’ product is not customarily sold under the name 
‘‘voghurt’’ and that the yoghurt is present in this product in a dried 
state and the preparation is in the form of tiny black pellets. The 
Deputy Registrar of Trade Marks maintained the objection stating 
that: ‘‘I do not think that the combination of the words ‘carbo’ 
and ‘yoghurt’ into ‘carboyoghurt’, or any pronunciation which 
could reasonably be given to this combination, would disguise the 
descriptive significance of the mark or do other than directly 
indicate that the material for which the mark is sought is a sub- 
stance composed of charcoal and yoghurt. I am quite certain that 
the ordinary person on seeing the word carBoyoGHURT would 
assume that the substance it marked, was a mixture of charcoal 
and yoghurt to the extent that if the substance was not so com- 
posed the purchaser would be deceived. The applicant has shown 
no invention whatever in adopting carBoyocHuRT as its trademark 
and I am of the opinion that the word is one which would result 
when any trader desired to indicate the composition of the sub- 
stance specified by the applicant’’. 25 Official Journal of Patents, 
Trade Marks & Designs 396. 
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Descriptive Words 


An application was field to register the word sMoKE in respect 
of ‘‘Hair rinses and other preparations for the hair included in 
Class 48’’. The Examiner of Trade Marks objected to the appli- 
cation on the ground that ‘‘smoke’’ is directly descriptive and 
indicates the goods as being rinses or dyes which will impart a 
smoke or smokey or bluish-gray tint to the hair. The applicants 
contended that their application covered the word smoke and not 
SMOKY Or SMOKEY and that no dictionary gives a meaning to the term 
‘‘smoke’’ as indicating a tint or color. According to the appli- 
cants the word sMoKE could at most have only indirect reference 
to the goods in question. The applicants contended that the proper 
test is whether in the general understanding of ordinary English 
people the trademark would have direct reference to the character 
or quality of the goods, and whether other traders would in the 
ordinary way need to use the mark to describe their goods. The 
applicants pointed out that they had obtained registration of 
SMOKE in Great Britain and New Zealand and the Union of South 
Africa. The objection was maintained by the Deputy Registrar 
of Trade Marks who pointed out ‘‘If traders and the purchasing 
public choose a word as being so apt that they apply it to their 
goods to indicate its characteristics, I am of the opinion that the 
word could not possibly serve to indicate the goods of a particu- 
lar trader. All traders are entitled to make use of any such word 
without being put in the position where they have to defend their 
use of it because it is claimed by another as his exclusive trade- 
mark. I am of the opinion that the word should be available for 
the use of all traders and that the purchasing public should not 
be confused by having to decide whether goods bear the word 
‘smoke’ because it indicates a colour or tint, or because it is a 
trademark.’’ 25 Official Journal of Patents, Trade Marks & 
Designs 329. 


Opposition Proceedings 


An application by Stanley James Tobin to register the word 
vickErRs together with a device in respect of ‘‘Sewing machines’’ 
was opposed by Vickers-Armstrong Limited and Vickers Limited. 
The opponent Companies alleged that they were proprietors of 
the trademark vickers which has been used extensively in 
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Australia and elsewhere in respect of similar goods. The Deputy 
Registrar of Trade Marks held that the evidence leaves no doubt 
that the opponents have built up a considerable reputation by 
past and present use of the trademark vickers on stitching 
machines, box-making machines, stapling machines, stationery 
and printing machines. It could not be presumed that because 
the evidence shows that the opponents have not actually made 
complete sewing machines for some years that they have shown 
an intention to abandon their rights in the word vickers in respect 
of sewing machines. Declarations from members of the trade 
were submitted stating that on seeing vickrers as a trademark for 
sewing machines they would assume that the goods were those 
of the opponents. The application was refused. 25 Official Journal 
of Patents, Trade Marks & Designs 267. 


Great Britain Passing-Off 


The case of Purefoy et al. v. Sykes et al., 71 R.P.C. 227, 
reported herein at 44 TMR 632, was appealed to the Court of 
Appeal, 72 R.P.C. 89. The defendants had previously admitted 
infringing the plaintiffs registered trademark and an Undertaking 
had been given to cease the infringement. The appeal was taken 
on the issues of passing off and infringement of copyright. The 
lower Court had held that even though the defendants used the 
plaintiffs’ code numbers, there was no passing off, since the 
defendants’ customers were in no doubt as to the manufacturing 
origin of the articles supplied. This holding in the lower Court 
was based upon the fact that in all cases where the defendants 
supplied one of their own articles in response to an order giving 
one of the plaintiffs’ code numbers, the defendants sent one of 
their own catalogues to the buyer. The Court of Appeal held: 

‘‘The dispatch by the defendants of a catalogue might well, 

no doubt, inform the recipient that the defendants were them- 

selves manufacturers of articles similar to those made by 
the plaintiffs. But, even if the catalogue went further and 
informed, or should have sufficed to inform, the recipient that 
the goods in fact dispatched were the defendants’ goods and 
not the plaintiffs’, still, in the ordinary course, it would be 
then too late for practical purposes; the goods would have 
been dispatched without any further inquiry or explanation, 
and the damage to the plaintiffs would already almost inevi- 
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tably have been done ... If a man sends to one company 

an order for goods which is plainly an order for goods made 

by another, he must, we should have thought, inevitably be 

understood to have placed his order on the supposition that 

the former is a supplier of the goods made by the latter.’’ 
The Court of Appeal pointed out that even if the defendants did 
not actually deceive anybody, nevertheless they made a false 
representation as to the origin of their goods and such a repre- 
sentation would be clearly likely to pass off the defendants’ goods 
as and for those of the plaintiffs’ manufacture. 

The Court of Appeal also reversed the lower court on the 
question of infringement of copyright and held that the defendants 
had infringed the plaintiffs’ copyright. 

Registrability 

A Dutch Company applied to register the word smitsvonK 
for certain types of electric spark apparatus. The application 
was refused in Part A by the Registrar on the ground that the 
word was a mere combination of the surname ‘‘Smit’’ and the 
Dutch word ‘‘Vonk’’ meaning spark and, therefore, it was not 
an invented word nor a word having no direct reference to the 
character or quality of the goods for which it was sought to be 
registered. Registration was also refused in Part B on the ground 
that there had been no use of the mark in Great Britain and that 
it had not been shown that the word was inherently capable of 
distinguishing the goods of the applicant. The applicant took 
an appeal to the Court and the Registrar’s decision refusing 
registration in Part A was sustained. However, with respect to 
registration of the mark in Part B the Court pointed out that 
the purpose of the section of the Statute dealing with Part B 
registrations was to require an investigation into trademarks 
applied for from the point of view of ascertaining whether or 
not the mark is one which is capable of distinguishing the goods 
of the applicant. In dealing with this aspect of the application 
the Registrar treated the mark as being only a combination of the 
two separate Dutch words ‘‘Smith’’ and ‘‘Vonk’’; and he did not 
consider whether or not the combination of the two words resulted 
in a mark which would be capable of distinguishing. In this 
connection the Court pointed out that consideration should be 
given to the eventualities which are likely to arise in industry 
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and commerce and the Court concluded that the mark is inherently 
capable of distinguishing the goods of the applicant and accord- 
ingly directed the Registrar to allow the application to proceed 
in Part B. 72 R.P.C. 117. 


Trademark Infringement 


In M. Ravok (Weatherwear) Ld. v. The National Trade 
Press Ld., 72 R.P.C. 110, the issue was whether the publication 
and distribution by the defendants of a Trade Directory, in which 
the defendants listed a third party as the registered proprietor 
of a trademark registered in the name of the plaintiffs, constituted 
trademark infringement. There was no allegation as to bad faith 
on the part of the defendants and it was admitted that the pub- 
lished statement regarding the ownership of the trademark was 
a mere mistake. The court dismissed the action on the ground 
that the publication by the defendants was not use of the trade- 
mark in the course of trade in the goods for which the trademark 
was registered. The court was careful to point out that the plain- 
tiffs might have some other remedy but an action for trademark 


infringement did not lie. 
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NON-PROPRIETARY NAMES FOR DRUGS MOVING IN 
INTERNATIONAL COMMERCE 

In 1953 a group of about 300 non-proprietary names for 
drugs moving in international commerce was proposed by the 
World Health Organization and published in October 1953 in 
the Chronicle of the World Health Organization. This informa- 
tion was carried in The Trade-Mark Reporter, vol. 44, pages 35, 
142, 926, 1154 (1954). 

On April 1, 1955 the Expert Advisory Panel on the Interna- 
tional Pharmacopoeia released a revised list of names that have 
been selected by WHO as recommended international non-pro- 
prietary names for pharmaceutical preparations, which will be 
published in one of the forthcoming issues of the Chronicle 
of WHO. 


The combined Trade-Mark Bureau of the American Drug 
Manufacturers Association and the American Pharmaceutical 
Manufacturers Association published on May 4 a list of those 
names omitted from the revised list, as they are presumably still 


under consideration. Both lists are available in the offices of 
USTA for the use of our readers. Further references will be 
printed here, as they become available. 


LIST OF OTHER TRADEMARK ARTICLES AND LEGAL NOTES* 


ARTICLES 
Hong Kong Trade Marks Ordinance No. 47 of 1954. (Patent and Trade Mark 
Review, v. 53, Nos. 5-7, February-April, 1955, pp. 119-135, 158-173, 186-188). 
Isler, William 
Service Mark Registration Requirements, (Journal of the Patent Office Society, 
v. 37, No. 4, April 1955, pp. 243-270). 
Philippines Patent Office. 
Revised Rules of Practice before the Philippines Patent Office in Trademark 
Cases, 1953. (Looseleaf book). 
LreGaL NOTE 
Hoffmann-La Roche, Inc. v. Schwegmann Bros. 
Court rejects Contention that Sales of Prescription Drug after Removal of 
Trade Name is exempt from Fair Trade Statute. (University of Pennsylvania 
Law Review, v. 103, No. 4, January 1955, pp. 569-572). 


* Copies of these articles and legal notes are available in the Association’s library. 
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KING GUN SIGHT COMPANY, INC. v. 
MICRO SIGHT COMPANY, INC. et al. 


No. 13470 — C.A. 9 — January 13, 1955 


TRADE-MARK Act or 1905—IN GENERAL 

Suit for patent infringement involving asymmetrical hammers for firearms, 
trademark infringement and unfair competition. Patent held invalid as anticipated 
by prior act. The mark COCKEYED was held by trial court to be invalid as a 
technical trademark since it did not indicate the origin or ownership of the article. 
The firearm hammers were not made up in stock for sale but the customer’s firearm 
was altered by welding a spur to the hammer. While Court held that mark cock- 
EYED had acquired a secondary meaning plaintiff failed to establish that Micro 
used, adopted, or confused the trademark. Micro palmed off offset hammers without 
reference to mark. 


Action by King Gun Sight Company, Inc. v. Micro Sight Company, 
Inc., John V. McKenna, Rene Goudy, Eugene F. Padel, George K. Than- 
nisch, and Marion Galloway for patent and trademark infringement and 


unfair competition. Plaintiff appeals from judgment for defendants of 
District Court for Northern District of California. Affirmed. 


Townsend & Townsend and Charles Townsend, Jr., of San Francisco, 
California for appellant. 

White & Riaboff, George B. White, Alexander Riaboff, and Dudley 
Harkleroad of San Francisco, California for appellees. 

Before Heaty and Orr, Circuit Judges, and Wua, District Judge. 

Wua, District Judge. 


King Gun Sight Company, Inc. (hereinafter “King”), on behalf of 
itself and its predecessors, sought damages and injunctive relief against 
Micro Sight Company, Inc. (hereinafter “Micro”) and five persons who 
were or had been connected with Micro, alleging four causes of action: 
patent infringement; trademark infringement; unlawful palming off of 
firearm hammers under the trademark; and unfair competition, by virtue 
of Micro’s and the individual defendants’ acts in establishing and main- 
taining a competing business while still in King’s employ, and thereafter 
continuing to solicit and sell to King’s customers, using confidential trade 
information learned by them during such employment. 

On the basis of findings of fact and conclusions of law, the trial 
court adjudged that King have judgment against Micro (the corporation) 
for the sum of $250 as nominal damages and injunctive relief under the 
third cause of action, that the patent was invalid and void as anticipated, 
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that the trademark was invalid and void, that King take nothing under 
the fourth cause of action, and that each party bear its own costs. 

Satisfaction of judgment was entered under the third cause of action. 
King appeals from the judgment as to the first, second and fourth causes 
of action and the order that each party bear its own cost. 

Dean W. King, a predecessor of the King corporation, was the holder 
of Patent No. 2,159,527, for asymmetrical hammers for firearms, particu- 
larly pistol and revolver hammers. The King hammer consisted of a lug 
or spur welded on laterally to one or both sides of the thumb piece of the 
hammer, projecting outwardly as an integral extension of the checkered 
or knurled thumb piece, intended to facilitate the cooking action without 
the necessity for slipping the thumb over the hammer surface or “rolling” 
of the firearm, thereby enabling the marksman to maintain his sight on 
the target. On January 11, 1938, Dean W. King registered the name 
COCKEYED as the trademark denoting his pistol hammers, the certificate of 
registration being No. 353691. 

The trial court found that the patent was invalid on the ground that 
it was anticipated by an earlier firearm hammer, the Diefendorf-O’Toole 
hammer, as well as by six prior patents, three of which were American, 
one British, one German, and one French. King stipulated that the 
Diefendorf-O’Toole hammer, if proved as to its reduction to practice and 
date of use, constituted a prior invalidating anticipating of the patent in 
question. King, however, attacks the finding of invalidity on the ground 
that Diefendorf’s and O’Toole’s testimony of events in 1935 is unconvincing 
and that even if their oral testimony is believed, it still does not furnish 
the requisite quantum of proof to invalidate the patent. Diefendorf and 
O’Toole, disinterested witnesses, testified that in 1935 O’Toole constructed 
for Diefendorf a revolver hammer similar to the King asymmetrical ham- 
mer, which revolver was received in cvidence. 

O’Toole fixed the year 1935 with reference to a rare duck stamp issued 
in 1934, to which his attention was called at a dove hunt the following 
year because the stamp had expired, and it was suggested to him that he 
keep it as a souvenir because of its rarity. Diefendorf’s vivid recollection 
of the year was established by unusual circumstances which occurred in 
December 1934, in that, as a result of an automobile accident, his wife was 
injured and his mother-in-law died. A death certificate verifying the date of 
his mother-in-law’s demise was received in evidence. He also fixed the 
date because he missed the dove hunting season of 1934, due to his own 
hospitalization, and in the following year he went dove hunting with 
O’Toole and one Burke. That was the only year in which the three hunted 
together, and Burke was the person from whom Diefendorf purchased 
the revolver on which O’Toole had welded the offset hammer. 


1. The plausible question as to why such an occasion should be remembered con- 
cerning a revolver when the hunters were seeking doves is answered in the record by 
the simple statement that during the heat of the day, when doves were not in sight, the 
hunters whiled away their time using revolvers in target practice. 
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King urges that this testimony is so incredible that it is not worthy of 
belief. The testimony, however, stood uncontradicted, and was believed by 
an experienced trial judge. Furthermore, the same testimony had been 
introduced at a prior trial which occurred some months before the latter 
trial, and the record does not indicate that in this period of time King, 
by investigation or otherwise, could find witnesses to contradict the testi- 
mony given by Diefendorf and O’Toole. 


Oral testimony, if of sufficient reliability and cogency, is as effective 
as written or other demonstrative evidence to establish the invalidity of 
patents due to prior art. “It is not the rule * * * that oral evidence is 
insufficient as a matter of law in all cases; nor does the rule require the 
trial court to discard credible testimony merely because it is oral and 
because it deals with events and circumstances long past.” Whiteman v. 
Mathews, 216 F.2d 712, 716, 104 USPQ 83, 86. 

The trial court’s finding of invalidity as anticipated by the Diefendorf- 
O’Toole firearm hammer on the basis of the oral testimony and the exhibits 
was not erroneous. Also, the finding that the prior patents show a lug or 
spur extended to one or both sides of the thumb piece of the hammer 
which may be engaged by the thumb substantially in the same manner 
as claimed in the King patent was correct. Visual examination of the 
drawings contained in the prior patents, together with the claims as 
described, show beyond question that the King asymmetrical hammer, 
covered by No. 2,159,527, was invalid and void as anticipated by those 
prior patents.’ 

The trademark cocKEYED for asymmetrical pistol hammers was ad- 
judged invalid as a technical trademark. Micro claimed that the trade- 
mark was not registerable under the Trade-Mark Act of 1905, 33 Stat. 724, 
15 U.S.C. § 81, now 15 U.S.C.A. §§ 1051, 1054, 1126(b), because it was 
not used by King to indicate the origin or ownership of the article to 
which it was attached. The record shows that King’s asymmetrical ham- 
mers were not made up in stock for sale, but in each instance the hammer 
of the customer’s firearm was altered by welding a lug onto it, and the 
same hammer was returned to the customer. At no time did King ever 
claim ownership in any of the hammers. The general character of the 
firearm was in no way changed except for the addition of the offset lug 
as ordered by the customer. 

“The function of a trademark is to indicate origin or ownership. 

The context of the registration statute would so indicate, and the 

Supreme Court of the United States has consistently so held for more 

than half a century. In Delaware & Hudson Canal Co. v. Clark, 13 Wall. 


311, 322, is found the following: ‘The office of a trademark is to 
point out distinctively the origin, or ownership of the article to which 


2. D. B. Howard, No. 1,786,614, Dec. 31, 1930; E. I. Herrick, No. 426,015, Apr. 22, 
1890; British Patent to Leon Serne No. 6254, Jan. 22, 1914; German Patent to Gustav 
Fuekert, No. 76253, Aug. 15, 1893; French Patent to Emile Dumas, No. 436,866, 
Apr. 6, 1912. 
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it is affixed. * * *’” In re Toledo Porcelain Enamel Products Co., 
58 F.2d 423, 425, 13 USPQ 348, 349 (22 TMR 258). 


See also In re Gregg & Son, Inc., 24 F.2d 898. 

We agree that the finding of the trial court as to the second cause 
of action was correct. 

Micro in several instances received orders for COCKEYED hammers and 
upon completion of the alteration redelivered them to the customers with- 
out expressly advising them in advance that it was not entitled to use the 
trademark cocKEYED. The court held that the trademark had acquired 
a “secondary meaning,” identifying King’s offset hammers. In view of the 
length of time the word cocKEYED had been in exclusive use by King, and 
the publicity given it, we think the trial court’s finding of “secondary 
meaning” in this case is amply supported by the record. However, whether 
or not COCKEYED is a valid trademark or had acquired a “secondary 
meaning,” King has not substantiated its claim of infringement except for 
the finding that Micro palmed off offset hammers produced by it. King has 
not pointed to anything in the record showing that Micro used, adopted 
or confused the trademark. 

As to the fourth cause of action, the trial court found there was 
insufficient evidence to sustain a finding that King’s former customers 
were induced to do business with Micro through the latter’s use of secret 
information obtained by the individual defendants during their employ- 
ment by King, and that King was not entitled to relief. A careful exami- 
nation of the entire record leads us to the conclusion that the trial court’s 
finding in this regard was not unreasonable. The burden was upon the 
plaintiff to establish proof of unfair competition. Although there is some 
conflict in the record on this score, we cannot say that the trial court erred 
in its finding. 

On this appeal, Micro has raised questions concerning title to the 
alleged causes of action and jurisdiction of the court as to the fourth 
cause of action. In view of our conclusions as stated above, we deem it 
unnecessary to discuss them. Nor do we find any reason for altering the 
order that each party bear its own costs below. 

Affirmed. 


MIDWEST FUR PRODUCERS ASSOCIATION et al. v. 
MUTATION MINK BREEDERS ASSOCIATION et al. 
No. 528 — D.C., W.D. Wis. — January 14, 1955 
TRADE-MaRK Act or 1946—REGISTRABILITY—DESCRIPTIVE TERMS 

*As additional findings of fact and conclusions of law Court finds that mark 
ROYAL KOH-I-NUR for fur is not descriptive of mink fur and is a valid trademark 
which has been infringed by plaintiffs and for which defendant is entitled to an 
injunction; BLUFROST is descriptive of mink fur and is not the property of Muta- 
tion Mink Breeders Association and therefore registrations of BLUFROST should be 
cancelled. 


* For previous decision of December 4, 1954 see 45 TMR 54. 
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Action by Midwest Fur Producers Association, K. T. Orr, and Chester 
A. Noltimier v. Mutation Mink Breeders Association and Harvey Schroeder 
for cancellation of trademark registrations, injunction, and declaratory 
judgment as to validity of trademark registrations. Defendant counter- 
claims for trademark infringement and unfair competition. Additional 
findings of fact and conclusions of law. Judgment for plaintiffs. 
Lee Loevinger, of Minneapolis, Minnesota, and Horace W. Wilkie, of 

Madison, Wisconsin, for plaintiffs. 


Gerrit P. Groen, of Chicago, Illinois, and Joseph G. Werner, of Madison, 
Wisconsin, for defendants. 
Stone, District Judge. 


ADDITIONAL FINDINGS OF Fact 
72. Plaintiffs have sponsored and advertised the sale of mutation mink 
pelts under the names BLUFROST and ROYAL KOH-I-NUR. 


73. K. T. Orr has sold mutation mink pelts under the names BLUFROST 
and ROYAL KOH-I-NUR. 


74. Mutation Mink Breeders Association has objected to the use of 
the names BLUFROST and ROYAL KOH-I-NuR by the plaintiffs and sought to 
prevent the plaintiffs from using those names in connection with mutation 
mink or mutation mink pelts by its claim of trademark rights therein. 

75. There exists a clear controversy between the plaintiffs and MmMBa 
regarding the names BLUFROST and ROYAL KOH-I-NUR. 

76. MMBa is the owner of the trademark ROYAL KOH-I-NUR and United 
States Patent Office trade mark registrations No. 441,368 and No. 442,089 
for said mark for a variety of mutation mink as applied to pelts and coats, 
which fur prior to and at the time of MmBa’s adoption of said mark and 
continuously thereafter, was and is generically known as black cross. The 
trade mark ROYAL KOH-I-NUR is neither a generic term nor descriptive of 
the variety of fur to which it is applied by mmBa. The use of the trade 
mark ROYAL KOH-I-NUR by MMBA, its members and its licensees has been a 
lawful and proper trade mark use by MMBA, and MMBA is entitled to the 
exclusive use of said trade mark for mink pelts and coats. 

77. MMBa is not in the business of owning or breeding mink or of 
owning, selling, distributing or dealing in mink pelts or garments, but its 
members and licensees are, and have been, legitimately and lawfully con- 
trolled by MMBa in respect to the nature and quality of the pelts and gar- 
ments in connection with which said mark is used. 


ADDITIONAL CoNcLUsIons oF Law 


11. This is an actual controversy between the parties to this proceed- 
ing with relation to the claims of trade mark rights in the terms BLUFROST 
and ROYAL KOH-I-NUR. 

12. Plaintiffs are entitled to the judgment and decree of this Court 
that: 
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(A) The Court finds and declares that the name BLUFROST is not a 
legal trade mark, is not the exclusive mark of Mutation Mink Breeders 
Association and may be used to describe the appropriate breed, color phase 
or color type of mutation mink, mink pelts and garments by the plaintiffs 
and others. 

(B) The Court orders that the several registrations by the Patent Office 
of the name BLUFROST as a trade mark of Mutation Mink Breeders Asso- 
ciation for mink pelts and mink garments be cancelled. 

(C) The Mutation Mink Breeders Association and its officers, agents, 
successors and assigns be and are perpetually enjoined from: 

I. Claiming that the name BLUFROsT is an exclusive trade mark 
for mink pelts or garments; 


II. Preventing, or seeking to prevent the use by plaintiffs or 
others of said names for mink animals, mink pelts or mink garments; 


III. Registering, or seeking to register said name as a trade mark 
for mink animals, mink pelts or mink garments. 

13. The trade mark ROYAL KOH-I-NUR, as applied to mink pelts and 
coats made therefrom, is good and valid in law, and has been infringed by 
plaintiffs. Registrations in the United States Patent Office for the trade 
mark ROYAL KOH-I-NUR Registrations Nos. 441,368 and 442,089 are valid 
and infringed. Said trade mark ROYAL KOH-I-NUR and said registrations 
are the sole and exclusive property of the defendant Mutation Mink Breed- 
ers Association. 

14. Mutation Mink Breeders Association is entitled to an injunction 
against the plaintiffs and the officers and members of Midwest Fur Producers 
Association permanently enjoining and restraining them, and each of them, 
from using in the production, sale, and advertising of mink pelts and coats 
made therefrom the trade mark ROYAL KOH-I-NUR, or colorable imitations 


of said mark. 


ALASKA SALES AND SERVICE, INC. v. RUTLEDGE et al. 
No. A-10487—D.C. Alaska, Third Div.—February 7, 1955 


REMEDIES—UNFAIR COMPETITION—BaSIS OF RELIEF—IN GENERAL 

Facts supporting suit for infringement of trademark and suit for unfair com- 
petition are substantially the same; this principle has been applied to passing off 
defendant’s goods as goods of the other, to protection to vendor of goods under 
exclusive sales agencies as well as to manufacturer, and to use of words “authorized” 
or “only authorized.” 

Test of unfair competition appears to be whether there is likelihood in adver- 
tising or business methods used of consumer confusion as to source of goods, or 
simulation of devices employed by a business rival, or substitution of goods or 
services of one person for those of another, thus inducing the purchase of his goods 
or services under false impression as to their origin, ownership, or authority, and 
thereby obtaining for himself benefits properly belonging to his competitor; pro- 
tection is afforded to reputation which one party has acquired for his goods and 
services and the public to the use of means of distinguishing them from other 
goods. 
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CoURTS—PLEADING AND PRACTICE 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
Complaint states cause of action for unfair competition which alleges that 
plaintiff is only dealer in area for specified General Motors vehicles, that defendants 
are representing to general public by advertising and other means that they are 
authorized dealers in area for such vehicles, and that plaintiff has been damaged 
and will continue to suffer damages on account of false and misleading represen- 
tations and unfair trade practices. 


REMEDIES—UNFAIR COMPETITION—SOOPE OF RELIEF—INJUNCTION 
An injunction cannot be granted in absence of sufficient showing of damage 
or substantial injury to plaintiff, and cannot be granted where injury is merely 
anticipatory. 


Action by Alaska Sales and Service, Inc. v. Fred R. Rutledge et al. 
for unfair competition. Plaintiff moves for temporary injunction. On de- 
fendant’s motion to dismiss complaint. Motions denied. 


E. L. Arnell, of Anchorage, Alaska, for plaintiff. 
Davis, Renfrew & Hughes, of Anchorage, Alaska, for defendant. 
Hopgg, District Judge. 


Plaintiff, dealer in automotive sales and service, seeks to enjoin the 
defendants from acts complained of as constituting unfair competition, for 
damages and an accounting; and has moved the Court for a temporary 
injunction pendente lite. The defendant Rutledge moves to dismiss the 
complaint for failure to state a claim upon which relief can be granted. 
These motions were submitted on briefs. 


The complaint alleges that the plaintiff is and for several years last 
past has been the duly franchised dealer for new Chevrolet, Pontiac, Olds- 
mobile, and Cadillac motor cars, and for new Chevrolet and GMC trucks; 
that as such franchised dealer it is the only dealer and factory agent in 
the Anchorage area having a franchise from the manufacturer of said 
makes for the sale thereof in such trade area; that the defendants, acting 
through the defendant Rutledge as a claimed representative of the Federal 
Automotive Service Company, or Federal Automotive Services Co., are 
representing to the general public by advertising and other means that 
they are authorized Alaska dealers for such motor vehicles, whereas they 
are not in fact franchised or authorized dealers for any of such vehicles, 
and that such representations are false and misleading. Plaintiff alleges 
numerous acts of the defendants comprising unfair trade practices. The 
complaint also alleges that the plaintiff has been damaged by reason thereof 
and will continue to suffer damages on account of such representations and 
trade practices, but does not claim any specific amount in damages. 

The right to injunctive relief from unauthorized use of a trade name or 
protection from the acts of another constituting unfair competition is well 
established by a long line of decisions, including this jurisdiction. The facts 
supporting a suit for infringement of a trade mark and one for unfair 
competition are substantially the same. This principle has been applied to 
passing off defendant’s goods or business as the goods or business of the 
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other, and to protection to the vendor of goods under exclusive sales 
agencies as well as to the manufacturer; and has also been extended to 
use of the word “authorized” or “only authorized.” The test appears basic- 
ally to be whether there is likelihood in the advertising or business methods 
used of consumer confusion as to the source of the goods; or the simula- 
tion by one person of the name, symbols, or devices employed by a busi- 
ness rival, or the substitution of the goods or wares or services of one 
person for those of another, thus inducing the purchase of his wares or 
services under a false impression as to their origin, ownership or authority, 
and thereby obtaining for himself the benefits properly belonging to his 
competitor. Protection is afforded to the reputation which one party has 
acquired for his goods and services; and the public to the use of means of 
distinguishing them from other goods. Armstrong Paint & Varnish Works 
v. Nu Enamel Corp., 305 U.S. 315 39 USPQ 402 (29 TMR 3); National 
Biscuit Co. v. Kellogg Co., 91 F.2d 150, 33 USPQ 256 (27 TMR 281)?; 
King Pharr Canning Operations v. Pharr Canning Co., 85 F.Supp. 150, 
83 USPQ 146 (39 TMR 715) ; Lone Ranger v. Currey, 79 F.Supp. 190, 78 
USPQ 244 (38 TMR 891) ; Perry v. American Hecolite Denture Corp., 78 
F.2d 556, 27 USPQ 28 (26 TMR 235) ; Socony-Vacuum Oil Co. v. Oil City 
Refiners, 136 F.2d 470, 58 USPQ 632 (33 TMR 434); Downes v. Culbert- 
son, 153 Mise. 14; G. H. Mumm Champaign v. Eastern Wine Corp., 142 
F.2d 499, 61 USPQ 337 (34 TMR 196); Ford Motor Co. v. Benjamin E. 
Boone, 244 F. 335; Metropolis Bending Co. v. Brandwen, D. C., 8 F.R.D. 
296, 79 USPQ 180 (38 TMR 1097) ; Annotation, 148 A.L.R. 12; Capehart 
v. Lund, 107 F.Supp. 10, 94 USPQ 294 (42 TMR 763). 


As was said in the opinion of the Court in the National Biscuit Com- 
pany case, involving the use of a trade name after the expiration of a patent, 
91 F.2d at page 153, 33 USPQ at 259: 


“When a person * * * has spent such enormous amounts of money 
during a period of fifteen years to create a valuable property right in 
the name and form of his product, equity today will not permit another 
to apply the name and form of the merchandise to his product and 
thus appropriate it to his own use and advantage and to the injury of 
the one who has created the good will.” 

A case clearly in point is that of Ford Motor Co. v. Boone, supra, in 
which the Circuit Court of Appeals for the 9th Circuit holds that the de- 
fendants representing themselves to be a Ford agent is a deceptive prac- 
tice which is “the very essence of unfair competition,” although they had 
not by advertisements or otherwise made such claim “with precision,” but 
used misleading representations to that effect and advertised cars falsely 
below the regular list price. This decision is followed in the following cases: 
Lincoln Motor Co. v. Lincoln Automobile Co., 44 F.2d 812; B. V. D. Co. v. 
Davega-City Radio, 16 F.Supp. 659 32 USPQ 69; Ford Motor Co. v. Ford 


1. Reversed on other grounds, but sustaining same principle, Kellogg Co. v. National 
Biscuit Co., 305 U.S. 111, 39 USPQ 296 (28 TMR 569). 
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Insecticide Corp., 69 F.Supp 935, 72 USPQ 355 (37 TMR 141) ; Metropolis 
Bending Co. v. Brandwen, supra (holding complaint alleging passing one- 
self off as agent of another and copying plaintiff’s advertising and method 
of distribution sufficient. 


I am of the opinion that the complaint states a cause of action for 
unfair competition under the decisions above noted. 


In response to an order to Show Cause relating to the preliminary 
injunction, defendant Rutledge submitted affidavits denying that he had 
claimed that his own firm was an “authorized franchised dealer” for the 
automobiles mentioned, but alleging that “he is a duly authorized agent 
for certain franchised dealers,” as sales agent of the Federal Automotive 
Services Co. of San Francisco; and denies that such company is a cor- 
poration. The form of “new car order” used by Rutledge with the heading 
“Federal Automotive Services Company” advertises to offer “Authorized 
dealer and factory deliveries.” This raises a substantial question of fact 
which cannot be determined upon affidavits. Moreover, the showing made 
upon such application is not sufficient to clearly indicate great and irrepa- 
rable injury. The power of the Court to issue such an injunction must be 
exercised sparingly and cautiously and only after full conviction on the 
part of the Court of its urgent necessity, and upon sufficient proof of con- 
ditions showing such irreparable injury which cannot be adequately com- 
pensated by damages at law; and should not be granted where there is 
a dispute of fact or as to the legal rights of the parties. 28 Am.Jur. 
“Injunctions,” p. 206, See. 14; p. 216 et seq., Sees. 23-27, 47; Johnson 
v. Hummel, 7 Alaska 314. 

There is also lacking a sufficient showing of damage or substantial 
injury to plaintiff. An injunction cannot be granted unless such fact is 
shown, nor where the injury is merely anticipatory. 28 Am.Jur., Sees. 
28-30; Veatch v. Wagner, 116 F.Supp. 904, 14 Alaska 470; Smith v. Suratt, 
7 Alaska 416; Alitak Packing Co. v. Alaska Packers’ Ass’n, 6 Alaska 277. 

The motion to dismiss is denied, and the defendant Rutledge allowed 
twenty days to answer. 

The motion for preliminary injunction is denied, with the reeommenda- 
tion that the case be assigned for speedy trial on the merits. 


MONROE STATIONERS AND PRINTERS, INC. v. 
MUNROE STATIONERS, INC. 


Mass. Jud. Court—February 15, 1955 


REeMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
One whose trade name has acquired secondary meaning in minds of public as 
indicating origin of his products or as identifying his goods known to them by 
trade name has right to have trade name protected by securing injunction to prevent 
another from using same or similar name which would mislead public into buying 
defendant’s goods in belief that they are buying those of plaintiff and from palming 
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off his goods as those of plaintiff to injury of latter; where plaintiff’s name has 
acquired secondary meaning as descriptive of plaintiff it is not required to prove 
actual deception upon part of defendant, for it is enough if it appears from similarity 
of names, nature of business, methods of wrappings, advertisements, and various 
other details employed by defendant that there is reasonable probability that public 
will be induced to deal with defendant in belief they are dealing with plaintiff. 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Plaintiff’s name MONROE STATIONERS, having acquired secondary meaning identi- 
fying plaintiff MONROE STATIONERS AND PRINTERS, INC. is entitled to protection 
from unfair competition from defendant’s name MUNROE STATIONERS, INC. 

Action by Monroe Stationers and Printers, Inc. v. Munroe Stationers, 
Inc. for unfair competition. Defendant appeals from decree of Massa- 
chusetts Superior Court, Suffolk County for plaintiff. Affirmed. 
Benjamin Rudner, of Boston, Massachusetts, for plaintiff. 

Alfred Sigel, of Boston, Massachusetts, for defendant. 
Before Qua, Chief Justice, and Ronan, Wilkins, Spalding and Williams, 

Justices. 


RONAN, Justice. 


This bill in equity seeks to enjoin the defendant from assuming in the 
conduct of its business a corporate name so similar to that of the plaintiff 
“as to be likely to be mistaken for it.” G. L. (Ter. Ed.) ¢. 155, §9, as amended 
by St. 1953, ec. 32. The bill also seeks to enjoin the defendant from using 


the name MUNROE STATIONERS, INC., in any manner calculated to lead the 
public to believe that in dealing with the defendant they are dealing with 
the plaintiff. The judge made a report of the material facts in which he 
stated that there was evidence that the defendant has not received a 
charter, and that there was an intimation, concerning which he made no 
finding, that the charter was being withheld until the termination of the 
instant case. It also appears from his report that the plaintiff had not fully 
pursued its remedy under G. L. (Ter. Ed.) ¢. 155, §9, as amended by 
St. 1953, ce. 32. The bill also seeks to enjoin the defendant from using the 
name MUNROE STATIONERS, INC., in any manner calculated to lead the public 
to believe that in dealing with the defendant they are dealing with the 
plaintiff. The judge made a report of the material facts in which he stated 
that there was evidence that the defendant has not received a charter, and 
that there was an intimation, concerning which he made no finding, that 
the charter was being withheld until the termination of the instant case. 
It also appears from his report that the plaintiff had not fully pursued 
its remedy under G. L. (Ter. Ed.) c. 1955, §9, as amended, although 
there was a hearing of some kind, the evidence concerning which he reports 
was too vague to justify a definite finding. The defendant appealed from 
a final decree omitting to grant any relief under said §9 but enjoining 
the defendant from using the name MUNROE STATIONERS, INC., in various 
ways but principally in such a manner as to deceive and mislead the public 
into believing that in dealing with the defendant they were dealing with the 
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plaintiff. We have a report of the material facts and a transcript of such 
portions of the evidence as the parties have designated in accordance with 
Rule 2 (B) of the Rules for the Regulation of Practice before the Full 
Court (1952), 328 Mass. 693. 


The facts may be briefly summarized. One Frager and one Julius, as 
co-partners, carried on the business of buying and selling stationery, office 
supplies, and equipment, and of furnishing such printing services as its 
customers required, under the name of Monroe Stationers and Printers, from 
1947 to 1952 when they organized the plaintiff corporation which has since 
continued the business. The plaintiff has customers in various parts of the 
Commonwealth. It has two or three customers in Lynn. It secures its 
business almost entirely through salesmen. Frager spends nearly all his 
time in travelling and soliciting trade. The firm’s, and subsequently the 
corporation’s, place of business is located on the street and second floors 
of a building on India Wharf in Boston. It has no retail store and does not 
eater to transient trade. The plaintiff has spent considerable sums in 
advertising under its corporate name of Monroe Stationers and Printers, 
Inc., and those of the public with whom the plaintiff does business know it 
aS MONROE STATIONERS. The plaintiff’s business is conducted upon a whole- 
sale basis. 


One Belkin, who had been associated for 24 years with a firm engaged 
in the stationery and printing business, 16 years in Lynn and 8 years in 
Boston, severed his connection with that firm and formed on October 8, 
1953, the defendant, giving to it the name of MUNROE STATIONERS, INC. 
Belkin knew of the existence of the plaintiff prior to the formation of his 
corporation. He testified that he adopted the name of the defendant because 
its store was located on Munroe Street in Lynn. The defendant conducts 
a store for the sale of stationery, office supplies, and blank forms. A small 
amount of printing is done for customers who order it but orders for 
printing are not encouraged. Belkin spends considerable time outside the 
store, primarily in Lynn but not in Boston, in soliciting business. The 
defendant has no customers in the latter city. 


The judge found that the defendant adopted its corporate name in 
the hope of securing some of the plaintiff’s business but that there was no 
evidence that this hope has been realized, and that the plaintiff is generally 
known aS MONROE STATIONERS among the trade. There was evidence that 
there had already been some confusion in a few instances of vendors of 
goods between the plaintiff and the defendant. There is no one by the 
name of Monroe or Munroe connected with the defendant’s business. The 
defendant is “more or less a retail outfit.” 


Under the common law of this Commonwealth one whose trade name 
has acquired a secondary meaning in the minds of the public as indicating 
the origin of his products or as identifying his goods known to them by a 
trade name has the right to have his trade name protected by securing an 
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injunction to prevent another from using the same name or a name s0 
similar as to mislead the public into buying the defendant’s goods in the 
belief that they were buying those of the plaintiff and from palming off his 
goods as those of the plaintiff to the injury of the latter. Jays Inc. v. Jay- 
Originals Inc., 321 Mass. 737, 740, 76 USPQ 238, 239, and cases cited. 
Where the plaintiff’s name has acquired a secondary meaning as descrip- 
tive of the plaintiff it is not required to prove actual deception upon the 
part of the defendant, for it is enough if it appears from the similarity 
of names, the nature of the business, the methods of wrappings, the contents 
of advertisements, and various other details employed by the defendant, 
that there is a reasonable probability that the public will be induced to deal 
with the defendant in the belief that they are dealing with the plaintiff. 
Norton v. Chioda, 317 Mass. 446, 451, and cases cited. 

It would have been an easy matter for the defendant to have chosen 
a name unlike that of the plaintiff instead of one practically similar to 
that which had been adopted and continuously used by the plaintiff. Blair’s 
Foodland Inc. v. Shuman’s Foodland, Inc., 311 Mass. 172, 175. Cain’s 
Lobster House, Inc. v. Cain, 312 Mass. 512, 514. The defendant contends 
that the finding of the judge, that the motive of the defendant in selecting 
its corporate was to secure a part of the plaintiff’s business, was plainly 
wrong. We need not consider this contention in view of the conclusion we 
reach. While it is true that the defendant’s headquarters were a retail 
store in which printing was also done, we find that considerable time of 
Belkin, apparently the leading figure in the defendant organization, was 
spent outside of the store in soliciting orders for goods similar to those sold 
by the plaintiff. 

Notwithstanding the contention of the defendant, the plaintiff is 
entitled to be protected against unfair competition in a locality where the 
plaintiff’s name has acquired a secondary meaning as identifying the goods 
sold and the services furnished by it. The plaintiff does business in Lynn 
and no undue hardship is imposed upon the defendant by preventing it 
from continuing to do business there or in the various other places in 
which the plaintiff does business under a name that it is reasonably prob- 
able will tend to create confusion in the trade. Compare Kaufman v. 
Kaufman, 223 Mass. 104; Staples Coal Co. v. City Fuel Co., 316 Mass. 503, 
511, 62 USPQ 211. Furthermore, as the judge has properly found that 
the plaintiff’s name had acquired a secondary meaning among the trade, 
we need not decide in view of the conclusion we reach whether the plain- 
tiff is also entitled to injunctive relief under G. L. (Ter. Ed.) ¢. 110, § 7A, 
inserted by St. 1947, ec. 307.1 A somewhat similar contention was answered 
in Food Fair Stores, Inc. v. Food Fair, Inc., 177 F.2d 177, 185, 83 USPQ 14, 


1. “Likelihood of injury to business reputation or of dilution of the distinctive 
quality of a trade name or trade mark shall be a ground for injunctive relief in cases of 
trade mark infringement or unfair competition notwithstanding the absence of competi- 
tion between the parties or of confusion as to the source of goods or services.” 
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19-20 (39 TMR 894), affirming a decree entered in 83 F.Supp. 445, 79 
USPQ 114, where our statute was carefully analyzed and held applicable 
where the secondary meaning of the plaintiff’s trade name was known 
principally to those who sold its supplies rather than to purchasers, although 
it planned to open but had never opened one of its chain stores in the 
Commonwealth. 


Decree affirmed with costs of the appeal. 


THE SINGER MANUFACTURING COMPANY et al. v. 
SINGER UPHOLSTERING & SEWING CO., INC. et al. 


No. 11372—D.C.W.D. Pennsylvania—March 1, 1955 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Where plaintiff is owner of good and valid trademarks and names SINGER and 

letter “S” for sewing machines, furniture, sewing supplies and services, including 
instructions in sewing, and trade name SINGER SEWING CENTER, defendant is guilty 
of trademark infringement and unfair competition where it adopted name SINGER 
UPHOLSTERING AND SEWING COMPANY for business including reupholstering of old 
furniture and sale of new furniture, slip covers and draperies; salesmen misrepre- 
sented connection between businesses of parties, and actual confusion in minds of 
public was amply proved. 

Courts—CostTs 


In action for trademark infringement and unfair competition, plaintiff is 
entitled to recover legal expenses and disbursements as compensatory damages be- 
cause defendant’s unconscionable conduct was responsible for litigation which put 
plaintiff to considerable expense by way of attorneys’ fees and otherwise. 


Action by The Singer Manufacturing Company and Singer Sewing 
Machine Company v. Singer Upholstering & Sewing Co., Inc., Alexander 
Showe, Murray L. Cohen and Alexander L. Josselson for unfair competi- 
tion. Judgment for plaintiffs. 

John F. Ryan and Burgess, Ryan & Hicks, of New York, N. Y., and Julian 
Miller and Brown, Critchlow, Flick & Peckham, of Pittsburgh, Penn- 
sylvania, for plaintiffs. 

James A. Danahey and J. I. Simon, of Pittsburgh, Pennsylvania, for de- 
fendants. 

Wuuson, District Judge. 

This case was tried before me, non-jury, over a period of four days. 
At the close of the trial, I indicated to counsel that plaintiffs had proved 
their right to relief by a fair preponderance of the evidence. In forming 
defendant corporation, the individual defendants deliberately and without 
justification appropriated the name sINGER with the result that defendant 
corporation very quickly built a substantial volume of business, largely 
as the result of newspaper and other advertising. The advertising produced 
the leads which defendants’ salesmen followed up by making personal calls. 
Because of defendants’ method of doing business, numerous incidents of 
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actual confusion have arisen, plaintiffs’ name and reputation in the sewing 

field having been so long and so widely known that the public is lead to 

believe that defendants’ activities under the name sINGER are those of the 

plaintiffs. Plaintiffs seek injunctive relief. They also seek an accounting 

for profits, or in lieu thereof, litigation expenses and punitive damages. 

Oral arguments has been held and briefs filed, which have been considered. 
The Court makes the following 


FINDING oF Fact 
1. Plaintiffs are New Jersey corporations and Singer Sewing Machine 
Company is a wholly owned subsidiary of The Singer Manufacturing 
Company. 
2. Defendant, Singer Upholstering and Sewing Company, is a Penn- 
sylvania corporation. 


3. At the time the complaint was filed, the individual defendants, 
Alexander Showe, Murray L. Cohen and Alexander L. Josselson were resi- 
dents of this judicial district. 


4. This is civil action for trade mark infringement and unfair com- 
petition arising between citizens of different States and involving a sum or 
value exceeding Three Thousand ($3,000) Dollars, exclusive of interest 
and costs. 


5. Plaintiff, The Singer Manufacturing Company, was organized in 
1873 and immediately upon its organization it entered into the business 
of manufacturing and selling sewing machines and furniture appurtenant 
thereto, which business has been established by its predecessors as early as 
the year 1851, and ever since has been continuously engaged and still is 
engaged in said business. 


6. Plaintiff, Singer Sewing Machine Company, was organized in 1904, 
and since has established over 1500 stores throughout the United States 
for the distribution and repair of its products manufactured or supplied 
by plaintiff, The Singer Manufacturing Company, including sewing ma- 
chines, vacuum cleaners, fans, furniture, and sewing accessories of various 
kinds, which stores have come to be known to the public as sINGER SEWING 
CENTERS where the products of plaintiff, The Singer Manufacturing Com- 
pany, are available. Many of the said SINGER SEWING CENTERS are located in 
Pennsylvania and some in the City of Pittsburgh. 

7. Prior to the year 1873, the predecessors of Plaintiff, The Singer 
Manufacturing Company, adopted the name sINGER as a trade mark for 
its merchandise including its sewing machines, furniture and sewing ac- 
eessories, which name and trade mark plaintiff, The Singer Manufacturing 
Company, has employed since 1873 in its said business, as, for example, 
by applying it to its goods and by displaying it in printed matter and in 
various sundry ways. 

8. Prior to 1904, plaintiff, The Singer Manufacturing Company, did 
display and since 1904 plaintiff, Singer Sewing Machine Company, has 
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continuously displayed in a prominent position on store fronts, in adver- 
tising, in newspapers, periodicals, price lists, telephone directories and 
other advertising matter, to an enormous extent throughout the world, the 
mark sINGER and an arbitrary sign or mark incorporating a prominent or 
predominant letter “S” for the purpose of making known to the public 
the products of plaintiff, The Singer Manufacturing Company, and to 
identify the SINGER SEWING CENTERS as places where said products were 
available and could be serviced. 


9. The public commonly refers to Singer Sewing Machine Company 
by the names SINGER or SINGER COMPANY. 


10. Plaintiff, Singer Sewing Machine Company, conducts classes in 
sewing instruction in its SINGER SEWING CENTERS including instruction in 
making furniture slip covers, curtains and draperies. About 300,000 per- 
sons a year attend such classes in the United States. About 13,000 persons 
take sewing instruction each year in the SINGER SEWING CENTERS under the 
jurisdiction of the Pittsburgh Agency. 


11. In the past four years plaintiff, Singer Sewing Machine Company 
has sold about $150,000,000 worth of furniture and the plaintiff, The Singer 
Manufacturing Company, operates three factories in the United States 
for the exclusive manufacture of furniture where it employs about 2500 
persons. 


12. About $25,000,000 has been spent over a twenty year period in 
advertising to keep plaintiffs’ names, trade marks, services and merchandise 
before the public. 


13. The trade mark sINGER, the letter “S” trademark used on or in 
association with the products of plaintiff, The Singer Manufacturing Com- 
pany, and the tradename SINGER SEWING CENTER used by plaintiff, Singer 
Sewing Machine Company, for the stores where such products are available 
to the public have acquired a world-wide, favorable and very valuable 
reputation by reason of the high standards reflected in the display methods, 
advertising copy sales policies, quality of merchandise offered for sale, cus- 
tomer relations, sewing instruction and servicing of machines sold, all of 
which have established an extraordinarily high good will for the plaintiffs 
and their products; and the public has come to know and identify the said 
products, shops and services throughout the world by said trade marks, 
trade names and trade indicia. 

14. The corporate defendant was organized by the individual defend- 
ants and incorporated January 9, 1952, under the name SINGER UPHOLSTER- 
ING AND SEWING COMPANY. 

15. From the incorporation of Singer Upholstering and Sewing Com- 
pany to March 18, 1953, Showe was president, Cohen vice president and 
Josselson secretary-treasurer ; they acted as the sole directors of the corpo- 
ration; and each of these individual defendants owned one-third of the 
stock of the corporation. 
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16. On March 18, 1953, Showe assigned his one-third share to the 
corporation and resigned as president. At the time of the trial, Josselson 
and Cohen were the only officers and directors of the defendants corporation 
and the owners of all the stock thereof. 

17. At the time of its incorporation and ever since then, no one by 
the name of sINGER was connected with the corporate defendant. 

18. The defendants’ business includes the reupholstering and restyling 
of old furniture, the sale of new furniture and the sale of furniture slip 
covers and draperies. 

19. Defendants’ business involved some telephone solicitation but 
nearly all of it is the result of advertising in newspapers, radio and 
television. 

20. Defendants use the name sINGER standing alone in their news- 
paper, radio and television advertising to identify their business, products 
and services and in at least one of their television presentations, they 
identified themselves only by the name sINGER accompanied by a telephone 
number as shown in Plaintiffs’ Exhibit 40. 

21. Even where defendants use the full corporate name in their adver- 
tising they overemphasize the name sINGER and the letter “S” so that these 
stand out from the other words of the corporate name. 


22. Besides exaggerating the letter “S” of the name sInGER, defend- 
ants use a stylized letter “S” standing alone on their letterheads as shown 
by Plaintiffs’ Exhibit 17. 

23. Defendants’ usual procedure in soliciting sales was to make an 
appointment for their salesman to call at the home of the prospective 
customer who has responded to defendants’ advertising or who had been 
solicited over the telephone. Many of these salesmen introduced themselves 
by such terms as “I am the Singer man” or “I am from Singer.” 


24. The usual procedure was for the salesman to seat the prospect or 
prospects and show them his “pitch” book and fabrics while he carried 
on his sales talk characterized as his “spiel.” The “pitch” book contained 
page after page carrying the single word sinGER to identify defendants and 
their business and included illustrations of stINGER’s TWO HUGE FACTORIES, 
each of which was identified by a sign carrying the single word sINnGER and 
this despite the fact that defendants’ business occupied only a floor in a 
loft building. 

25. The fabrics shown to the prospect carry tags upon which are 
printed the phrase SINGER’S DELUXE FABRIC or SINGER’S STANDARD FABRIC. 

26. Defendants’ advertising and stationery carried the phrase “78 
years of upholstering experience.” After objection by the Better Business 
Bureau, this phrase was discontinued in the newspaper advertising, but its 
use elsewhere was not discontinued the defendants’ salesmen used this 
expression in trying to sell their wares. This phrase used in conjunction 
with sINGER caused many customers to conclude that defendants’ business 
was connected with the old well established business of plaintiffs. 
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27. Defendants’ salesman engaged in passive misrepresentations dur- 
ing the sales presentations in customers’ homes, failing to speak when under 
a duty to do so in order to disabuse customers of existing confusing 
between the plaintiffs’ business and that of defendants’. 

28. Defendants were aware of the passive misrepresentations of their 
salesmen and not only failed to stamp them out but actually encouraged 
them. 

29. Defendants’ salesmen made direct misrepresentations to connect 
defendants with plaintiffs and although defendants knew of such misrepre- 
sentations they failed to take effective steps to stop them. 

30. Defendants’ actions in prominently displaying the word sINGER 
and a prominent letter “S” in their newspaper, radio and television adver- 
tising, in their “pitch” books in their corporate name and on their stationery 
even after notice from plaintiffs’ attorneys shows a deliberate, willful and 
wanton disregard of plaintiffs’ rights and such action paved the way for 
and enabled their salesmen to receive the public by passive and sometimes 
active misrepresentation as to a connection between the businesses of the 
parties. 

31. Defendants’ actions have caused confusion in the minds of the 
purchasing public who have been led to believe by defendants’ advertising, 
“pitch” book, stationery and misrepresentations that the corporate defend- 
ant is connected in some way with the business of plaintiffs. 

32. Defendant Showe, while president of Singer Upholstering and 
Sewing Company, instructed a telephone solicitor to inform prospective 
customers that the defendant corporation was a branch of the Singer 
Sewing Machine Company and that draperies and upholstery sold by cor- 
porate defendant were sewn by Singer Sewing Machine Company. 

33. Actual confusion in the minds of the public as to a business 
connection between the parties has been amply proved. 

34. Plaintiffs have incurred expenses other than attorney’s fees in 
the amount of $2,783.92, in prosecuting this case up to and including 
December 31, 1954. 

35. Defendants’ conduct was responsible for this litigation and the 
resulting litigation expenses and attorney’s fees incurred by plaintiffs; and 
the sum of $5,000.00 is fixed as reasonable counsel fees in this litigation. 


ConcLusions oF Law 

1. This Court has jurisdiction of the parties and of the subject matter. 

2. sINGER and a letter “S” are good and valid trade marks and trade 
names for sewing machines, furniture, sewing supplies and services, includ- 
ing instructions in sewing, and are the exclusive property of plaintiff, The 
Singer Manufacturing Company. 

3. SINGER SEWING CENTER is a good and valid trade name and the 
exclusive property of The Singer Manufacturing Company. 
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4. The defendants jointly and severally are guilty of trade mark 
infringement and unfair competition. 


5. Plaintiffs are entitled to recover their legal expenses and disburse- 
ments as compensatory damages because the defendants’ unconscionable 
conduct was responsible for this litigation which has put plaintiffs to 
considerable expense by way of attorneys’ fees and otherwise. 


6. Plaintiffs are entitled to a perpetual injunction enjoining and 
restraining the defendants and each of them, and their officers, agents 
servants, employees, attorneys, successors, assigns and those in active con- 
cert or participation with them: 

(a) From conducting any business, whether as a corporation or 
otherwise, under the name SINGER UPHOLSTERING AND SEWING COMPANY, 


or under any other name or style which includes the name SINGER or 
any name confusingly similar thereto. 


(b) From making any use whatsoever of the word SINGER, or 
any word confusingly similar thereto, in connection with the conduct 
of any business. 


(ec) From making any use whatsoever of a prominent letter “S” 
in connection with the conduct of any business. 


(d) From directly or indirectly using in any way whatsoever the 
word SINGER or prominent letter “S” in any manner intended or 
calculated to indicate, or having the effect of indicating, that they, the 
said defendants, have any connection with the business of plaintiffs, 
or either of them, and from representing in any manner, by statements, 
advertising, conduct or otherwise, that the business of defendants has 
any connection whatsoever with the business of plaintiffs, or either of 
them. 

7. Within thirty days from the entry of the Final Judgment, defend- 
ants shall (a) effect a change in the name of the corporate defendant so 
as to make no use of the word SINGER or any word confusingly similar 
thereto, and (b) shall notify the telephone company of the discontinuance 
of the present corporate name. 


8. The amount to be recovered by plaintiffs by way of attorneys’ fees 
and expenses is fixed at $5,000.00 for attorneys’ fees, and $2,783.92 for 
expenses. 


9. Plaintiffs are entitled to recover the costs of this suit. 


G. D. SEARLE & CO. v. CHAS. PFIZER & CO., INC. 


No. 53 C 2407 — D.C., N.D. Iil., E. Div. — March 7, 1955 


TRADE-MARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
CourTS—MOTION 
Plaintiff sues for trademark infringement and unfair competition in use by 
defendant of mark BONAMINE for motion sickness remedy in view of plaintiff’s prior 
use of DRAMAMINE for identical product. Defendant moves for summary judgment 
which is granted since little likelihood of confusion seems apparent, when products 
are compared as to appearance, packaging, price and tradenames. 
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Action by G. D. Searle & Co. v. Chas. Pfizer & Co., Inc., for trademark 
infringement and unfair competition. Defendant moves for summary 
judgment. Motion granted. 

William T. Woodson, Woodson, Pattishall & Garner, John T. Polzin, and 

Sidley, Austin, Burgess & Smith, of Chicago, Illinois, for plaintiff. 
Arthur G@. Connolly and Connolly, Cooch & Bove, of Wilmington, Delaware, 

and W. J. Marshall, Jr., and Haight, Goldstein & Haight, of Chicago, 

Illinois, for defendant. 


Knocu, District Judge. 


This matter came on to be heard on the defendant’s motion for sum- 
mary judgment in its favor. 


The Court has carefully considered the entire record, including the 
motion itself and the affidavits and exhibits submitted in support of and 
in opposition to the motion, as well as additional evidence bearing on the 
manner and conditions of sale. The Court has had the benefit of extensive 
argument of counsel presented orally and in briefs and memoranda, has 
studied the authorities to which reference has been made, and is fully 
advised in the premises. 

On the basis of the whole record; having in mind not only a com- 
parison of the appearance, packaging, price and trade names !DRAMAMINE 
and BONAMINE] of the two products involved herein, as shown in the 
exhibits, but also the nature of the products themselves [motion sickness 
remedy], and the manner and conditions under which these two products 
are sold; and bearing in mind the effect which would be produced in the 
mind of the ordinary purchaser, exercising due care and caution, when 
confronted by the products singly presented; the Court is of the opinion 
that there is little likelihood that such a purchaser would be misled or 
deceived into accepting the product of the defendant for that of the 
plaintiff. 

As plaintiff’s allegation of unfair competition is dependent on the 
charge of colorable imitation of plaintiff’s trademark, it requires no further 
consideration. 

The defendant’s motion for summary judgment in its favor will there- 
fore, be granted. An order in conformity with the foregoing may be 
presented within 5 days. 


ACADEMY AWARD PRODUCTS, INC. v. 
BULOVA WATCH COMPANY, INC. 


No. 57-5—D.C., $.D. New York—March 8, 1955 


TRADE-MARK AcT oF 1946—CONSTRUCTION—SECTION 38 
Plaintiff obtained trademark registration of ACADEMY AWARD through false and 
fraudulent declarations to the Patent Office, and then began infringement suit 
against defendant in pursuance of plan of harassment; complaint was dismissed 
with prejudice. Under Section 38 of Trade-Mark Act, damages defendant suffered 
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which consisted of attorneys’ fees and disbursements entailed in defense against 
attack were “damages sustained in consequences” of the false registration and 
recoverable. 


Facts show that corporation president, by means of corporation which he used 
as instrument of his will, injured defendant; under these circumstances corporate 
shield affords no protection to president against personal liability. 


In absence of intentional misrepresentation there is no basis for holding that 
defendant’s conduct requires Court to close its doors to defendant’s counterclaim 
under Section 38 of Trade-Mark Act for damages sustained in consequences of 
plaintiff’s procurement of registration by false declaration. 

Action by Academy Award Products, Inc. v. Bulova Watch Company, 
Inc., for trademark infringement. Defendant counterclaims against plaintiff 
and Elizabeth Stark and Esther Greenwald, as Executrices of the Estate 
of Max A. Schlesinger, deceased, for damages under 15 U.S.C. 1120. Judg- 
ment for defendant on counterclaim. 


See also 40 TMR 431. 


Louis Zimmerman (Ephraim Berliner and Selma M. Lobsenz of counsel), 
of New York, N. Y., for plaintiff and Executrices. 


Byerly, Townsend & Watson (Ralph M. Watson and George Cohen of 
counsel), of New York, N. Y., for defendant. 


Diuock, District Judge. 


This action was originally brought by Academy Award Products, Inc., 
against Bulova Watch Company, Inc., hereinafter called, Bulova. The 
complaint charged infringement by Bulova of plaintiff’s registered trade- 
mark ACADEMY AWARD. Since the commencement of the action and by order 
dated December 14, 1951, plaintiff’s registration of the trademark has been 
cancelled in a Patent Office proceeding as procured by a false application. 
[41 TMR 708]. The complaint has been dismissed with prejudice pur- 
suant to stipulation and by order dated June 21, 1955. There remains for 
consideration only a counterclaim of Bulova against plaintiff and the 
executrices of plaintiff’s president, Max A. Schlesinger, deceased, pursuant 
to section 38 of the Trade-Mark Act of 1946 (15 U.S.C. § 1120), for damages 
alleged to have been sustained in consequence of procurement of the trade- 
mark by a false and fraudulent declaration and representation. The dam- 
ages sought consist exclusively of the attorneys’ fees and disbursements 
incurred in connection with plaintiffs’ registration and in defense of this 
suit. 

Plaintiff and the two Schlesinger executrices (all three of whom I 
shall refer to collectively as the Schlesinger group) contend (1) that 
section 38 does not authorize the recovery of attorneys’ fees, (2) that 
any wrong committed was committed by Academy Award Products, Inc., 
so that its president, Schlesinger, was protected from liability by the 
corporate shield, (3) that any claim for damages against Schlesinger did 
not survive against his executrices, and (4) that Bulova does not come 
into court with clean hands since, by Bulova’s use of the words AcADEMY 
AWARD, it falsely represented that watches sold by Bulova had received 
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an award for excellence from the Academy of Motion Picture Arts and 
Sciences of Hollywood, California. 

The question of the right to counterclaim for damages arising from 
the defense of the suit in which the counterclaim is asserted, though not 
discussed by the parties, deserves notice. It may be that a claim which does 
not exist in its entirety at the beginning of the trial cannot be asserted 
by way of a counterclaim but should be reserved for a separate suit. See 
Alexander v. Petty, — Del. —, 108 A.2d 575; Fender v. Ramsey, 131 Ga. 
440, 62 S.E. 527, Kenner v. Cousin, 163 La. 624, 112 So. 508; Manufacturers 
& Jobbers Finance Corp. v. Lane, 221 N.C. 189, 19 S.E.2d 849; Forke v. 
Homann, 14 Tex. Civ. App. 670, 39 S.W. 210. Here, however, the question 
does not arise since the complaint had been withdrawn before the trial 
of the issue raised by the counterclaim. The claim asserted in the counter- 
claim was therefore mature and complete at the time of trial. 

Schlesinger was a lawyer and self-styled merchant. He had caused 
the incorporation of plaintiff corporation under the name of Champion 
Play Corporation. It was intended as a play bureau but never did any 
business. The officers and directors were Schlesinger, his secretary, and 
one Stark. Stark was employed as general manager of two other corpora- 
tions operated by Schlesinger and received his sole compensation from 
them. 

On February 7, 1946, Champion Play Corporation’s name was changed 
to Academy Award Products, Inc., pursuant to a certificate of change of 
name signed by Schlesinger and his attorney. 

On April 17 and 18, 1946, Academy Award Products, Inc., filed 
seventeen applications for registration of the trademark ACADEMY AWARD. 
Each application contained the false sworn statement of Schlesinger’s 
secretary to the effect that the trademark was used by the corporation in 
connection with the goods therein described. One of these applications 
described watches and clocks and horological instruments. The rest de- 
seribed goods of an almost limitless range; heating and ventilating appa- 
ratus, cigarette lighters, copper, iron, steel, magnesium, silver, gold, washing 
and drying machines, locks, brushes, umbrellas, refrigerators, furniture, 
smokers’ articles, smoking tobacco, cigars, cigarettes, jewelry, silverware, 
gems, explosives, fire arms, projectiles, stoves, radio and television receivers, 
tires, glassware, cutlery, tools, ete. 

These applications were executed by Schlesinger’s secretary pursuant 
to instructions from Schlesinger or his then attorney. On examination she 
said that she did not even know whether or not she was a director of 
plaintiff, knew nothing about its business and had never received any 
compensation from it. The other director and officer of plaintiff, Stark, 
said that he was totally unfamiliar with plaintiff’s business and did not 
know whether or not it had any. In short it was obvious that they were 
acting as Schlesinger’s dummies. 

On March 28, 1950, Academy Award Products, Inc., began this 
action alleging infringement of its watch trademark by Bulova. 
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I find that Schlesinger changed the name of plaintiff corporation to 
Academy Award Products, Inc., and procured the unauthorized registration 
of the trademark Academy Award with the purpose of harassing others 
who were then making or might thereafter make legitimate use of those 
words in business. I further find that Schlesinger, with the same purpose, 
instituted this action against Bulova. 

The statute under which Bulova seeks damages against the Schlesinger 
group is section 38 of the Trade Mark Act of 1946 (15 U.S.C. §1120) which 
provides as follows: 

“Any person who shall procure registration in the Patent Office 
of a mark by a false or fraudulent declaration or representation, oral 
or in writing, or by any false means, shall be liable in a civil action 
by any person injured thereby for any damages sustained in conse- 
quence thereof.” 


I understand the Schlesinger group to contend that, in no cirecum- 
stances, can attorneys’ fees and disbursements be recovered under this 
statute. As authority for this position they cite Landstrom v. Thorpe, 
8 Cir., 189 F.2d 46, 89 USPQ 291 (41 TMR 575) cert. den. 342 U.S. 819, 
91 USPQ 383. There the court in discussing the statute said, p. 50, 89 
USPQ at 294, that one who procures a registration by fraud is liable for 
damages “resulting from the use” of the trademark and not from “an 
injury resulting from the false declaration solely”. I understand that 
it was to some extent upon that basis that the court there ruled out as 
damages the cost of a cancellation proceeding in the Patent Office. On 
page 54, 89 USPQ at 296, the court added as to that, “The proceeding to 
cancel the registration was not commenced by the defendants, and it was 
not an essential condition precedent to the present action of the plaintiffs 
for damages for the wrongful registration.” 

The case at bar was commenced by Schlesinger’s corporation and was 
an integral part of his plan to harass Bulova by means of the false registra- 
tion. The fact that the damages that Bulova suffered consisted of the at- 
torneys’ fees and disbursements entailed in defense against this attack does 
not make them any the less “damages sustained in consequences” of the 
false registration. 

It is true that the common law does not afford a right of recovery of 
damages for the malicious prosecution of a civil action except under special 
circumstances such as where an attachment is levied. Paul v. Fargo, 84 App. 
Div. 9, but here a statute gives a right to damages sustained in consequence 
of a false registration and the person responsible for the false registration 
has deliberately set out to injure Bulova by means of a law suit based upon 
the false registration. The statute is obviously designed to give the injured 
party more than he would get at common law and it takes the case out of 
the malicious prosecution rule. 

The Schlesinger group say that the omission from the Trade Mark Act 
of 1946 of a provision for the payment of attorneys’ fees to the prevailing 
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party is deliberate and significant in the light of such provisions in the 
patent and copyright statutes, citing Philco Corporation v. F. & B. Mfg. Co., 
D.C. N.D. Ill. E.D., 86 F.Supp. 81, 82 USPQ 400 (39 TMR 809). Bulova 
does not contend, however, that attorneys’ fees should be allowed in all 
eases to the prevailing party in suits under the Trade Mark Act. It is not 
even seeking attorneys’ fees for its prosecution of its counterclaim. What it 
does contend is that, where it is damaged to the extent of attorneys’ fees by 
the prosecution of an action brought under the Trade Mark Act as part of 
a plan to harass it by means of a false registration, section 38 permits the 
recovery of those damages. The omission of express authority for recovery 
of attorneys’ fees in trademark actions is not fatal to Bulova’s claim. 


Next the Schlesinger group contend that any wrong committed was 
committed by Academy Award Products, Inc., so that its president, Schles- 
inger, was protected from liability by the corporate shield. Bulova’s 
attempt to reach Schlesinger’s estate here is not the ordinary attempt to 
disregard the corporation fiction. The facts show that Schlesinger, by means 
of a corporation which he used as an instrument of his will, injured Bulova. 
Under those circumstances the corporate shield affords no protection. 
General Electric Co. v. Wabash Appliance Corp., 2 Cir., 93 F.2d 671, 674, 
36 USPQ 214, 217; Floral Park Lawns, Inc. v. O’Connell (No. 2), 250 
App. Div. 464. 

It is argued on behalf of the executrices that the claim against Schles- 
inger did not survive his death. They concede that the New York law is 
applicable. Section 118 of the New York Decedent Estate Law provides: 
“No cause of action for injury to person or property shall be lost because of 
the death of the person liable for the injury.” It is contended that Bulova’s 
claim under section 38 is not an “injury to * * * property” within this 
statutory class. This is incorrect. Under the present New York law all 
tort actions survive. Brown v. Mack, 185 Mise. 368. 

That brings me to the contention that Bulova is barred from recovery 
because it does not come into court with clean hands. 


Bulova by payment to the Academy of Motion Picture Arts and Sci- 
ences of Hollywood, California, obtained the right to use in connection with 
the sale of watches the words ACADEMY AWARD and a copyrighted symbol 
commonly known as the “Oscar”. The “Oscar” is a statuette which, since 
1929, has been granted annually by the Academy as an award of merit for 
outstanding films and performances in the motion picture industry. Those 
awards are generally known aS ACADEMY AWARDS. 

On October 21, 1952, a stipulation by Bulova to cease and desist from 
such use of the words ACADEMY AWARD and the “Oscar” was approved by 
the Federal Trade Commission. This stipulation included a statement that 
it was the opinion of the Federal Trade Commission that Bulova, by its 
use of the words and symbol, had “represented directly or by implication 
that its * * *, after examination, testing and comparison with other watches, 
were awarded the ‘Oscar’ by the Academy of Motion Picture Arts and 
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Sciences for special meritorious achievement as to quality, workmanship, 
design, time-keeping qualities and other desirable qualities and character- 
istics, whereas, the aforesaid ‘Academy Award Watches’ have not been ex- 
amined, tested or compared with other watches nor awarded the ‘Oscar’ by 
Academy of Motion Picture Arts and Sciences for any meritorious achieve- 
ments, but the term ACADEMY AWARD and the word ‘Oscar’ are permitted to 
be used solely on the basis of the monetary consideration provided for in the 
aforesaid contract entered into by and between Bulova Watch Company, 
Ine., and Academy of Motion Picture Arts and Sciences.” 


Evidence has been taken before me on the question whether Bulova’s 
use of the term ACADEMY AWARD and the “Oscar” has been such a fraud 
upon the public as to constitute a defense to Bulova’s claim for reimburse- 
ment of the expense to which it has been put in vindicating its right to 
such use as against Academy Award Products, Inc. 


The evidence submitted to me on the misrepresentation issue con- 
sisted largely of the printed advertising matter put out by Bulova. It 
must be admitted that the expression ACADEMY AWARD and the “Oscar”, 
by virtue of their source, afforded an opportunity for innuendoes to the 
general effect that Bulova had won them, yet I found nothing of the kind. 
Most of the advertisements introduced an almost pathetic note of “We 
have done some winning ourselves” by picturing “The Fashion Academy 
Gold Medal, Awarded to Bulova for Outstanding Design”. The effort of 
the copy writer in each case seems to have been to associate the watches 
with the glamour of the contest among the Hollywood stars rather than to 
suggest a contest between watches. In some of the publicity the “Oscar” is 
stated to be “presented each year to Academy Award winners—the Motion 
Picture Actor and Actress giving the Season’s most outstanding perform- 
ance”. In some of the advertisements the statement is made that the “Os- 
car” is “reproduced by exclusive arrangement with the Academy of Mo- 
tion Picture Arts and Sciences.” 

Whatever may be said for the Federal Trade Commission’s opinion 
that Bulova represented that it had won the Academy Award and the 
Oscar in competition, I can find no evidence that any such representation 
was intentional. In the absence of intentional misrepresentation I cannot 
find a basis for holding that Bulova’s conduct requires the court to close its 
doors to Bulova’s suit for the damages sustained in consequence of plain- 
tiff’s procurement of the trademark by a false declaration. No one could 
object to Bulova’s use of the term ACADEMY AWARD and the “Oscar” so long 
as it was made clear that Bulova’s right to use them was based on a licensing 
agreement rather than on an award in competition. Indeed such use was 
excepted from the “cease and desist” stipulation. Bulova surely had a 
right to defend that use when it was attacked by plaintiff on a basis of the 
false registration, and the expense to which Bulova was put in that defense 
is properly recoverable as damages sustained in consequence of the false 
registration. 
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I now pass to the question of the amount of damages. I hold that 
Bulova is not entitled to recover for fees paid to counsel for services ren- 
dered before Academy Award Products, Inc., brought this suit. What takes 
counsel fees in this case out of the usual nonrecoverable status is the use 
by Academy Award Products, Inc. of this suit as a means of employing the 
false registration to injure Bulova. Until the suit is brought the basis for 
recovery of attorneys’ fees is non-existent. 

Bulova paid to counsel of record for services in this case rendered 
prior to the cancellation of plaintiff’s registration by the Patent Office the 
following : 

For services in March and April 1950 

For disbursements in March and April 1950 

For services in balance of 1950 

For disbursements balance of 1950 

For services in 1951 

For disbursements in 1951 


$7,163.01 


I find the sums paid to be reasonable in amount for services and dis- 
bursements necessarily required. 

Bulova paid to its general counsel a retainer of $40,000 a year. I find 
that general counsel necessarily rendered services in connection with this 
litigation in the years 1950 and 1951 of the reasonable value of $1,000 and 
that Bulova paid that sum. 

Part of the services rendered in 1950 and included in the above sched- 
ule of payments consisted of the preparation of the counterclaim for dam- 
ages which I have been considering. Such services do not differ from those 
ordinarily rendered on behalf of a plaintiff in a law suit to recover dam- 
ages to which the claimant is entitled. The payment made for them is 
therefore not recoverable. I find the services in connection with the prep- 
aration of the counterclaim to be of the reasonable value of $250 which 
sum I direct shall be deducted from the $8,163.01 paid for services rendered 
from March 1950 through 1951. The balance is $7,913.01. 

Bulova is therefore awarded judgment in the sum of $7,913.01 against 
plaintiff Academy Award Products, Inc., and defendants Elizabeth Stark 
and Esther Greenwald as Executrices. 

If findings and conclusions other than those embodied in this memo- 
randum are deemed desirable they may be submitted. 


CORNELL UNIVERSITY v. MESSING BAKERIES, INC. 
N. Y. Sup. Ct., App. Div., Third Dept. — March 9, 1955 


REMEDIES—UNFAIR COMPETITION—ScoPE OF RELIEF 
Where baker made and sold bread baked in accordance with formula devised 
by Cornell University as CORNELL RECIPE BREAD and a limited injunction was granted 
by which baker was to substitute, among other things, rorMuULA for RECIPE and the 
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baker’s name was to be twice as large as CORNELL and the use of a scroll, banner or 
flag in conjunction with CORNELL was prohibited it is held that the injunction went 
too far into the minute regulations of a commercial practice in view of the negotia- 
tions between the plaintiff and the baker and the apparent willingness of plaintiff 
that some use of CORNELL should be permitted the baker, and therefore the injunction 
is modified. 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
Relief may be granted to non-commercial organizations without necessity of 
showing unfair business competition and a complete injunction against use of 

CORNELL by the baker would have been granted if requested by plaintiff. 

Action by Cornell University v. Messing Bakeries, Inc. for trademark 
infringement, unfair competition, and revocation of state trademark regis- 
tration. Defendant appeals from judgment for plaintiff by New York Su- 
preme Court, Tompkins County. Modified. 


Case below reported at 44 TMR 1313. 


George G. Coughlin and Edward 8. Dermody, of Binghampton, and 
Charles E. Scribner, New York, N. Y., for appellant. 


Forbes D. Shaw, Harry G. Henn, and J. William Robinson, New York, 
N. Y., for respondent. 


BERGAN, Justice. 

Defendant is a baker. Using a formula for making bread evolved by 
Dr. Clive McCay, a professor at the New York State College of Agriculture, 
which is a part of Cornell University, defendant has extensively promoted 
it under the name of CORNELL RECIPE BREAD. The product made by the 
formula is decribed as “a highly nutritious kind of bread.” 


The recipe was released to the public in 1949 and its commercial utili- 
zation unrestricted. Cornell University, as plaintiff in this action for an 
injunction, objects, however, to the use of CORNELL in the marketing of the 
bread unless under conditions which it has attached to its consent. The 
court at Special Term has granted an injunction which does not prohibit 
the use of CORNELL in the sale of the bread but which alters some of the 
methods in which its use has been exploited. The baker feels aggrieved and 
appeals. 

The university seems satisfied with the limited extent to which the 
judgment interferes with the use of CORNELL by the baker. It is useful to 
begin by seeing what the judgment does and what it does not do in its effect 
on the baker’s business. 

It allows the baker to use the words CORNELL FORMULA BREAD but pro- 
hibits CORNELL RECIPE BREAD which the baker has been using. It requires the 
name of the baker to be displayed on the bread wrapper in letters twice as 
large aS CORNELL FORMULA BREAD and it prohibits the placing of the phrase 
containing CORNELL on a scroll, banner, flag, or similar device. There are 
other things about the judgment which the baker challenges, but these are 
the principal ones. 

We have no difficulty in holding to be valid Cornell’s argument that 
it has a legal interest in preventing the exploitation of its name for business 
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purposes. It is not necessary to jurisdiction or to relief that plaintiff be 
another business in the same line. Because the university is a university 
and not a baker it is not to be deprived of every legal interest in the use of 
CORNELL * * * prEaD. The ground of equitable intervention is not merely 
“unfair competition” in the limited sense of protecting the solidly acquired 
rights of one business enterprise against another striving for the same 
market. Equity may also shield the thrust by business into the kind of 
legal rights acquired in areas entirely removed from commercial activities. 


The theory underlying injunctive interference is that an educational 
institution which has won large public prestige by hard effort and at high 
cost ought not, against its will, have that prestige diluted by a commercial 
use of its name, suggesting connection or benefit to the institution from 
the enterprise. 


The key word in the name of the university might, of course, be used 
under circumstances which would not touch upon or invade the university’s 
area of protection. A coal mine or a tug or trucking enterprise might, 
for example, use CORNELL and no one would think the university either 
involved or concerned. But there are many other kinds of use of the main 
component word of the university name which could be read to suggest 
a link to the university ; and CORNELL RECIPE BREAD using a formula worked 
out at the university could quite sensibly be regarded as unduly and 
adversely affecting the university’s rights when commercially exploited. 


The question would, as we see it, often be an open one on the facts, 
and so we regard it in this case. Because this bread formula did come 
from Cornell University ; because of the general publication of the findings 
in trade and other journals on their promulgation at the university; 
because of the conjunctive use of “recipe” or “formula” with CORNELL 
and with “bread,” the use of CORNELL here may be seen, not just as coinci- 
dence, but as having a pointed reference to the plaintiff. 


Where it is perfectly clear that the use of the name is a simulation of 
a name already in use, relief has been granted to non-commercial organiza- 
tions without need to show there has been unfair “business” competition. 
Relief in this general scope has been granted to a patriotic society against 
the use of an almost identical name (Society of 1812 v. Society of 1812, 46 
App. Div. 568) ; to a salvation army (Salvation Army in U.S. v. American 
Salvation Army, 135 App. Div. 268); to a fraternal order (Benevolent & 
Protective Order of Elks v. Improved Benevolent & Protectiwe Order of 
Elks, 205 N.Y. 459) and to a university to prevent the use of a very similar 
name in business enterprise (Trustees of Columbia Univ. v. Axenfeld, 136 
Mise. 831). 

Had Cornell firmly insisted that the baker should not use CoRNELL 
at all in selling this bread evolved at the university we would have no 
great difficulty in sustaining the injunction in full ambit. But the university 
left open, or seemed to be leaving open, to the baker, a limited use of the 
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name CORNELL during a time when the baker was extensively investing 
in the commercial promotion of the product; and the differences between 
the use permitted by the judgment and the use which the baker had made 
do not all seem to be so substantial as to justify in some of its details the 
interference set up by the judgment. 


How the judgment ought to be cast is to be influenced somewhat by 
the course of discussion and the intimations of assent by university people 
which went before the lawsuit. The defendant began a limited production 
of the bread in 1949, selling it to hospitals and schools; and in 1951 began 
extensively to advertise it for general public sale as CORNELL bread. The 
wrapper contained a banner or pennant containing CORNELL in white letters 
on a red background—the university’s colors. 


In October, 1951, the university requested defendant to stop using 
CORNELL in the sale or advertising of the bread. In view of its investment 
in preliminary exploitation and because it still wanted to use the name 
CORNELL defendant sought to avoid this request. There were conferences 
and correspondence and on November 5, 1951, a letter from an officer of 
the university, written as a result of talking with the president, expressed 
the view that while it would prefer no use to be made of CoRNELL, if the 
baker insisted on using it the pennant should be eliminated. 

This letter further suggested that the bread be called either CoRNELL 
FORMULA BREAD Or CORNELL RECIPE BREAD; that there be a disclaimer of any 
connection of the university with it under a text proposed in the letter. 
If these things were acceptable to the baker the letter stated that the 
officer would recommend approval by the university executive committee. 


The resulting correspondence develops the fact that these suggestions 
were partially, but not entirely, satisfactory to the baker; but the executive 
committee shortly before November 23, 1951, adhered to the university 
policy of not permitting the name to be used in connection with any com- 
mercial product and the baker was by a letter of that date requested 
to discontinue its use. 

The use by defendant continued. In some respects, but not in all, 
it conformed with the outline of utilization that the officer of the university 
had previously written that he would recommend to the executive com- 
mittee. Six months later, on May 16, 1952, the trustees of the university 
issued a formal memorandum covering broadly the use by the public of 
the bread formula and prescribed the terms under which the formula 
could be attributed to Cornell and the name coRNELL used in promotion. 


The memorandum stated that any baker might use the phrase CORNELL 
FORMULA BREAD in letters not more than one-half inch high, printed on 
both sides of the wrapper, if the wrapper also contained the name of the 
baker “in larger letters” and as a “more prominent feature of the wrapper” 
than the phrase containing CorNELL; if both the formula and a disclaimer 
of university connection also be printed; and if “no pennants, flags, or 
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other devices or symbols or words indicative of a college or university 
except as above authorized” be used. 


There are some ways in which the weight of the injunction ought to 
be lightened somewhat in its effects on the baker when this correspondence 
and the negotiations between the parties are looked at in their entirety. 


The baker, it will be recalled, started out by using the term CORNELL 
BREAD and the letter of November 5, 1951, from the university officer on 
the recommendations he would make to the university committee suggested 
that instead of CORNELL BREAD, either FORMULA Or RECIPE or TYPE be placed 
between CORNELL and BREAD. 


Defendant used RECIPE; the memorandum of May, 1952, required the 
use of FORMULA instead, and the judgment imposes the same requirement. 
The differences between these two words used in this context are not 
impressive and are semantic in a rather restricted technical sense. One 
has to think twice about it to sense the distinction between the two words 
as they are thus used. All this does not seem to us to present a good 
ground to move a court in equity to impose by its judgment on the baker 
a change in a way of selling its product which in this respect, at least, can 
make no real difference to the university. 


The university memorandum of May, 1952, required that the printing 
of CORNELL be in letters not more than one-half inch high and this has 
been followed by the baker, but the judgment imposes some additional 
requirements as to alignment of words and as to black and block lettering. 
The 1952 memorandum required the name of the baker to be in “larger” 
letters and a “more prominent feature” of the wrapper than the name 
of the bread. In its actual utilization the baker’s name was printed one 
and one-half times as large as the name of the bread. The judgment 
requires it be twice as large. In respect of the size of lettering, we think 
also the judgment projects too far into the minute regulation of a com- 
mercial practice which, in this respect, could be regarded as meeting the 
university’s requirements. 


From the beginning of its contact with the university the baker could 
see that there was objection to the use of a pennant carrying the word 
CORNELL. Why the university objected to this would be readily apparent; 
and although all the letter of November 5, 1951, said was to “eliminate 
the pennant” and all the university memorandum of May 16, 1952, said 
was that the wrapper should contain no “pennants, flags, or other devices 
or symbols or words indicative of a college,” still the use of the scroll 
could reasonably be regarded by the court as coming within the scope of 
what ought to be ruled out of usage in connection with exploiting CORNELL. 


It is not necessary to dissect what is meant by “other devices or sym- 
bols” to spell out the fact that if a pennant can be deemed objectionable 
so can a scroll used in quite the same way. In any event the view of 
the Special Term that it ought to be enjoined seems reasonable enough. 
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We would, however, give the defendant six months from the entry of 
judgment, which we regard as sufficient time, to make the adjustments 
needed to change its wrapper, and given such time the burden of change 
should not be either too expensive or harmful to its business. The judgment 
as it touches the registration of the trade marks ought to permit the use 
of CORNELL RECIPE BREAD. 


The judgment should be modified in the respects described in this 
opinion, without costs; and, as thus modified, affirmed; and the order 
should be settled. 


Foster, Presiding Justice, Coon, Imrie and ZELLER, Justices, concur. 





LOCATELLI, INC. et al. v. TOMAIUOLI et al., doing business as 
LUCATELLI PACKING COMPANY 


No. 795-50—D.C., N.J.—March 10, 1955 


CourTsS—COonFLict oF LAWS 

Where operative facts occurred in New Jersey, in Federal diversity of citizen- 
ship case, New Jersey substantive law governs as to these facts; as to acts com- 
plained of which occurred outside New Jersey, state’s conflict of laws rule applies. 

REMEDIES—UNFAIR COMPETITION—EVIDENCE—SECONDARY MEANING 

Evidence relevant to question of secondary meaning of trade name is (a) period 
of time name has been used; (b) advertising expenditures; and (c) sales volume. 

Fact that plaintiffs did not extensively use name prior to defendants’ use of 
similar name does not detract from secondary meaning of plaintiffs’ name. 

REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 

Harm to plaintiffs’ trade may be inferred from finding of consumer confusion, 
because interest protected by course is a property right. 

Consequences of a defendant’s conduct predominate over quality of its motive; 
if there is likelihood that consumers are confused as to origin of plaintiff’s goods 
then plaintiff is entitled to relief. 

REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 

LUCATELLI for olive oil is confusingly similar to LOCATELLI for cheese, meat 
products, tomato paste and antipasto. 

REMEDIES—UNFAIR COMPETITION—EVIDENCE—LACHES 

Laches for 20 years bars recovery of damages but is not bar to injunction, in 

New Jersey unfair competition action. 


Action by Locatelli, Inc., and Umberto Locatelli, Giovanni Locatelli, 
Ercole Locatelli, Antonio Locatelli, Alberto Locatelli, Alfredo Locatelli, and 
Lodovico Locatelli, copartners doing business as Mattia Locatelli v. Louis 
Tomatiuoli and Frank Tomaiuoli, copartners doing business as Lucatelli 
Packing Company for unfair competition. Defendants counterclaim for 
unfair competition. Judgment for plaintiffs. 

Case below reported at 43 TMR 978. 


Hollander & Leichter and Samuel F. Frank, of New York, N. Y., for 
plaintiffs. 


Charles F. Echentille and Otto Riemenschneider, of Union City, New Jersey, 
for defendants. 
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MopareE.ul, District Judge. 

This is an action based on unfair competition. Plaintiffs are Locatelli, 
Ine., a New York corporation, operating a wholesale Italian grocery busi- 
ness, and seven members of the Locatelli family, (citizens and residents of 
Italy) who are co-partners doing business as Mattia Locatelli (principal 
office in Italy). Defendants are Louis and Frank Tomaiuoli, (citizens and 
residents of New Jersey) co-partners doing business in New Jersey as 
Lueatelli Packing Company. Plaintiffs, who use the name LOCATELLI, seek 
damages and an injunction against defendants from using the name 
LUCATELLI. 


This court, sitting without a jury, heard argument by counsel only. The 
parties stipulated that the testimony and exhibits previously used in the 
litigation between the same parties in the United States Patent Office be 
used as the evidence in this case. That prior litigation was an opposition 
proceeding in which the defendants herein pursuant to the Lanham Trade 
Mark Act of 1946, 15 U.S.C.A. § 1051 et seq., unsuccessfully sought to 
register on the Principal Register their name—LucaTELLI—for edible oils. 


The firm of Mattia Locatelli, plaintiffs’ predecessor, began operations 
in or about the year 1860 at Lecco, Italy. The plaintiffs now produce, manu- 
facture, sell, import, and distribute Italian food products throughout the 
United States. Plaintiffs began operations in the United States in 1904 when 


they opened an office in New York City. Today, 60% of their business is 
cheese; 15% meat products; 10% tomato paste; and 5% antipasto. 


Their annual sales for the years 1921 through 1949 ranged from 
$278,795 in 1941 to $3,670,912 in 1946; during the 18 years from 1922 
through 1939, in 9 years sales were at least $1,000,000, in 8 years, at least 
$2,000,000, and in 1928, $3,246,852. The 1946 sales figure was $3,670,912; 
1947, $1,169,384; 1948, $1,893,838; 1949, $2,442,097. Their annual adver- 
tising expenses from 1921 through 1949 ranged from $964 in 1940 to $45,824 
in 1935; from 1930 through 1938 plaintiffs spent $221,688; from 1921 
through 1929, $35,261; from 1939 through 1949, $31,703. The evidence is 
that the name LOCATELLI was prominently displayed in the printed adver- 
tisements. Defendants did not submit any evidence as was done by plain- 
tiffs to show the extent of its advertising expenses. 


Since 1948, plaintiffs have imported olive oil into the United States 
totaling approximately 10,000 cases in 1948, 1949, and 1950; they sell it 
exclusively to importers, wholesalers, and jobbers. Plaintiffs’ first sales of 
olive oil under the label LOCATELLI were in 1928 when 100 cases were sold; 
subsequently, however, plaintiffs did not use that name on their oil product 
until 1948. 

Defendant Frank Tomaiuoli first knew of plaintiffs’ firm around 1920 
or 1921. Defendants’ explanation of their choice of the name LUCATELLI is 
that Michael Anthony Lucatelli, who was born in 1872 in Vico del Gargano, 
Province of Foggia, Italy, was an “old friend of the family and a very 
distant relative of ours;” in late 1923, Lucatelli shipped about 75 cases of 
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olive oil and dry olives from Italy to defendants in the United States; a 
few months later, defendants received another shipment of the same 
quantity of oil; and since Lucatelli was unable properly to package the oil, 
he authorized defendants to use his name on cans supplied by others. 
Lueatelli died in 1940. 

Olive oil sales which were 60% of defendants’ business in 1942, in- 
creased to about 90% in 1950. Defendants’ sales for the period from 1942 
through 1950 totaled $1,671,757.18, the highest amount having been 
$333,227.20 in 1950. Defendants sell to jobbers and retail grocers located 
in the metropolitan areas of New York City so that their allegedly unfair 
competitive conduct occurred in the states of New York and New Jersey. 

The nature of the Italian food industry is such that the retail seller of 
cheese products also sells olive oil because both products are generally used 
together by the housewife, who usually is but not necessarily of Italian 
descent. There is no dispute that plaintiffs’ reputation mainly is based on 
the calibre of their cheese products and that their name LOCATELLI mainly 
has been used in connection with cheese, meat, tomato paste, and antipasto. 

For our purposes, all of the operative facts in this case occurred in 
New Jersey, which case is here by diversity of citizenship only, and the 
substantive law of New Jersey governs. As to the acts complained of which 
occurred outside New Jersey, that state’s conflict of laws rule applies. 
Browning King Co. of New York v. Browning King Co., 176 F.2d 105, 82 
USPQ 64 (39 TMR 693) ; Campbell Soup Co. v. Armour & Co., 175 F.2d 795, 
81 USPQ 430 (39 TMR 566), cert. den. 338 U.S. 847, 83 USPQ 543; Adam 
Hat Stores, Inc. v. Lefco, 134 F.2d 101, 56 USPQ 393 (33 TMR 189). 
As will be discussed below, however, in this case it is unnecessary for the 
court to decide what substantive law a New Jersey court would apply to 
the events occurring in New York State. 

Although plaintiffs’ counsel in his brief states that the action is based 
on unfair competition and infringement, the complaint does not allege the 
latter cause of action. Under New Jersey law, however, the distinction 
between the two theories now is unimportant. See American Shops, Inc. v. 
American Fashion Shops, ete., 13 N.J. Super. 416. Further, while the 
complaint does not allege that the name LOCATELLI is registered pursuant to 
the Federal Trade Mark Act of 1905, 15 U.S.C.A. § 81 et seq., now replaced 
by the Lanham Trade Mark Act of 1946, 15 U.S.C.A. § 1051 et seq., there 
is evidence that registration of the name LOCATELLI for cheese was issued 
May 15, 1934, and that there are six other registrations for cheese issued to 
plaintiffs; an eighth registration is of a design with the name LOCATELLI, 
used as a trade mark for tomato paste. 

As to the Lanham Act and the governing law thereunder, in Campbell 
Soup Co. v. Armour & Co., 175 F.2d 795, 81 USPQ 430 (39 TMR 566) 
cert. den. 338 U.S. 847, 83 USPQ 543, the court at page 797, 81 USPQ at 
431-432, said: 

“Here we have a claim for unfair competition generally and also a 
elaim for trade mark infringement with reliance upon the federal 
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statute as to registration [Federal Trade Mark Act of 1905, 15 U.S.C.A. 
§ 81 et seq., now replaced by the Lanham Trade Mark Act of 1946, 15 
U.S.C.A. § 1051 et seq.] The unfair competition matter is, as said 
above, one for state law. * * * What about the trade mark infringe- 
ment in this instance?” 
The court did not answer its question, but noted (a) the trade mark regis- 
tration statute expressly confers jurisdiction on federal courts for litigation 
arising under it, and (b) the matter is essentially one of state property law. 
Thus, the court indicated that the choice of law should be state law. More- 
over, the court has not been referred to nor has it found a split of federal 
and state rules of unfair competition. Sears, Roebuck & Co. v. Johnson, 
— F.2d —, —, 104 USPQ 280 (45 TMR 459) (C.A. 3d, opinion filed 
February 21, 1955); Q-Tips, Inc. v. Johnson & Johnson, 206 F.2d 144, 98 
USPQ 86 (43 TMR 64), cert. den. sub. nom. Johnson & Johnson v. Q-Tips, 
Inc., 346 U.S. 867, 99 USPQ 491. 


Based on the foregoing, the court concludes that the governing law in 
this case is New Jersey’s substantive law of unfair competition. 


Under the applicable New Jersey law, plaintiffs must prove that their 
name LOCATELLI has gained a secondary meaning. French American Reeds 
Mfg. Co. v. Park Plastics Co., 20 N.J. Super. 325, was an action to restrain 
unfair competition in the manufacture and sale of plastic ukeleles. The 
court, although holding that secondary meaning had not been proved, ap- 
plied the following test: Has the product (in the case at bar, the trade 
name) been in the market a sufficient length of time and with such degree 
of success as to acquire a secondary meaning in that it is associated in the 
public mind with the first comer as the manufacturer or source so that the 
public will believe the goods have come from the first and will buy, in part, 
at least, because of that belief. Is the public moved in any degree to buy 
the item because of its source? At page 338 the court said: 

“The ultimate test of secondary meaning must always remain 
whether plaintiff’s product in its distinctive trade dress has become 
broadly known to the public as indicating a certain origin. The length 
of time required under this test cannot be measured as a matter of 
law by any positive criterion.” 


Has plaintiff herein successfully met this test? 


The evidence relevant to the question of secondary meaning is: (a) the 
period of time the name has been used, (b) the nature and extent of adver- 
tising expenditures, (c) sales volume. Squeezit Corp. v. Plastic Dispensers, 
Inc., 31 N. J. Super. 217, 225, 1083 USPQ 225, 227 (45 TMR 276); 
B. DiMedio & Sons, Inc. v. Camden Lumber & Millwork Co., Inc., 23 N.J. 
Super. 365; French American Reeds Mfg. Co. v. Park Plastics Co., supra. 
In this ease, there is convincing evidence establishing an association between 
the name LOCATELLI and plaintiffs as the source of the Italian food products 
in the minds of a segment of the public. Plaintiffs have used the name 
LOCATELLI in the United States since the year 1904; the extent of plaintiffs’ 
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advertising expenses and sales volume is shown above. Moreover, defendant 
Frank Tomaiuoli testified to the effect that the name of LOCATELLI means 
plaintiff’s cheese; an importer of Italian food products testified that that 
name on an Italian food product indicates to the consumer that plaintiffs are 
the source; and as long ago as 1922, that name indicated plaintiffs to the 
public, according to the testimony of a former commercial attache of the 
Italian Embassy in the United States. 


The court concludes that the name LOCATELLI has acquired a secondary 
meaning to purchasers of Italian food products and indicates plaintiffs as 
the source of those products. 


The fact that plaintiffs did not extensively use their name LOCATELLI 
in connection with olive oil prior to defendants’ use of their name LUCATELLI 
in connection with olive oil does not detract from the secondary meaning 
of plaintiffs’ name. Furthermore, defendants contend that plaintiffs have 
no rights under the law of unfair competition because their failure exten- 
sively to use their name in connection with olive oil is evidence they aban- 
doned their prior use of their name. As has been discussed, however, 
plaintiffs have continuously used their name on Italian food products and 
as the result of that use and the exploitation of the name, it has achieved 
a secondary meaning. Although plaintiffs did not begin to use their name 
in connection with olive oil until 1948, nevertheless, in connection with 
other products there is evidence of their consistent and extensive use prior 
thereto, so that the doctrine of abandonment—nonuse—is inapplicable. 
Such circumstances, however, are relevant to the issue of probable con- 
sumer confusion, which plaintiffs must prove to win an injunction. Amer- 
ican Shops, Inc. v. American Fashion Shops, ete., 13 N.J. Super. 416; 
Goldscheider v. Schnitzer, 3 N.J. Super. 425. 


Prior to defendants’ use, plaintiffs had continuously used their name in 
connection with the sale of cheese and other Italian food products. Thus the 
precise issue as to consumer confusion is whether plaintiffs’ use since 1904 
of the name LOCATELLI on its cheese, meat, tomato paste, and antipasto, 
and defendants’ use since 1940 of the name LUCATELLI, with the normally 
open end of the letter “u” nearly closed and resembling the letter “o”, on 
its olive oil now causes public confusion as to the source of defendants’ oil. 
The year 1940 is chosen because it appears that at that time (the evidence 
as to the date is unclear) defendants eliminated the name MICHELE from 
their labels and also altered the letter design to nearly closeup the letter 
“nu”. Defendants motives in thus changing its label are open to great sus- 
picion and do not create a favorable impression. 


“A nice discrimination is not expected from the ordinary purchaser 
and neither actual confusion nor actual fraudulent intent need be shown 
where the necessary and probable tendency * * *” is to deceive the public, 
thereby allowing defendants to palm-off their goods as those of the plain- 
tiffs. J. B. Liebman & Co., Inc. v. Lester Leibman, 135 N.J.E. 288, 295, 62 
USPQ 391, 394 (35 TMR 11). 
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Whether or not plaintiffs and defendants are competitors and if they 
are, the nature and degree of their competition is but another phrasing— 
and—imprecise—of the issue of consumer confusion in that such factors 
merely are relevant to that issue. Moreover, ‘“* * * the modern invocation 
of equity ought to depend more predominantly upon the character of the 
unfairness than upon the degree of competition * * *.” Goldscheider v. 
Schnitzer, 3 N.J. Super. 425, 429; see also Restatement, Torts, § 730 (1938). 
And harm to plaintiffs’ trade may be inferred from a finding of consumer 
confusion. American Shops, Inc. v. American Fashion Shops, etc., supra, 
because the interest protected by the courts is a property right. See 
Campbell Soup Co. v. Armour & Co., 175 F.2d 795, 81 USPQ 430 (39 
TMR 566), cert. den. 338 U.S. 847, 83 USPQ 543; 51 West 51st Corp. v. 
Roland, 139 N.J.E. 56, 72 USPQ 206 (37 TMR 56). 


Furthermore, although counsel for plaintiffs argues that defendants 
fraudulently adopted the name LUCATELLI the court need not decide that 
issue as the test is not motive of premeditated intent to harm plaintiffs 
or to deceive the public. J. B. Liebman & Co., Inc. v. Lester Leibman, supra ; 
Delaware, Lackawanna & Western R. v. Lackawanna Motor Freight Lines, 
117 N.J.E. 385; The Evening Journal Ass’n. v. Jersey Pub. Co., 96 N.J.E. 
54, 56; Wirtz v. Eagle Bottling Co., 50 N.J.E. 164. (See B. DiMedio & 
Sons, Inc. v. Camden Lumber & Millwork Co., Inc., supra. Accord Lorraine 
Mfg. Co. v. Lorraine Mfg. Co., 101 F.Supp. 967, 92 USPQ 62 (42 TMR 234), 
and eases cited therein; In: International Allied Printing Trades Ass’n. v. 
Master Printers Union, 34 F.Supp. 178, 181, 46 USPQ 464, 467-468 (30 
TMR 543), pertinent New Jersey State Court decisions are cited. The con- 
sequences of a defendant’s conduct predominate over the quality of his 
motive. Inebman & Co., Inc. v. Lester Leibman, 135 N.J.E. 288, 62 USPQ 
391 (35 TMR 11). If there is a likelihood that consumers are confused as 
to the origin of defendants’ olive oil, then plaintiff is entitled to relief. 


Complete identity of names is not a necessity for relief, yet the simi- 
larity must be such as in reasonable probability will deceive purchasers 
exercising ordinary discrimination. Goldscheider v. Schnitzer, 3 N.J. Super. 
425; J. B. Liebman & Co., Inc. v. Liebman, 135 N.J.E. 288, 295, 62 USPQ 
391, 394 (35 TMR 11) ; International Silver Co. v. Rogers Corp., 67 N.J.E. 
646, 650. The likelihood of consumer misguidance is the standard of per- 
missible similarity ; plaintiffs need not prove actual confusion. Goldscheider 
v. Schnitzer, supra. The difference between the two names is barely dis- 
cernible. At sight the “u” in LUCATELLI so closely resembles the “o” in 
LOCATELLI that there is a likelihood of consumer misguidance. Moreover, 
there is testimony that when spoken in Italian, the two names are pro- 
nounced the same. Whether the consumer, who is usually of Italian de- 
scent, himself takes the labeled product from the retailer’s shelf, or orally 
asks the retailer for the product, there is likelihod of confusion. 


Plaintiff’s laches, however, makes a decision in this case somewhat dif- 
ficult. In 1928, plaintiffs learned that the name LUCATELLI was being used 
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by defendants in connection with olive oil and one of plaintiffs’ corporate 
officers visited defendants’ place of business and told them to watch their 
step. Subsequent to that warning, plaintiffs did nothing to protect their 
trade name rights until 1948 when defendants sought to register their name. 
Meanwhile, for twenty years defendants continued to use their name in 
expanding business in the same New York metropolitan area in which 
plaintiffs operated. Such facts refute the explanation offered by plaintiffs 
—that they had no knowledge of defendants’ continued use of the name 
LUCATELLI. Laches bars the recovery of damages, but it is not a bar to an 
injunction. McLean v. Fleming, 96 U.S. 245; Menendez v. Holt, 128 U.S. 
514 (both cases cited with approval in UCO Food Corp. v. Fishman, 135 
N.J.E. 168) ; American Shops, Inc. v. American Fashion Shops, etc., 13 N.J. 
Super. 416; Keith Co. v. Greenberg, 134 N.J.E. 182, 60 USPQ 149 (34 
TMR 92); Blue Goose Auto Service v. Blue Goose Super Service, 
110 N.J.E. 547, 13 USPQ 196 (22 TMR 292); The International Silver 
Co. v. Rogers Corp., 66 N.J.E. 140, affirmed in part and reversed in part 
on other grounds, 67 N.J.E. 646. As has been discussed, this court must 
apply the substantive law of the State of New Jersey. The line of cases 
cited immediately above clearly set forth a principle without any qualifi- 
cation or limitation ; this court cannot violate the doctrine of Erie R. Co. v. 
Tompkins, 304 U.S. 64 and the choice of law cases cited above by rendering 
a decision contrary to that which the state court precedents indicate the 
state court would render in the same case. However great be a federal 
judge’s desire to “do equity,” when confronted with such settled state court 
precedent, he is helpless unless he engages in disingenuous judicial leger- 
demain. While there is no New Jersey case in support, the dilemma now 
confronting this court arising from the findings of probable consumer con- 
fusion plus laches is clearely stated in Nims, the Law of Unfair Competi- 
tion & Trade Marks, 4th Ed. (1947) § 409, pp. 1289, 1290. 


“The application of the doctrine of laches is especially difficult in 
trade mark cases because it is vital to the existence of a trade mark 
that it should be used by one and by only one concern. A trade mark 
cannot serve two masters; it cannot identify two sources at the same 
time and remain a trade mark. Consequently, if the court enforces the 
doctrine of laches, such a decision is tantamount to holding that there- 
after, two concerns (i.e., the plaintiff and the defendant) may legally 
use the mark in question on the same or on closely related products, 
which means that the court, in effect, has compelled the plaintiff to 
license the defendant to use its mark. Such a decree creates a situa- 
tion in which the mark appears before the public as identifying, not 
one concern, but two; and where a symbol or name is used on similar 
goods by two or more at the same time, it loses distinctiveness and use- 
fulness as a means of identification and instead of functioning as a 
public convenience as every trade mark should, it may be a source of 
confusion. 

“The case is easily imagined where the first user of a mark sleeps 
on his rights while another builds up a substantial business under a 
similar mark. Under such circumstances, denial of relief to the first 
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user may be equitable; but to enjoin the second-comer may result in 
unjust enrichment of the first user because he may profit by the efforts 
of the second user to popularize the mark [citing Dwinell-Wright Co. 
v. White House Milk Co., 44 F.Supp. 423, 52 USPQ 578 (32 TMR 102), 
W.D. N. Y. 1942, aff. 1382 F. 2d 822, 56 USPQ 120, C.A. 2, 1943 (33 
TMR 2)]. If the trade marks involved, are similar but not identical 
or if they are identical, but the goods on which they are used are not 
entirely the same, the public may learn to distinguish between the first 
and the second user; and in fact may already have done so during the 
period of laches, before the suit was brought. But if the trade marks 
are identical and the goods made by the first and second user are the 
same, the result must be confusion of the public. The first user still 
has a trade mark, in a technical sense, and his right to enjoin other 
infringers has not necessarily vanished, but his trade mark no longer 
has that distinctiveness which gives to a trade mark its significance 
and its value. 

“Where the goods manufactured by the first and second users are 
not the same or where the trade marks involved are not identical, 
though confusingly similar, the damage to the owner of the original 
trade mark may still be considerable. The owner of a trade mark who 
is estoped from prohibiting its use by another on closely related goods 
may find that his right to extend his business under it has been greatly 
circumscribed. * * * Laches, indeed acquiescence of many years, while 
a non-competitive but intimately related business is being built up, is 
usually conclusive against awarding an injunction.* The degree of 
exclusiveness of a name thus depends not only upon its distinctiveness, 
but also upon the owner’s vigilance in protecting it. Lack of reason- 
able protection and failure to use reasonable promptness in such pro- 
tection may endanger any mark.” 


Although this court looks to the New Jersey conflict of laws rule for 
the governing substantive law to apply to the complained of acts occurring 
in New York, it is unnecessary to decide what is that rule of reference. 
For if the injunction is to be effective its force must be extended across 
the geographical boundary of New Jersey into New York. Moreover, New 
York law does not differ from that of New Jersey. Tiffany & Co. v. Tiffany 
Productions, Inc., 147 N.Y. Mise. 679, affirmed 237 App. Div. 801, 262 N.Y. 
482; Ball v. Broadway Bazaar, 194 N.Y. 429, so that the result would be 
the same whether the New Jersey rule of reference would direct this court 
to the substantive law of New Jersey or of New York. 


Defendants counterclaim alleging unfair competition resulting from 
plaintiffs’ entry into the olive oil business is dismissed. The theory of the 
counterclaim is that plaintiffs entered the olive oil business solely for the 
purpose of capitalizing upon the good-will developed by defendants’ ex- 
ploitation of their name for their olive oil. Defendants did not seriously 
pursue their counterclaim either during oral argument or in their brief. 
And wisely, for plaintiffs did not unfairly compete in expanding their 
business to include a related product and using its trade name which had 
acquired a secondary meaning. 


* Nims gives no authority for this proposition and it is not the law of New Jersey. 
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Defendants will be enjoined from continuing their use of the name 
LUCATELLI. There was no proof of damage by the plaintiffs and so none will 
be assessed against the defendants. There will be a judgment for the 
plantiffs on the defendants’ counterclaim. Costs of this action to be 
divided between the plaintiffs and the defendants. 


An order may be submitted in conformity with the opinion herein 
expressed. 





MERSHON COMPANY v. PACHMAYR, doing business as 
PACHMAYR GUN WORKS 


No. 13334 — C.A. 9 — March 14, 1955 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF 
Mershon and Pachmayr developed and sold a gun recoil pad incorporating 
white leather layer between rubber layers and which bore the legend WHITE LINE on 
base of pad. Pachmayr subsequently withdrew under agreement not to compete 
for 30 months. After expiration of period Pachmayr resumed manufacture and sale 
of gun recoil pads without white layer. Subsequently in 1945 he incorporated white 
line exactly as Mershon pad. Mershon objected and Pachmayr agreed to stop 
but use of white line appeared in advertising and Mershon sued in State Court. 
Action dismissed on ground that Pachmayr acted in good faith and without attempt 
to pass off. Confirmed on appeal. Upon continuation of use of white layer by 
Pachmayr. Mershon brought suit in federal court alleging infringement of trade- 
mark and unfair competition. District Court dismissed suit on finding that white 
layer was not the subject of a valid trademark, there was no unfair competition 
and the state court decision was res adjudicata. Reversed on appeal. 
TRADE-MARK AcT OF 1946—RBGISTRABILITY—COLOR MARKS 
Where the words WHITE LINE on the recoil pad as used with white leather 
layer serve no functional value and are not descriptive of the article the symbol 
and mark constitute a valid arbitrary mark, since color can be protected as an ele- 
ment of a mark and while Pachmayr did not use the words WHITE LINE one does not 
have to copy another’s entire mark in order to infringe, if what he does copy is 
enough to cause confusion. 
REMEDIES—UNFaIR COMPETITION—BASIS OF RELIEF—DREsS OF GOODS 
Protection of trademark differs from patent in that protection is afforded 
where and when there is actual or likelihood of confusion. Evidence shows articles 
involved in direct competition and indistinguishable and confusion existing. A 
manufacturer who puts in the hands of his vendee the means of deceiving the con- 
sumer is charged with unfair competition. 
CouRTS—PLEADING and PRACTICE—ReEs ADJUDICATA 
Since acts complained of in federal case were acts performed at dates later 
than those in state case issues are very different and do not involve oral agreement 
not to sue and action is not barred by res adjudicata. 


Action by Mershon Company v. Frank A. Pachmayr, doing business as 
Pachmayr Gun Works for trademark infringement and unfair competition. 
Plaintiff appeals from judgment for defendant of District Court for 
Northern District of California. Reversed. 

Mason & Graham, Collins Mason, and William R. Graham, of Los Angeles, 

California, and Snyder & Fletcher, W. Cloyd Snyder, and Louis T. 

Fletcher, South Pasadena, California, for appellant. 
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Edward Hervey, of Los Angeles, California and Donald W. Hamblin, of 
Pasadena, California, for appellee. 


Before STEPHENS and CHAMBERS, Circuit Judges, and McLauGuHuin, Dis- 
trict Judge. 
STEPHENS, Circuit Judge. 

Mershon Company, Inc., failed in its action for a judgment in the 
United States District Court against defendant Frank A. Pachmayr, indi- 
vidually, and as Frank A. Pachmayr, d.b.a. Pachmayr Gun Works, in 
which trademark infringement and unfair competition by the defendant 
was claimed, and Mershon appealed. Herein we shall refer to Mershon as 
appellant or sometimes as Mershon, and to Pachmayr as appellee or some- 
times as Pachmayr. 

Since there is a judgment of the United States District Court and 
also a judgment of the Superior Court of California to be considered 
herein, we shall refer to the former as the federal judgment or court, and 
to the latter as the state judgment or court. The same distinction will be 
made as to the federal and state courts of appeal. 

Appellant company owns what it claims to be a valid United States 
registered trademark for small arms shoulder recoil pads. The claimed 
trademark consists of the words WHITE LINE which words are imprinted 
on the shoulder contact base of the pad together with a claimed symbol 
formed by a white line encircling the recoil pad at or near the gun stock 
to which it is attached. 


The pad, manufactured by Mershon, is made up of leather-like or 
composition layers between which is a layer of treated rubber about an 
inch thick. The rubber layer is molded with open spaces which accommo- 
date the gun recoil by the rubber flattening into the open spaces. The 
layer next to the gun stock is made of dark, hard material, and the next 
layer is white leather or leather-like composition and is approximately one- 
fourth or one-eighth of an inch thick. The edge of the white layer forms 
the white line. The words, WHITE LINE are imprinted on the pad’s surface 
which fits the shoulder as the gun is used. The pad with the mark has been 
and is extensively advertised and depicted as the WHITE LINE pad, and it 
is a successful article of merchandise. 


As this appeal reaches us, the facts which are undisputed are: Frank 
A. Pachmayr and L. E. Mershon were sometime associated in the gun 
accessory business. They manufactured and sold a recoil pad, as above 
described, to the trade, and they owned a United States registered trade- 
mark related to the pad which consisted of the symbol as above described. 
There came a time in 1936 when, by mutual consent, Pachmayr withdrew 
from the business, leaving Mershon or the Mershon Company owner of 
and continuing in the business and possessed of a valid agreement by which 
Pachmayr agreed not to compete in business with Mershon for thirty 
months. The agreement was lived up to, but after expiration of the given 
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time, Pachmayr resumed business as Mershon’s competitor and made and 
sold recoil pads without the white line feature or symbol. However, some- 
time in 1945, Pachmayr’s pad appeared on the market with the white line 
exactly as it had been used during the period in which Pachmayr and 
Mershon were together. The words, WHITE LINE, however, were not placed 
on the pad but Pachmayr’s name as manufacturer was impressed upon it. 

Early in 1946 Mershon took note of the situation and complained 
about it with the result that Pachmayr orally agreed to refrain from 
further use of the white line and Mershon agreed not to sue for its past 
use. Accordingly, Pachmayr stopped use of the line, but some advertising 
in publications continued depicting Pachmayr’s pad with the white line 
prominently displayed. Deeming the agreement above mentioned violated, 
Mershon sued Pachmayr in the California State Superior Court. The 
findings of fact and conclusions of law, and the judgment, of the state 
court are here in evidence but the pleadings are not. 

The state trial court found that Pachmayr had not violated the oral 
agreement and that the agreement barred the suit. And the court further 
found that Pachmayr at all times had acted in good faith, and that at no 
time did he attempt to capitalize on the good will and reputation of 
appellant company or attempt to pass off his pads as those of Mershon’s 
and ordered judgment for Pachmayr. Mershon Company appealed to 
the California District Court of Appeal, and the judgment was affirmed. 
Mershon Company, Inc. v. Pachmayr, 1948, 88 Cal.App.2d 901, 199 
P.2d 687. 

The state court of appeal was of the opinion that the state trial court 
was right in finding that Pachmayr had not violated the Pachmayr- 
Mershon oral agreement, and that the agreement barred the suit. It 
specifically refrained from passing on any other issue, deeming all others 
immaterial in the circumstances, citing Rosenfield v. Vosper, 86 Cal.App.2d 
687, 692, 195 P.2d 503; Mershon v. Pachmayr, 1948, 88 Cal.App.2d 901, 
199 P.2d 687. 

Having won the action which had been brought against him in the 
state courts, Pachmayr appears to have considered his right to the use 
of the white line established, and he resumed its use, but without the 
use of the words, WHITE LINE. 

Mershon then brought the instant federal action, alleging infringe- 
ment of the trademark and unfair competition. A third cause was alleged 
and dismissed. Upon trial, the federal court found, in effect, the white 
layer of material, which formed the distinguishing white line, not to be 
the subject of a valid trademark; that Pachmayr’s actions did not con- 
stitute unfair competition; and that the State Superior Court judgment 
is final and conclusive between the parties, and acts to bar the federal 
court action, under the doctrine of res judicata. 

While the use of either a common law or a statutory trademark may 
constitute unfair competition or unfair trade, there are many other ways 
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in which commercial unfairness may be committed. Then, too, the use of 
any certain method of selling an article may be perfectly fair in itself, 
but illegal when it is practiced with the intent to deceptively pass off goods 
of one for goods for another. We mention these fundamental principles 
merely to point up the inherent relationship between trademarks and 
unfair trade. So important to the commercial world are marks which 
indicate the source of an article in trade that the common law has long 
afforded protection to them and latterly statutory law has been enacted 
for that purpose.’ Title 15 U.S.C.A. §1114(1) et seq. 


In our case, the margin of apparent differences between gun recoil 
pads is quite limited. Made simply to perform their function, gun pads 
look much alike and, to build a trade in them by a manufacturer who 
markets them throughout the United States, a mark of difference would 
be a material aid. Pachmayr and Mershon, when together, recognized the 
point and adopted a “mark” of striking prominence which had not the 
slightest function as a recoil absorber, but which would give their product 
a distinction. They then sought trade through expensive efforts to identify 
their product. Evidently, all concerned believed it was a useful mark. 
Pachmayr, though doing without it for a time, readopted its use and 
sought to reap the trade it fostered. The mark therefore and the trade with 
it was and is of importance to the contending parties. 


In the instant federal case, the court, believing the circumstances of 
the state case to be parallel with those of the federal case it was hearing, 
stated his views in a memorandum opinion: 

“* * * T believe the defense of res judicata under California 
law is good. * * * [B]ut also believe the Superior Court was correct 
in its findings of fact on the issue of unfair competition. I also 
find that a white line or lamination interposed in a gun recoil pad 
under the facts of this case is not the subject of a valid trade mark.” 


Findings of fact and conclusions of law in accord with the memorandum 
were signed by the judge. The findings also were that it is not true that 
the parties to the action were the only ones to use the white line on a 
recoil pad. That the pads sold and advertised by Mershon had not become 
universally known as WHITE LINE RECOIL PADS. That Pachmayr had not 
acted in bad faith, that Mershon is estopped from litigating any facts 
found to be true by the Superior Court in the state action referred to in 
his opinion. 


1. The commentary on the Lanham Trade Mark Act, beginning at p. 265 of Title 
15 U.S.C.A. (1948 ed.) following § 1024, may be read with profit, and we quote from 
page 285: , 
“The Inter-American Convention declares the following acts to be unjust and 
prohibited: 
“yy ** * 


“2. Acts calculated directly or indirectly to represent that the goods or busi- 
ness of one person are the goods or business of another, whether by the appropria- 
tion or simulation of trade marks, symbols, distinctive names, the imitation of 
labels, wrappers, containers, commercial names, or other means of identification; 

“3. * * 
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The great difficulty found in these findings is that the instant federal 
case is very different from the state case. The acts complained of in the 
federal case are acts performed at dates later than those in issue in the 
state case. The decision of the state case is based upon the Mershon- 
Pachmayr “not to sue, not to continue use of the mark” agreement. The 
state court found: 

“* * * [T]hat pursuant to said verbal agreement defendant 
[Pachmayr] within a reasonable time, and prior to the commence- 
ment of this [state] action, ceased the manufacture of a recoil pad 
using a white line therein and that defendant [Pachmayr] has not 


since, nor is he now, manufacturing a recoil pad with a white line.” 
(Vol. II, R., p. 248, XI.) 


The facts in the federal case plainly indicate that after the affirmance 
of the state court judgment by the state appellate court, Pachmayr pro- 
ceeded to manufacture and market the pad with the white line symbol 
and the pleadings in the federal case show that case to be based upon the 
past and present continuing use of the symbol of Pachmayr. 

With the foregoing analysis, it seems clear that the two cases were 
not parallel with each other. The state trial court found that Pachmayr 
had not violated his oral agreement not to us the symbol and that Mershon’s 
agreement to waive suit for its past use was binding upon him. The state 
appellate court affirmed upon the waiver. In fact, it appears that from all 
of the facts found in the state case that Pachmayr’s hold-over advertisement 
in the magazine, “Field and Stream” which showed the white line on a 
pad, was not a violation of the agreement not to use the white line and 
did not constitute unfair trade. If there was evidence of any substantial 
manufacture and sale of the pad with the white line we are not informed 
of it, and the state court’s findings do not indicate that there was any 
extensive trade therein, for we find the court saying (as quoted above) 
“* * * that pursuant to said verbal agreement defendant within a reason- 
able time, and prior to the commencement of this action, ceased the manu- 
facture of a recoil pad using a white line therein and that defendant 
has not since, nor is he now, manufacturing a recoil pad with a white line.” 

The adjudication in the state court of these facts show the case in 
which they were found to be so vastly different from the issues of the 
instant federal case that no phase of res judicata or of estoppel by judg- 
ment can be maintained. The technical question as to whether the state 
appellate court’s affirmation of the judgment upon the one point of waiver, 
also affirms all other findings of the state trial board, need not be considered. 


The words WHITE LINE (as they are used, with the layer of white mate- 
rial constituting a white line around the pad) have no possible functional 
value and serve no purpose as descriptive of the article or its use. The 
symbol thus created acts as an arbitrary mark or sign of its owner’s 
product in the same manner that the trade name or mark SUNBEAM serves 
its user, as particularly set out in our SUNBEAM cases, together with sup- 
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porting authority. (See Sunbeam Lighting Co. v. Sunbeam Corp., 9 Cir., 
1950, 183 F.2d 969, 86 USPQ 240 (40 TMR 968) certiorari denied 340 
U.S. 920, 88 USPQ 569; Sunbeam Furniture Corp. v. Sunbeam Corp., 
9 Cir., 1951, 191 F.2d 141, 90 USPQ 43 (40 TMR 818). Therein we held 
that trade names made up of recognized words in use are protected 
narrowly. That is, the word SUNBEAM by trade mark statute or by the laws 
of unfair trade, cannot be monopolized by anybody. If, however, as was 
the case in the Sunbeam eases, the trade word is not descriptive of the 
article in trade it will be protected in its application to the article or to 
the general nature of the article. The principle is applicable to the instant 
ease. A symbol, though comprised of common words, used upon a gun 
pad but which is not descriptive of a gun pad, may be protected as a 
statutory mark and as well as against the broader conception of unfair 
trade. The protection, however, would not go to the extent of preventing 
the use of the same symbol upon a product of an entirely different nature. 


Pachmayr argues that the symbol is non-effective because a color is 
involved. We do not read the cases as excluding color from being an 
element in a trade name or mark. We do not hold that color alone can 
be protected as a mark, but certain color can be an element of a mark, 

“* * * if it be impressed in a particular design, as a circle, square, 

triangle, a cross or a star”, 
quoting from Leschen & Sons Rope Co. v. Broderick, 1906, 201 U.S. 166, 
171. The California District Court of Appeal, in So. Calif. Fish Co. v. 
White Star Canning Co. 1920, 45 Cal.App. 426, 431, is to the same effect. 
We quote: 

It is true that sometimes a color, taken in connection with charac- 
teristics, may serve to distinguish one’s goods, and thus be protected 

by the courts. (Fairbanks Co. v. Bell Mfg. Co., 77 F. 869 [23 C.C.A. 

554]—a ease where, however, there was proof of specific instances 

of deception.)” 

A trademark is very different from a patent as to the law’s pro- 
tection, but the protection the law affords to the former is often confused 
with that of the latter. The patent protects the discoverer in the use, 
including sale of the article invented, as to which he is granted a govern- 
mental monopoly. The trademark is only protected where and when, and 
in the facts of each case, there is actual or likely confusion as to the 
source of the article in commerce. In our case the field of protection 
sought and the time it is required is definite. The evidence is conclusive 
in our case that the pads were in competition in the field alleged. Pachmayr 
himself had, in connection with Mershon, adopted and used the symbol 
as a mark. He had knowledge that his resumption of its use was objected 
to by Mershon. It could not reasonably be held that Pachmayr did not 
readopt it because he believed, and probably upon very convincing evi- 
dence, that the Mershon pad publicized by the white line was a favored 
article. See International News Service v. Associated Press, 248 U.S. 215, 
and Nims, Unfair Competition and Trade Marks, p. 1214, See. 381. That 
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Pachmayr’s pad could be easily substituted for Mershon’s is well illustrated 
by the federal trial judge’s remarks in the course of trial: 

“The Court: Go ahead, but I am going to say right now you can 
look at these two pads, and anybody who was looking for a white line 
as a distinguishing mark would not be able to tell them apart. These 
two articles would be confusing. You can look at them and determine 
that. You can put on all the evidence to the contrary that you want, 
but the two articles speak louder than any witness has spoken here, 
so far as I am concerned.” [R. p. 194] 

The court never deviated from this viewpoint, and the evidence is sus- 
ceptible of no different conclusion. There is ample evidence in the case 
to require the finding that there was material confusion just as the 
court said there would be, and that there was strong likelihood that there 
would be confusion, although actual confusion is not essential in the 
proof of infringing a trademark.* We cite authority in the margin as to 
several applicable and relevant principles.* 





2. As to likelihood of confusion by the similarity of the pads, a Mr. Clark, who 
conducts a gun shop, while on the stand in the federal case as a witness for Pachmayr, 
was questioned by the court as follows: [R. p. 221] 

“The Court: You are accustomed to handling these [pads]. 

“Witness: That is right. 

“The Court: So you would know them by a glance, but suppose you were like 
myself, not a sportsman, and going hunting for a pad, and you showed me the 
two, would I readily distinguish the difference by looking at them? * * * You would 
have to look at the name of the manufacturer and the way they are constructed, 
and that would be a matter of familiarity with recoil pads, would it not? 

“The Witness: I guess you are right.” 

3. “* * * A manufacturer who puts in the hands of his immediate vendee the means 
of deceiving the consumer, is chargeable with unfair competition. The possibility that 
the retailer may not be honest in such matters must be taken into account by the manu- 
facturer in selecting his brands.” Nims, Unfair Competition and Trade Marks, p. 
1214, See. 381. 

One does not have to make a copy of another’s entire trademark in order to in- 
fringe it, if what he does copy is enough to cause confusion. Sazlehner v. Eisner, 179 
U.S. 19. This is particularly true where the trademark consists of both words and a 
symbol having the same meaning. For instance, see the following cases: 

Hutchinson v. Blumberg, 51 F.829, 831. The plaintiff’s trademark consisted 
of the word STAR accompanied by a star-shaped symbol. 

United Electric Co. v. Replogle, 289 F.626. A red band around the base as 
a trademark was held confusingly similar to a trademark consisting of the words 
RED WING accompanied by a red ring-like symbol. 

Gordon Dry Gin Co. v. Eddy & Fisher Co., 246 F.954, 955. The plaintiff’s trade- 
mark comprised the words BOAR’S HEAD accompanied by a picture of a boar’s head. 
The defendant’s mark was merely a picture of a boar’s head. Held infringement. 

Aktiengeselischaft fiir Feinmechanik etc. v. Kny-Scheerer Corp., 80 F.2d 266, 
27 USPQ 447 (26 TMR 40). The plaintiff’s trademark was a picture of a serpent 
entwined on a staff and a crown (commonly known as the physician’s symbol, named 
AESCULAP. Defendant did not use any symbol, but used as his trademark the 
word AESCULAP. Held confusingly similar to plaintiff’s mark. 

Bradstone Rubber Co. v. Coe, 34 F. Supp. 926, 46 USPQ 401 (30 TMR 506). 
A trademark consisting of a green circular line symbol displayed on rubber heels, 
was held to be confusingly similar to a mark consisting of a red circular line symbol 
for the same goods. 

Derby Oil Co. v. White Star Refining Co., 69 F.2d 984. A trademark consist- 
ing of the words WHITE STAR was held to be confusingly similar to a trademark 
consisting of a symbol showing a picture of a white star. 

Kushner §¢ Gillman v. Mayflower Worsted Co., 11 F.2d 462. A trademark 
consisting of the word MAYFLOWER was held infringed by a trademark consist- 
ing of a picture of the ship MAYFLOWER. 

For partial copy of a trademark, see Saalfield Pub. Co. v. G. & C. Merriam Co., 238 F.1. 

See, also Title 15 U.S.C.A. § 1114(1), the trademark statute. 





Vol. 45 T. M. R. VALENTINO, INC. v. MAJAR DISCS, INC. 567 


Having reviewed the whole record including inspection of exhibits 
and a study of the court’s findings of fact and conclusions of law, we 
are convinced that the United States District Judge was firmly impressed 
with the idea that color cannot be a component of a statutory or common 
law trademark or of unfair trade. And we are convinced that such idea 
led to the erroneous conclusion that the symbol constituting the trade- 
mark is not a valid trademark. The essential elements of infringement 
of a legal trademark and of unfair trade on the part of appellee Pachmayr 
were well proved, therefore, the judgment must be reversed. 


Reversed and remanded with instructions to the district court to 
proceed in accordance with this opinion. 


THOMAS J. VALENTINO, INC. v. MAJAR DISCS, INC. 
N. Y. Sup. Court, Special Term, N. Y. County—March 14, 1955 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATIONS 
MAJAR used in connection with merchandising of phonograph records is confus- 
ingly similar to Masor, used in same trade. 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
In seeking equitable relief against confusion financial success of interloper is 
not the test. 


CourTs—J URISDICTION 
In action for trademark infringement, state courts have concurrent jurisdiction 
with federal courts. 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 
Defendant is enjoined from f\rther manufacture of phonograph records bearing 
infringing labels, but is given opportunity to dispose of present supply. 
Action by Thomas J. Valentino, Inc. v. Majar Discs, Inc., for trade- 
mark infringement. Judgment for plaintiff. 


Socolow, Stem & Seton (A. Walter Socolow of counsel), of New York, 
N. Y. for plaintiff. 


Robert Machat, of New York, N. Y. for defendant. 
McGivern, Justice. 


The plaintiff herein would enjoin the defendant from further use 
of the word MaJar in connection with the manufacture, sale, distribution 
or advertising of phonograph records. The plaintiff organization has long 
been associated with the words MAJoR RECORDS, the actual use of these 
words by the plaintiff, antedating the date of the plaintiff’s incorporation 
in 1941. The defendant, also engaged in the same trade, commenced using 
the words MAJ4R Discs in 1954. The plaintiff contends that the similarity 
of the words MAJor and MAJAR creates such confusion and deception in the 
record world that it is entitled in equity to injunctive relief. 

The court upholds the plaintiff and finds that an injunction should lie. 
Although the litigants herein do not produce exactly the same type of 
record, nevertheless they are both competitors, either actual or potential, 
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in a narrow area of the business world, and the defendant, a late starter 
with reference to the word Magar, should not be permitted willy-nilly to 
assume an almost identical name as that long used by the plaintiff, and 
thus cireumscribe the plaintiff from developing its full potential. It would 
seem that the basic tenets of fair play should bar such a development. 
But the defendant contends that since the plaintiff has to a degree 
specialized in commercial, sacred music, and sound effect records, and 
the defendant in popular “hit” tunes, the plaintiff cannot be prejudiced 
by the defendant appropriating the word Magar. In fact urges the de- 
fendant, since the latter’s sales have been extraordinary, principally 
because of isolated “hit” records, the plaintiff has not been impaired in 
any way. To be sure, the evidence is sparse on the extent of the impairment 
done the plaintiff’s business, and it does appear that the defendant has 
been the more successful of the two, but in equity the financial success of 
the interloper is not the test. Although perhaps on a more modest scale, 
the plaintiff organization through the years has maintained a steady and 
a satisfactory pace, has expanded money in advertising its name MAJOR 
RECORDS, and the sudden advent of the appellation MAJaAR DIscs, in the 
same narrow field, necessarily tends to confuse interested purchasers and 
to destroy the effect of a means for identification, which by virtue of long 
and sustained usage is rightfully the plaintiff’s alone. Cf. Unfair Competi- 
tion and Trade-Marks, Nims, Vol 2, Chapters 278C and 278B; see also 
Premier-Pabst Corp. v. Elm City Brewing Co., 9 F.Supp. 754, 23 USPQ 
84 (25 TMR 602); Mark Realty Corp. v. Major Amusement Co., Inc., 180 
App. Div. 549; Graybar Electric Co., Inc. v. Grayway Electrical Supply 
Corp. 107 N. Y. 8. 2d 597, 91 USPQ 159 (41 TMR 1082); Duraloy Co. v. 
Duralloy Products Corp., 89 N. Y. 8. 2d 164, 81 USPQ 421 (39 TMR 602) ; 

Tiffany & Co. v. Tiffany Productions, Inc., 262 N. Y. 482. 


As for the defendant’s contention that this court has no jurisdiction, 
but that the Federal Courts have exclusive jurisdiction, it has been 
established that the State Courts have concurrent jurisdiction Nims, supra, 
sec. 241. Brown & Bigelow v. Remembrance Advertising Products, Inc., et 
al., 279 App. Div. 410, 92 USPQ 443; Aff’d 304 N. Y. 909, 96 USPQ 426 
(42 TMR 312). 

Although this court concludes that the plaintiff is entitled to a judg- 
ment, the defendant will be given an opportunity to dispose of its present 
supply of records, specifically those containing the labels bearing the 
legend MAJAR Discs. Suggestions as to the time necessary to effect this 
direction will be received upon the settlement of the judgment. Meanwhile, 
and pending the entry of judgment, the defendant is enjoined and restrained 
from the further manufacture of any phonograph records bearing the label 
MAJAR Discs. And further, after the date so fixed in the judgment, the 
defendant is restrained and enjoined from using the name MAJaR or any 
similar name in connection with the manufacture, sale, advertising or dis- 
tribution of phonograph records. 





Vol. 45 T. M. R. FRANKLIN, ET AL. v. HART, ET AL. 569 


The plaintiff having failed to offer any competent proof entitling it 
to damages, or an accounting there will be no damages awarded and there 
will be no accounting directed. Settle findings and judgment. 


FRANKLIN et al. v. HART et al. 
No. 95-324 — D.C., $.D.N. Y. — March 16, 1955 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF 


Action for unfair competition and motion for preliminary injunction to restrain 
defendants from use of title ANNIVERSARY WALTZ for play and threatened sale of 
play and title for use as a motion picture. Plaintiffs wrote and composed musical. 
Defendants produced and presented play ANNIVERSARY WALTZ; use of title was not 
authorized, consented to or licensed and despite demands, defendants did not abstain 
from use of title. Motion picture rights in play and title are owned by authors and 
stem from contract between authors and defendants, who may participate in pro- 
ceeds of sale of motion picture rights. Since plaintiffs did not make sufficient 
showing of irreparable harm, motion for injunctive relief is denied. 


Action by Dave Franklin and Helen R. Dubin v. Bernard Hart, Joseph 

M. Hyman, and Mayfair Music Corp. for unfair competition. 
Plaintiffs move for injunction pendente lite. Motion denied. 
Wattenberg & Wattenberg, of New York, N. Y., for plaintiffs. 
Reinheimer & Cohen, of New York, N. Y., for defendants. 

Bicks, District Judge. 

This is an application for an injunction pendente lite restraining the 
individual defendants from licensing or selling the title ANNIVERSARY WALTZ 
to a motion picture producer. 

The complaint purports to set forth three causes of action. It is alleged 
that plaintiffs in 1941 wrote and composed! a new and original musical 
composition and gave to it the title THE ANNIVERSARY WALTZ; that said title 
was new, original, fanciful and unique and was conceived and created by 
the plaintiffs; that said title has become identified in the public mind with 
the musical composition of like name “to such an extent as to constitute it 
as having a secondary meaning with the result that the [said] title * * * 
refers to and is connected only with said musical composition and no other 
musical composition, play, literary or dramatic work;” that the musical 
composition has attained and still retains a widespread popularity and that 
it, as well as the title constitute a valuable property right. The complaint 
then proceeds to recite that in or about April 1954 the individual defend- 
ants produced and presented on the living stage of New York City, a play 
entitled ANNIVERSARY WALTZ; that the use of said title for said play was 
not authorized, consented to, or licensed and that said defendants, despite 
demands that they abstain from such use of the title, have persisted in using 
the same to plaintiffs’ damage in the amount of $50,000.00. For a second 


1. The plaintiff Helen R. Dubin is the widow and successor in interest to one of 
the composers. 
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cause of action plaintiffs assert that the conduct of the defendants has mis- 
led and deceived the public into believing that the musical composition was 
used in or formed the basis of the play and that such unfair competition 
has damaged plaintiff to the extent of $50,000.00. As a third cause of action 
it is alleged that the individual defendants have sought and continue to 
seek to sell or license the play ANNIVERSARY WALTZ for use as a motion pic- 
ture and that if a sale or license is consummated for such purpose the 
defendants will continue to use the title. Plaintiffs assert that the alleged 
conversion of their property rights and the alleged unfair competition 
engaged in by the individual defendants if allowed to continue will cause 
them irreparable damage which no remedy at law will adequately redress. 
The prayer of the complaint is for a money judgment and a permanent 
injunction restraining use of the title. 

The scope of the temporary injunction sought should be noted. Re- 
straint of use of the title during the pendency of the suit is not applied for ; 
rather only a sale or license thereof. It appears from the moving papers 
that the individual defendants are the general partners of Anniversary 
Waltz Company, a limited partnership which is the producer of the play 
entitled ANNIVERSARY WALTZ and that their sole rights with respect to the 
play stem from and are set out in a certain Dramatic Production Contract 
dated November 24, 1953, they made with the authors of the play. What- 
ever motion picture rights, if any, inhere in the play and the title thereof 
are owned exclusively by the authors. While under the contract the de- 
fendants may participate in the proceeds of the sale of the motion picture 
rights it is clear that they have “no right, title or interest, legal or equit- 
able” in such rights. A suit to enjoin threatened injury will not lie where 
those who are said to threaten the injury admittedly have not the power 
or ability to carry their threat into effect. Bookbinders’ Trade Assn, Inc., 
et al. v. Book Mfrs.’ Institute, Inc., et al., (S.D. N.Y. 1934) 7 F.Supp. 847. 

It is not suggested that it is within the power of the defendants to 
confer upon a purchaser or licensee any greater rights to the title than the 
defendants themselves may have. This case is therefore to be distinguished 
from those in which the threatened sale is enjoined pendente lite because 
the sale to a bona fide purchaser would result in cutting off legal defenses 
available against the transferor. See 1 Pomeroy’s Equity Jurisprudence, 
Fifth Ed. § 221c. 

Plaintiffs have failed to make a sufficient showing of irreparable harm 
to justify granting injunctive relief at this posture of the suit, and accord- 
ingly the motion is denied. 





NOMA LITES, INC. v. LAWN SPRAY, INC. et al. 
No. 15264 — D.C., E.D. N.Y. — March 18, 1955 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF 


Plaintiff moves for preliminary injunction in action for unfair competition. 
Plaintiff promoting new underground sprinkler system NOMA SPRAY; subsequently 
defendant was organized and is marketing an identical system under name LAWN 
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SPRAY, advertisements and style of printing closely resemble plaintiff’s. While law 
favors competition it does not countenance fraudulent acts and if material used 
by competitors is calculated to deceive the public its use should be prevented. Test 
is whether defendant is attempting to “palm off” its goods as those of plaintiff. 


Defendant will not be harmed if its price lists are printed in different color 
or its numerals in different sequence or the printing of the word spray be in 
different style. Motion for preliminary injunction granted upon posting of $500 
security bond. 


Action by Noma Lites, Inc., v. Lawn Spray, Inc., and Walter H. 
Steiner for unfair competition. Plaintiff moves for injunction pendente 
lite. Motion granted. 

Morris Kirschstein, of New York, N. Y., for plaintiff. 
Mock & Blum, of New York, N. Y., for defendants. 
BRUCHHAUSEN, District Judge. 

By this motion, plaintiff seeks an injunction pendente lite in an action 

involving alleged unfair competition on the part of the defendants. 


The plaintiff, in its complaint, alleged that in October, 1954, it began 
preparations for the manufacture and marketing of a new underground 
sprinkler system for lawns and gardens and in connection therewith 
launched an advertising and selling campaign including the preparation 
of distinctive advertising material; that in December, 1954, it commenced 
the manufacture and sale of the system and adopted and commenced the 
use in connection with same of the trademark NoMA spray printed in green 
color with the word spray displayed in peculiar slanting type and preceded 
by the legend MAKE IT RAIN WITH; that the plaintiff designed the hose in 
a particular shape and with ornamentation; that the defendant Lawn 
Spray, Inc. was organized on or about December 30, 1954; that the latter 
has prepared and circulated printed material and cartons, closely re- 
sembling those of the plaintiff; that the defendants manufactured and 
offered for sale under the trademark LAWN spray a sprinkler system of the 
identical description and size of the plaintiff’s system and that the de- 
fendants’ acts have deceived and misled purchasers into believing that the 
sprinkler system sold or offered for sale by them are those manufactured 
or originated by plaintiff. 

The plaintiff prays for an order restraining the defendants from using 
the forms of advertising, simulating that issued by the plaintiff and for 
related relief. 

There is no material dispute of facts. The Court has examined the 
exhibits produced upon the argument of the motion and the printed 
material submitted in connection therewith. It would be difficult for the 
defendants to more closely follow the work of the plaintiff without actually 
copying it. The issue is mainly one of law. 


While the law favors competition and incidental thereto permits prac- 
tices involving undersale of an originator’s product, it does not countenance 
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fraudulent acts. Briddell, Inc. v. Alglobe Trading Corp., 194 F.2d 416, 
92 USPQ 100, (42 TMR 207). 


If the material used by a competitor is calculated to deceive the public, 
its use should be prevented. On this point the Court in the case of 
Eastern Construction Co., Inc. v. Eastern Engineering Corporation, 246 
N. Y. 463, said: 

“Common right to use geographical or descriptive terms, even 
individual right to use one’s own name, does not include a use which is 
calculated to deceive. Corning Glass Works v. Corning Cut Glass Co., 
197 N.Y. 173, 90 N.E. 449; Ball v. Broadway Bazaar, 194 N.Y. 429, 


87 N.E. 674; Higgins Co. v. Higgins Soap Co., 144 N.Y. 462, 39 N.E. 
490, 27 L. R. A. 42, 43 Am. St. Rep. 769.” 


The defendant contends that the slanting type used for the printing 
of the word spray has not acquired such a “secondary meaning” so as to 
preclude its use by anyone, unless its use has acquired a common law 
secondary meaning, or a distinctive meaning, as used in the Trade Mark 
Statute, 15 U.S.C.A. 1052, evidence whereof by said Act must exist for a 
period of five years. 

The defendant also asserts that there can be no proof of “secondary 
meaning” until overwhelming evidence of consumer confusion is proven, 
also that the plaintiff’s failure to copyright its literature cast it into the 
public domain and that even if copyrighted, apt pictures and languages 
describing the article are proper provided the defendant printed its name, 
so that in the final analysis the only resemblance is the apparatus itself. 

Lastly, the defendant claims that a number system is not capable of 
protection. 


The plaintiff urges that “secondary meaning” is unnecessary, the test 
being whether there is an attempt by defendant to pass off its goods as 
those of the plaintiff. 


It does not appear that defendants’ activities will be stopped, or even 
curtailed, if it changes the format of its advertising and sales promotion. 
On the other hand plaintiff may be precluded from developing a personality 
in this field, at the inception, if defendant be permitted to create an aura 
of confusion. 

The principal consideration is whether the defendant is attempting 
“to palm off its goods” as those of the plaintiff. See Avon Periodicals v. 
Ziff-Davis Pub. Co., 122 N.Y.8.2d 92, 98 USPQ 38 (43 TMR 1157) and 
Santa’s Workshop, Inc., v. Sterling, 122 N.Y.S. 2d 488, 98 USPQ 463. The 
“palming-off” theory appears to have superseded the so-called “secondary 
meaning”. 

The case of Town Taxi Service Corp. v. Vet-Cab, Inc., 104 N.Y.S.2d 
915, is a complete treatise on this subject. As stated at page 927 therein, 
quoting from Mr. Justice Shientag in the case of New York World’s Fair 
1939 v. World’s Fair News, 297 N.Y.S. 923, 927, 928, the Court said: 
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“Actual competition is not necessary as a basis for injunctive 
relief to prevent the imitation of a name. *** It is not essential to 
prove actual confusion, deception, or bad faith as a basis for injunctive 
relief to prevent the use of a name which is likely to lead to confusion 
* * * The likelihood of confusion justifies injunctive relief.” 


In the case of Higgins v. Higgins, 144 N.Y. 463, the defendant was 
restrained from using a certain name although it was the surname of one 
of the incorporators. At page 468, the Court said: 

“The sole test of liability is whether the acts done, either in 
organizing the defendant or in the prosecution of its business subse- 
quently, invaded any right of the prior corporation or exceeded the 
boundaries of fair competition.” 


The case of Lucien Lelong, Inc. v. Lander Co., 164 F.2d 395, 75 USPQ 
302 (38 TMR 57), cited by defendant, in connection with “secondary 
meaning” is not in point. To protect its odd-shaped perfume bottle, 
plaintiff therein claimed a “secondary meaning’. Here no such claim is 
made. Plaintiff in the cited case sought protection beyond the term of 
its patent. 

The case of Upjohn Co. v. Wm. 8. Merrell Chemical Co., 269 F. 209, 
is distinguishable. The plaintiff therein sought to enjoin the manufacture 
and sale of pharmaceutical tablets of a particular size, shape, and color, 
but there apparently was no attempt by defendant to “palm-off” its product 
as that of the plaintift. It must be borne in mind that the plaintiff herein 
does not seek to enjoin the style of the product itself, but merely the 
marketing thereof. 

Likewise, the case of Mavco, Inc. v. Hampden Sales Association, 273 
App. Div. 297, 77 N.Y.S.2d 510, 77 USPQ 62 (38 TMR 568), is easily 
distinguished, for at page 518, 77 USPQ at 66, the Court pointed out: 

“There was no simulation of plaintiff’s general mode of marketing, 
of packaging, or of its advertising”. 

In the last two cases above mentioned, the styling of the product was 
the subject of the restraint, not the advertising and promotion thereof. 

The case of Briddell, Inc. v. Alglobe Trading Corp., 194 F.2d 416, 92 
USPQ 100 (42 TMR 207), cited by defendant, is not in point. The plaintiff 
therein sought to restrain defendant from manufacturing and selling steak 
knives which were a slavish imitation in design of those of the plaintiff. 
Once again it was the product itself that plaintiff sought to enjoin, not 
the sales promotion thereof. 

The gist of the cases, cited by the defendant is that unless one has 
a clear-cut patent, or has established a “secondary meaning” by long and 
extensive usage, general characteristics, such as shape, color, design, etc., 
will not be interferred with by the courts even if those characteristics are 
deliberately copied. It would be like someone trying to claim the right to 
the waters of the ocean. 
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In the cases above cited, each defendant prominently indicated its own 
corporate identity. In the case at bar no question is raised as to charac- 
teristics of the product itself, although with the exception of color, they 
seem identical. This case appears to be the converse of those cited by 
defendant, for by devious means, defendant attempts to fasten its corporate 
identity to the plaintiff’s, and it is precisely this confusion and fraud on 
the public that the law seeks to avoid. 

The defendant would not be prejudiced if its price list were of a 
different color, and its numerals in different sequence, or by the printing 
of the word spray in different style. On the other hand, even if defendant 
be acting in good faith, confusion in the minds of the consumer may be 
created, and the law abhors this. 

Authorities cited by the plaintiff hold that even if there be no “palm- 
ing-off”, the law will protect property rights of commercial value from un- 
fair infringement. Henry Glass & Co. v. Art-Mor Togs, 101 N.Y.S.2d 538; 
Metropolitan Opera Ass’n v. Wagner-Nichols Recorder Corp., 101 N.Y.S.2d 
483, 87 USPQ 173 (40 TMR 1072). 

The case of International Latex Corp. v. Scheinberg, 263 App. Div. 
861, 32 N.Y.S.2d 591, cited by the plaintiff, involved advertising, and the 
Court protected the plaintiff. 

Likewise the case of American Chicle Co. v. W. J. White Chicle Co., 
196 F. 977, is in point in that the advertising and promotion was enjoined 
but not the style of the product itself. 

The tendency of the law is to enforce higher standards of fairness and 
commercial morality in trade, depending upon the character and nature 
thereof. International News Service v. Associated Press, 148 U.S. 215; 
Schechter Corp. v. United States, 295 U.S. 495. 

Defendant urges that in failing to copyright its literature, plaintiff 
relegated it to the public domain, citing the case of National Comics Pub- 
lications v. Fawcett Publications, 191 F.2d 594, 90 USPQ 274. The plain- 
tiff therein sought to enjoin the publication itself and not a publication in 
connection with a product and even in that case, at page 603, 90 USPQ 
281, continuing the quotation used by defendant at page 19 of its brief, the 
Court pointed out that: 

“There was no reasonable ground for supposing that readers would 

mistake one for the other.” 

The case of G. Ricordi & Co. v. Haendler, 194 F.2d 914, 92 USPQ 340, 
cited by defendant, is not in point. The question concerned a book itself 
and not literature in connection therewith. This distinction is also made 
in the cited case of Chautauqua School v. National School, 238 F. 151. 

The cases cited by plaintiff support the principle that the preparation 
and distribution of advertising literature, leading to confusion, will be 
enjoined. 

Defendant contends that numeral systems are not subject to protection 
and cites as authority the case of Germanow v. Standard Unbreakable 
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Watch Crystals, Inc., 283 N.Y. 1. While the case is persuasive of its point, 
it does not seem controlling. While, as here, the Court said that the ulti- 
mate consumer would not be confused (the case involved watch crystals), 
for the numbering system would be observed only by the distributor, the 
Court admitted that it was trying to prevent a monopoly by plaintiff who 
had 50% of the world’s business in this field. Several other cases bear out 
this contention of defendant. Keller v. Chicago Pneumatic Tool Co., 298 
F. 52; Dennison Co. v. Scharf Tag, Label & Box Co., 135 F. 625; Hum- 
phreys Homeopathic Medicine Co. v. Hilton, 60 F. 756, but each of those 
cases can be distinguished in the light of the many similarities tending to- 
wards confusion in this case. 

Motion granted. The plaintiff shall give security in the sum of $500. 
Submit order. 


KAY JEWELRY COMPANY v. GAY’S JEWELRY, INC. 
Kentucky Court of Appeals — March 25, 1955 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
Suit by Kay Jewelry to restrain use by defendant of name GAY’s JEWELRY in 
connection with its business. However, since the evidence shows that the name 

Gay’s was honestly adopted and without intent to trade on plaintiff’s reputation and 

plaintiff has failed to establish confusion by the public between the names involved 

nor evidence of passing off the decision of the trial court in dismissing the complaint 
is affirmed. 

Action by Kay Jewelry Company v. Gay’s Jewelry, Inc. for unfair 
competition. Plaintiff appeals from judgment for defendant of Jefferson 
Circuit Court, Kentucky. Affirmed. 

Morris & Garlove and Charles W. Morris, of Louisville, Kentucky, for 
plaintiff. 

Joseph J. Kaplan and Homer D. Smith, of Louisville, Kentucky, for 
defendant. 

Before Stewart, Chief Justice, and Sims, Montgomery, Moremen, Cammack, 

Milliken and Hogg, Judges. 

MonrTGOMERY, Judge. 

This is an action filed by appellant, Kay Jewelry Company, seeking 
to enjoin GAY’s JEWELRY, INC., from using the name GAY’s JEWELRY in 
connection with its business and from doing or continuing to do certain other 
acts alleged to be prejudicial to appellant. It appeals from an adverse judg- 
ment of the lower court. 

The similarity of the names Kay and aay is involved. Both parties are 
engaged in the retail jewelry business. In order to understand the use of 
these two names by the parties to this action, a statement of the facts is 
necessary. 

Kay Jewelry Company is located at 620 South Fourth Street near 
Loew’s Theater, 34% blocks south from Jefferson Street, in Louisville, 
Kentucky. It occupies a storeroom, one story in height, midway of the block. 
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Kay Jewelry Company is one of 92 stores operated by Kay Associates 
in 15 states and the District of Columbia, of which 76 operate under the 
name of KAy. These stores have associated together to effect a greater 
economy in their business operations, but Kay Associates owns no stock in 
appellant Kay Jewelry Company, and appellant owns no stock in Kay 
Associates. Approximately $600,000 has been spent in advertising by Kay 
Associates. Appellant has operated in Louisville since 1931. 

Appellee, Gay’s Jewelry, Inc., was incorporated in May, 1952, as a 
Kentucky corporation. Its incorporators were: Morris Nussbaum—48 
shares; Sam Nussbaum—1 share; and Sarah Fine—1 share. These incor- 
porators are identical in name and interest with the incorporators of an 
organization formed in the State of Indiana in 1949, bearing the same name. 

In September, 1946, Morris Nussbaum, then twenty-six years of age, 
started in business after his release from military service. He lived with 
his sister, Sarah Fine, mother of a small child named Gayle Fine. Nussbaum, 
at the time of this action, was still living with his sister, who was then 
divorced, and he is still unmarried. According to the proof, there is a 
great fondness existing between Morris Nussbaum and his niece, Gayle 
Fine. His sister has invested in their business. 

Following his release from service in 1946, Morris Nussbaum, president 
and principal stockholder of appellee, purchased the going business, a 
retail jewelry store then being operated in Jeffersonville, Indiana, under 
the trade name of RAY’s JEWELRY. The seller of this business also operated 
another jewelry store in New Albany, Indiana, under the same name. 
Because of the seller’s insistence, inasmuch as he was continuing his New 
Albany business under the same name, Nussbaum changed the name of the 
business from Ray’s Jewelry to Gay’s Jewelry, the name gAy having been 
chosen because of the fondness of Morris Nussbaum for his niece, Gayle 
Fine, called aay for short. 

In the summer of 1949, Nussbaum opened another store in Charlestown, 
Indiana, and shortly thereafter organized an Indiana Corporation, Gay’s 
JEWELRY, INC.”, which operated the two stores. 

The Kentucky corporation of the same name, organized in May, 1952, 
was located at the corner of Fourth and Jefferson Streets in Louisville, 
Kentucky, in a storeroom on the lower floor of the Marion E. Taylor 
Building. Among the reasons given for opening the Louisville store by 
appellee were: the desirable location; a favorable ten-year lease; and the 
advantage of advertising and purchasing economies for the three stores. 

There is a third retail jewelry store in Louisville at 410 South Fourth 
Street between Liberty and Walnut Streets, and between the business 
locations of appellant and appellee, which has been operated under the 
name of MAy’s since April 3, 1928. It appears that after some discussion 
between May’s and Kay in 1942 concerning the similarity of their names, 
a “live and let live” agreement was reached under which they have operated 
to the present time. 
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It was contended by appellee that Jeffersonville and Charlestown, 
Indiana, were a part of metropolitan Louisville, and that residents of 
Louisville traded with Gay’s in Jeffersonville and Charlestown, and residents 
of these two communities traded with Louisville stores. Gay’s had been 
advertising in Louisville papers since 1949. In a five-month period begin- 
ning before suit was filed and ending afterwards, appellee spent over 
$44,000 on advertising, while appellant spent over $35,000. Appellant 
claimed to have established the name of its business and built good will 
and profitable business on its advertising. 

It was contended by appellant that the use of the name of aay by 
appellee was unfair competition and was intended to deceive and confuse 
the buying public and calculated to cause the public to patronize appellee 
under the belief that appellee’s business was connected with or a part of the 
business of appellant. 


Unfair competition has been defined as passing off or attempting to 
pass off upon the public the goods or business of one man as being the goods 
or business of another. Newport Sand Bank Company v. Monarch Sand 
Mining Company, 144 Ky. 7, 137 S.W. 784. In Nims’ Unfair Competition 
and Trade Marks, Volume 1, Section 1, Page 14, it is said: 

“The most common form of unfair competition is the imitation of 

a trade name, trade symbol or device by a competitor. This may be a 

family name, or the name of a corporation, * * * or decoration of stores 

in which they are sold * * *.” 


Each party has sought to justify the use of the names involved as 
being legitimately based upon the name of a person in the family or business. 


As we said in the Newport Sand ease, above, the intent to deceive is 
the gravamen of the offense in all cases of this character. It is necessary to 
show that there is an intent to deceive on the part of the offender, or that 
there is a likelihood that the buying public will be deceived or confused 
by conduct on the part of the alleged offender from which such intent may 
reasonably be inferred. Crutcher & Starks et al. v. Starks et al., 161 Ky. 
690, 171 S.W. 433; Churchill Downs Distilling Co. v. Churchill Downs, Inc., 
262 Ky. 567, 90 S.W. 2d 1041. The relief sought is against the perpetration 
of a fraud calculated to produce unfair competition in business. Newport 
Sand Bank Company v. Monarch Sand Mining Company, above. 

The rule as to unfair competition involving the use of trade names is 
that the name used by the defendant when not the same as that of plaintiff 
must be so similar thereto that under all the circumstances of locality, 
business, ete., its use in itself is reasonably calculated to deceive the public 
and result in injury to plaintiff, or else it must be used fraudulently in 
such a way as to have this effect. Artiste Permanent Wave Co. v. Hulsman 
et al., 271 Ky. 695, 113 S.W. 2d 55, and on second appeal, 277 Ky. 414, 126 
S. W. 2d 850. 
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The test to be applied in such cases is set forth in Country Distillers 
Products, Inc. v. Samuels, Inc., 309 Ky. 262, 217 S.W. 2d 216, and is quoted 
from a Federal case as follows: 

“* * * ‘Tt is now settled beyond controversy that a family surname 
is incapable of exclusive appropriation in trade. The right of every 
man to use his own name in his business was declared in the law 
before the modern doctrine of unfair trade competition had arisen. 
It is part of the law of trade mark. * * *. If, however, the name has 
previously become well known in trade, the second comer uses it subject 
to three important restrictions: (1) He may not affirmatively do any- 
thing to cause the public to believe that his article is made by the first 
manufacturer. (2) He must exercise reasonable care to prevent the 
public from so believing. (3) He must exercise reasonable care to 
prevent the public from believing that he is the successor in business 
of the first manufacturer. This duty to warn, however, must not be 
pressed so far as to make it impracticable for the second comer to use 
his name in trade.’ To the same effect is Fletcher On Corporations, 
Permanent Edition, Volume 6, p. 45.” 

The right to use one’s Christian name in business has been upheld on 
the same principle as the right to use one’s family name. In Yale & Towne 
Mfg. Co. v. Yale’s Hardware Store, 25 T.M.Rep. 526, 26 USPQ 251, the 
defendant, Yale Rose, insisted that he had a right to name his business 
YALE’S HARDWARE STORE since he was known in the neighborhood of his shop 
as YALE. The following comment on this case is made in Derenberg’s Trade 
Mark Protection and Unfair Trading, Page 377: 

“Since in the court’s opinion, the use of defendant’s name, Yale, 
could not be reasonably looked upon as constituting a threat or men- 
ace to the good will of the plaintiff’s business, and since there was no 
dishonest purpose or ulterior motive on defendant’s part, the plaintiff 
was denied relief.” 

It would seem that the manner or way in which the particular name 
is used is the more important consideration rather than its origin, whether 
from first or last names of the owner of the business, or someone connected 
with his family or the business. It is conceivable that businesses of same or 
similar names could be operated without deceiving or confusing the public 
and without loss to each business. Therefore, the greater consideration 
should be given to the intent with which the name is used, the manner in 
which it is used, and whether the public is deceived or confused by the 
use of the name to the detriment of the business offended. These are all 
matters of proof. Again quoting from the Newport Sand case, above: 

“*#* This question of similarity or resemblance between two 
trade names is a question of fact that must be determined by the evi- 
dence in each particular case, and it is impossible to adopt any uniform 
rule that would be applicable alike to all cases.” 

Appellant complains that it should not have been compelled to bear 
the burden of proof of actual deception despite the allegation in its petition, 
which is as follows: 


“***that the maintenance of the aforesaid trade name by the 
defendant in connection with the operation of a retail jewelry store in 
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Louisville, Kentucky, was and is intended by the defendant to de- 
ceive the public into believing the defendant is engaged in, or a part 
of, the business operated by plaintiff and to confuse the buying public; 
that the same is caleulated to cause the public to patronize the de- 
fendant under such belief.” 


So far as the burden of proof is concerned, there is no perceivable rea- 
son why any distinction should be made between cases involving trade 
marks and those concerning trade names. When the user of a trade name 
establishes a prima facie case, a defendant who uses a similar name has the 
burden of justifying his use. Nims’ Unfair Competition and Trade Marks, 
Volume 2, Section 336, Page 1057. 

The trial court, after hearing oral testimony without a jury, made the 
following findings of fact: (1) appellee originally adopted its name in a 
legitimate and fair way; (2) the original adoption of its name was not 
done for the purpose of unfair competition with appellant; (3) confusion 
between the names was not sufficiently established ; (4) appellee’s advertise- 
ments and signs were not designed to, nor did they, imitate or simulate 
appellant’s; (5) appellee did not engage in unfair competition entitling 
appellant to relief or attempt to deceive the public by employing individuals 
who at the time of employment or prior thereto had worked for appellant; 
(6) appellee’s agents and employees did not attempt to induce the public 
or prospective customers to believe that the two businesses constituted one 
enterprise, or otherwise deceive the public; (7) there had been no confusion 
to the buying public because of the operation of business by May’s on 
Fourth Street in Louisville insofar as appellant was concerned; and (8) the 
founder of appellee had purchased RAyY’s JEWELRY, a retail jewelry store 
then operated in Jeffersonville, Indiana, in September, 1949; that the name 
of this business was changed to Gay’s because the seller operated another 
jewelry store in New Albany, Indiana, under the same trade name; and in 
1949, the owners of appellee opened another store in Charlestown, Indiana, 
under the name of Gay’s. 


CR 52.01 provides in part as follows: 


“Tn all actions tried upon the facts without a jury * * * the court 
shall find the facts specifically and state separately its conclusions of 
law thereon and direct the entry of the appropriate judgment; * * *. 
Findings of fact shall not be set aside unless clearly erroneous; and 
due regard shall be given to the opportunity of the trial court to judge 
the credibility of the witnesses. * * * ” 


Also, see comment and discussion in Clay’s Kentucky Civil Rules, Page 
465, Paragraph 6, Review, and the cases cited thereunder. 

In view of this Rule, upon consideration of the record, we are unable 
to say that the trial court’s findings of fact are erroneous. 

Judgment affirmed. 
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MINNESOTA MINING AND MANUFACTURING COMPANY v. 
TARRANT MANUFACTURING COMPANY 
App. No. 6093 — C.C.P.A. — February 8, 1955; Rehearing denied 
March 18, 1955 
TRADE-MaRK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Applicant seeks to register SCOTCHMAN for mechanical spreader used in spread- 
ing rock salt on calcium chloride on highways. Opposed by registrant of SCOTCHLITE 
as used on reflective material for highways, scotcH for pressure-sensitive adhesive 
tape and scotcH Boy for like goods. No confusing similarity between SCOTCHMAN 
and SCOTCH and SCOTCH BOY. 

While goods represented by SCOTCHMAN and SCOTCHLITE marks are sold to same 
class of purchasers they are sufficiently different in use, character, sound and 
appearance to eliminate the likelihood that they will be confused as to source, 
particularly since they are relatively expensive items and purchasers are discrim- 
inating. 

TRADE-MARK ACT OF 1946—REGISTRATION PROCEDURE—APPEAL—TO COMMISSIONER 

Petition for rehearing to Commissioner need not personally be heard by Com- 
missioner under Rules of Patent Office but may be heard by an Assistant Commis- 
sioner or an Examiner-in-Chief. 

Opposition proceeding No. 29835 by Minnesota Mining & Manufactur- 
ing Company v. Tarrant Manufacturing Company, application Serial No. 
572,388 filed January 18, 1949. Opposer appeals from decision of Com- 
missioner of P&utents dismissing opposition. Affirmed. Garrett, Chief Judge 
and O’Connell, Judge dissenting with opinion. 

Case below reported at 43TMR 1188. 


Harold J. Kinney and Mark W. Gehan (Carpenter, Abbott, Coulter & Kin- 
mney of counsel) of St. Paul, Minnesota for opposer-appellant. 

Luther W. Hawley, New York, N. Y., for applicant-appellees. 

Before Garrett, Chief Judge, and O’CoNNELL, JOHNSON, WoRLEY and 

Co.E, Associate Judges. 

CoLz, Judge. 

Appellant herein seeks reversal of the decision of the Examiner-in- 
Chief of the United States Patent Office in an opposition proceeding wherein 
it was held, in affirmance of the decision of the Examiner of Interferences, 
that appellee’s trademark, scoTCcHMAN, was not confusingly similar to 
either SCOTCH, SCOTCHLITE, or SCOTCH BOY, trademarks previously adopted, 
used, and registered by appellant. Minnesota Mining & Manufacturing 
Company v. Tarrant Manufacturing Co., 98 USPQ 33, (43 TMR 1188). 

Briefly reviewed, the material facts presented on the record before 
us are these: Appellee, a manufacturer of various kinds of equipment for 
street and highway use since 1911, filed an application in 1949 to register 
SCOTCHMAN as a trademark on the Principal Register, the mark being 
applied to goods described in the application as “motor driven mechanical 
apparatus for spreading flake, chip and granular material on highways, 
land and water.” Specifically, the mark was first affixed in 1948 to a 
mechanical “spreading” apparatus designed to be hung on the back of a 
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truck and used for spreading either rock salt on street and highway sur- 
faces to disintegrate ice and snow, or, in the summer, for spreading calcium 
chloride on such surfaces to control dust. This apparatus is provided with 
a hopper in which the material to be spread is placed. The material flows 
through a chute and is blown on the highway by a stream of air generated 
by a blower. Since the apparatus was designed to operate satisfactorily 
by spreading only a minimum quantity of such material, appellee claimed 
it was economical and thrifty in use. It was hence named the scoTcHMAN. 
Appellee sells its scorcHMAN apparatus over a wide area of the United 
States, and in Canada, sales principally being made to public officials and 
maintenance engineers in state, county, and city highway departments. 

Appellant, also a manufacturer for many years of certain goods for 
street and highway use, opposed the registration of scorcHMAN, contending 
that such mark was likely to lead to confusion in trade with any one of 
several of its well known, widely advertised, and previously registered 
family of scorcH marks, i.e., primarily SCOTCH, SCOTCHLITE, and SCOTCH BOY. 
The statutory basis for the opposition was under that clause of section 
2(d) of the Trade Mark Act of 1946 relating to the likelihood of confusion, 
mistake, or deception of purchasers as to the source of origin of the goods. 
In its notice of opposition, appellant emphasized that its SCOTCHLITE re- 
flective material in sheet form for application to highway signs, guard rails, 
etc., and its SCOTCHLITE vacuum applicators and squeeze rollers for actually 
applying such reflective sheeting to the sign surfaces, were goods closely 
related to appellee’s scoTCHMAN apparatus. In addition, appellant set 
forth its prior registrations of scotcn for pressure-sensitive adhesive tape, 
and tape dispensers, scorcH BOY, also for pressure-sensitive adhesive tape, 
and SCOTCHLITE for adhesive cements. 

Clarifying further the nature of appellant’s products and apparatus, 
the sCOTCHLITE reflective sheeting contains granular material consisting of 
numerous glass spheres or beads imbedded in a synthetic resin backing for 
the reflection of light. It is used primarily in connection with markers used 
on streets and highways for safety and traffic control purposes, and is 
sold to various highway departments throughout the country. Other uses, 
however, are apparent. The scoTCHLITE vacuum applicator is a motor 
driven mechanical aparatus used for applying the reflective sheeting to 
highway signs or other desired surfaces. The scoTCHLITE squeeze roller 
applicator is a unit of apparatus designed for the application of the re- 
flective sheeting from a roll of such sheeting continuously to backing 
materials. Both of these scorcHLITE applicators are therefore used to mount 
SCOTCHLITE reflective sheeting. They are sold to highway departments 
whose engineers, in the shop, apply the sheeting to the desired surface. 

Appellant also sells reflecting glass beads for application to pre-formed 
paint lines on streets and highways. Prior to 1948, this product was sold 
under the scorcHLite mark. Since that time, however, it has been sold 
under another of appellant’s trademarks, i.e., SUPERBRITE. Appellant does 
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not manufacture any mechanism for distributing its glass beads onto the 
highway. 

A liquid marking composition containing glass beads for application 
to highway or similar surfaces to produce a reflective coating is also sold 
by appellant under its CENTERLINE trademark. Appellant does not sell 
any machine for applying this reflective compound. 

Appellee admitting that appellant has used each of the aforesaid 
marks prior to its own use of SCOTCHMAN, the question involved is whether 
appellee’s mark so resembles either scoTrcH, SCOTCH BOY, Or SCOTCHLITE as 
to be likely, when applied to the goods, to cause confusion, mistake, or 
deception of purchasers as to the origin of such goods. 

In his opinion, the Examiner-in-Chief took the position that scorcH- 
LITE was the only mark of appellant used on material having a connection 
with highways or highway maintenance. Comparing this mark with 
appellee’s SCOTCHMAN the examiner stated: 

* * * It is apparent that the first syllable of scorcHMAN and SCOTCHLITE 
are the same. In cases like this it has been held that a newcomer 
who adopts the first part of an old mark must use such word or words 
for the remainder of the mark so as to lead one away from any thought 
springing from the commonly used first word. In the instant case 
applicant’s second syllable MAN is totally different in sound, meaning 
and appearance from the second syllable Lire of opposer’s. Also 
taken as a whole, the word scoTCHMAN is different in meaning, appear- 
ance and sound from scoTcHLITE, so that even if it were held that 
the goods upon which opposer uses the mark scoTCHLITE are closely 
analogous to applicant’s goods, which they are not, opposer still would 
not prevail due to the dissimilarity of the marks. [Italics added.] 

In its brief, appellant does not seriously dispute the fact that there 
is a wide difference between appellee’s granular spreading SCOTCHMAN 
apparatus and scoTcH and scOTCH BOY pressure-sensitive adhesive tape 
and tape dispensers. Appellant strenuously urges, however, that its 
SCUTCHLITE reflective sheeting has numerous beads of granular material 
coated thereon, and that its scorcHLITE motor driven vacuum applicators 
and squeeze rollers are used for the application of such material to high- 
way signs and the like. Appellant thereby contends that there is a close 
relationship between these particular products, and that they are all sold 
to the same class of purchaser. Underlying its contentions with respect 
to the relationship between the goods is appellant’s basic contention that 
SCOTCHMAN does not sufficiently differ from its scorcH or allied family 
of marks, in which it claims broad rights, to alleviate the likelihood of 
confusion among purchasers in the highway maintenance field as to the 
origin of the goods of the parties. 

Appellant clearly not having any right to exclusive use of the word 
SCOTCH on all possible items of manufacture, we agree with the examiner 
that the particular use by appellant of scorcH and scoTCH Boy as trade- 
marks for tape and tape dispensers need not be considered in resolving 
appellee’s right to register scOTCHMAN as a trademark for motor driven 
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mechanical apparatus for spreading salt and calcium chloride on high- 
ways. Manifestly, the goods are wholly unrelated. 

We therefore direct our attention to appellant’s scoTCHLITE mark, as 
applied to goods and apparatus consisting of light reflective material in 
sheet form, adhesive cements, vacuum applicators, and squeeze rollers. 
In doing so, we have considered the alleged confusingly similar resemblance 
between that mark and appellee’s scorcHMAN in the light of testimony and 
illustrative exhibits in the record bearing on the nature of the respective 
goods. While such goods are sold to the same class of purchaser, they are 
specifically different in use and character, as heretofore indicated, and the 
marks SCOTCHLITE and SCOTCHMAN, as applied to such goods, present suffi- 
cient distinction in sound, appearance, and meaning as to obviate any 
likelihood that purchasers in the highway maintenance field would be 
confused or deceived into believing that the goods emanated from the 
same source. In this latter respect, we believe that the public or semi- 
publie officials representing the administration of our highway and street 
systems must be deemed to be discriminating buyers, particularly where 
the goods involved, as here, are relatively expensive and often purchased 
in quantity. 

In its assignment of errors to this court, appellant contended that the 
Commissioner of Patents erred in failing to personally consider, on its 
merits, a petition for reconsideration filed by appellant for correction and 
revision of the decisions of the Examiner-in-Chief. The petition was de- 
nied by the Commissioner on authority of his decision in Bordenkircher v. 
Solis Entrialgo y Compania, 100 USPQ 268, 275, (44 TMR 716) which held: 


Appeals to the Commissioner in trade mark cases may be heard 
and decided by the Commissioner of Patents, or by an Assistant 
Commissioner or an Examiner-in-Chief in accordance with an order 
of delegation made by the Secretary of Commerce (16 Federal Register 
2771, 645 O.G. 1054) under Reorganization Plan No. 5 of 1950 (64 
Stat. 1263). The decisions made by the officers to whom the authority 
has been delegated are subject to direct review by the Court of Customs 
and Patent Appeals on appeal, or by the District Court in a civil 
action, in the same manner as the decisions of the Commissioner of 
Patents in such cases (a number of decisions of the courts reviewing 
decisions of an Examiner-in-Chief in trade mark cases have already 
been rendered). The petition for rehearing by the Commissioner of 
Patents in person is in a sense an appeal to one officer from the decision 
of another. It has been held in a number of instances in the Patent 
Office that there is no such “appeal” to the Commissioner of Patents 
from the decision of an Assistant Commissioner of Patents on an 
appeal in a trade mark case. The same practice has been followed when 
the decision on the appeal is by another officer of the Patent Office to 
whom the same function has been delegated. 


We believe the petition for reconsideration was properly denied, and 
for the reasons hereinbefore stated the decision of the Examiner-in-Chief 
is affirmed. 

Garrett, Chief Judge, and O’CoNNELL, Judge, dissent. 
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not manufacture any mechanism for distributing its glass beads onto the 
highway. 

A liquid marking composition containing glass beads for application 
to highway or similar surfaces to produce a reflective coating is also sold 
by appellant under its CENTERLINE trademark. Appellant does not sell 
any machine for applying this reflective compound. 

Appellee admitting that appellant has used each of the aforesaid 
marks prior to its own use of SCOTCHMAN, the question involved is whether 
appellee’s mark so resembles either scoTCH, SCOTCH BOY, Or SCOTCHLITE as 
to be likely, when applied to the goods, to cause confusion, mistake, or 
deception of purchasers as to the origin of such goods. 

In his opinion, the Examiner-in-Chief took the position that scorcH- 
LITE was the only mark of appellant used on material having a connection 
with highways or highway maintenance. Comparing this mark with 
appellee’s scoTCHMAN the examiner stated: 

* * * It is apparent that the first syllable of scorcHMAN and SCOTCHLITE 
are the same. In cases like this it has been held that a newcomer 
who adopts the first part of an old mark must use such word or words 
for the remainder of the mark so as to lead one away from any thought 
springing from the commonly used first word. In the instant case 
applicant’s second syllable MAN is totally different in sound, meaning 
and appearance from the second syllable Lire of opposer’s. Also 
taken as a whole, the word scoTCHMAN is different in meaning, appear- 
ance and sound from scoTCHLITE, so that even if it were held that 
the goods upon which opposer uses the mark scoTcHLITE are closely 
analogous to applicant’s goods, which they are not, opposer still would 
not prevail due to the dissimilarity of the marks. [Italics added.] 

In its brief, appellant does not seriously dispute the fact that there 
is a wide difference between appellee’s granular spreading SCOTCHMAN 
apparatus and scorcH and scoTcH Boy pressure-sensitive adhesive tape 
and tape dispensers. Appellant strenuously urges, however, that its 
SCOTCHLITE reflective sheeting has numerous beads of granular material 
coated thereon, and that its scorcHLITE motor driven vacuum applicators 
and squeeze rollers are used for the application of such material to high- 
way signs and the like. Appellant thereby contends that there is a close 
relationship between these particular products, and that they are all sold 
to the same class of purchaser. Underlying its contentions with respect 
to the relationship between the goods is appellant’s basic contention that 
SCOTCHMAN does not sufficiently differ from its scorcH or allied family 
of marks, in which it claims broad rights, to alleviate the likelihood of 
confusion among purchasers in the highway maintenance field as to the 
origin of the goods of the parties. 

Appellant clearly not having any right to exclusive use of the word 
SCOTCH on all possible items of manufacture, we agree with the examiner 
that the particular use by appellant of scorcH and scoTCH Boy as trade- 
marks for tape and tape dispensers need not be considered in resolving 
appellee’s right to register scOTCHMAN as a trademark for motor driven 
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mechanical apparatus for spreading salt and calcium chloride on high- 
ways. Manifestly, the goods are wholly unrelated. 

We therefore direct our attention to appellant’s scoTcHLITE mark, as 
applied to goods and apparatus consisting of light reflective material in 
sheet form, adhesive cements, vacuum applicators, and squeeze rollers. 
In doing so, we have considered the alleged confusingly similar resemblance 
between that mark and appellee’s scoTcHMAN in the light of testimony and 
illustrative exhibits in the record bearing on the nature of the respective 
goods. While such goods are sold to the same class of purchaser, they are 
specifically different in use and character, as heretofore indicated, and the 
marks SCOTCHLITE and SCOTCHMAN, as applied to such goods, present suffi- 
cient distinction in sound, appearance, and meaning as to obviate any 
likelihood that purchasers in the highway maintenance field would be 
confused or deceived into believing that the goods emanated from the 
same source. In this latter respect, we believe that the public or semi- 
publie officials representing the administration of our highway and street 
systems must be deemed to be discriminating buyers, particularly where 
the goods involved, as here, are relatively expensive and often purchased 
in quantity. 

In its assignment of errors to this court, appellant contended that the 
Commissioner of Patents erred in failing to personally consider, on its 
merits, a petition for reconsideration filed by appellant for correction and 
revision of the decisions of the Examiner-in-Chief. The petition was de- 
nied by the Commissioner on authority of his decision in Bordenkircher v. 
Solis Entrialgo y Compania, 100 USPQ 268, 275, (44 TMR 716) which held: 


Appeals to the Commissioner in trade mark cases may be heard 
and decided by the Commissioner of Patents, or by an Assistant 
Commissioner or an Examiner-in-Chief in accordance with an order 
of delegation made by the Secretary of Commerce (16 Federal Register 
2771, 645 O.G. 1054) under Reorganization Plan No. 5 of 1950 (64 
Stat. 1263). The decisions made by the officers to whom the authority 
has been delegated are subject to direct review by the Court of Customs 
and Patent Appeals on appeal, or by the District Court in a civil 
action, in the same manner as the decisions of the Commissioner of 
Patents in such cases (a number of decisions of the courts reviewing 
decisions of an Examiner-in-Chief in trade mark cases have already 
been rendered). The petition for rehearing by the Commissioner of 
Patents in person is in a sense an appeal to one officer from the decision 
of another. It has been held in a number of instances in the Patent 
Office that there is no such “appeal” to the Commissioner of Patents 
from the decision of an Assistant Commissioner of Patents on an 
appeal in a trade mark case. The same practice has been followed when 
the decision on the appeal is by another officer of the Patent Office to 
whom the same function has been delegated. 


We believe the petition for reconsideration was properly denied, and 
for the reasons hereinbefore stated the decision of the Examiner-in-Chief 
is affirmed. 

Garrett, Chief Judge, and O’ConNELL, Judge, dissent. 
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IN RE TRUE TEMPER CORPORATION 
Appl. No. 6098—C.C.P.A.—February 21, 1955 


TRADE-MARK Act oF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
CRIPPLED SHAD is descriptive of artificial fish lures. 


TRADE-MARK AcTr or 1946—REGISTRABILITY—SECONDARY MEANING MARKS 
In order to register descriptive or geographic mark which has acquired sec- 
ondary meaning, applicant must show more than subordinate meaning which applies 
to it, and must show that primary significance of term in minds of the consuming 
public is not product but producer. 

Application for trademark registration by True Temper Corporation, 
Serial No. 591,442 filed January 25, 1950. Applicant appeals from decision 
of Commissioner of Patents refusing registration. Affirmed. 

Case below reported at 44 TMR 197. 

Slough & Slough, of Cleveland, Ohio, (J. Helen Slough, of Cleveland, 
Ohio and Donald A. Gardiner, of Washington, D. C. of counsel) : 
for applicant-appellant. 

E. L. Reynolds for Commissioner of Patents. 


Before Garrett, Chief Judge, and O’Connell, Johnson, Worley and Cole, 

Associate Judges. 

O’CoNNELL, Judge. 

This is an appeal from the decision of the Commissioner of Patents, 
rendered by the Assistant Commissioner, 98 USPQ 412 (44 TMR 197), 
affirming the decision of the Examiner of Trade Marks refusing registra- 
tion on the Principal Register of appellant’s mark cRIPPLED SHAD as applied 
to artificial fish lures. The application for registration, filed January 25, 
1950, under See. 2(f) of the Trade Mark Act of July 5, 1946, alleged 
September 6, 1941, as the date of first use of the mark. 

The examiner denied registration on the stated ground that since the 
trademark, other than appellant’s corporate name, TRUE TEMPER, which is 
included as part of the mark in one of the specimens shown in the accom- 
panying drawings, is generically descriptive of the goods to which the mark 
is attached, and merely simulates the action of a crippled shad, the mark 
is incapable of distinguishing appellant’s goods from the goods of other 
dealers in fish bait. 

In affirming the action of the examiner, the commissioner properly 
observed that whether the term cRIPPLED SHAD indicates a lure simulating 
a crippled shad, or a lure for catching shad, appellant is not authorized 
under the law to appropriate these words exclusively to its own use, inas- 
much as “crippled” is merely descriptive of functional features of the lure 
and “shad” is nowise capable of exclusive appropriation by appellant or 
anyone else in the fish lure field, citing James Heddon’s Sons v. Millsite 
Steel & Wire Works, 128 F.2d 6, 47 USPQ 106, 53 USPQ 579 (32 TMR 
410). See also Bailey Meter Co. v. Watson, Comr. Pats., 101 USPQ 278 
(44 TMR 943). The commissioner further and explicitly held that the 
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combination made up of the words CRIPPLED SHAD, which appellant seeks to 
register, is not a registrable term. 

Inherent in appellant’s position is the acknowledgment that it is the 
custom of fishermen to fish with live bait consisting of crippled shad or 
crippled minnows. Upon that basis appellant, among other things, argues: 

* * * Tt should be recalled that Appellant’s goods are “artificial” 
fish lures, that these have never been alive; that these can never be 
maimed; that these can never be crippled. Since live baits can not 
become “crippled” in the ordinary sense of the word, it seems fan- 
tastic to say that the artificial product can be. It seems better to say 
that this a “floating surface bait with wounded minnow action.” It 
would not be normal to say “crippled bait.” 


It is further contended that since appellant is requesting registration 


under Section 2(f) of the Act of 1946, its affidavit should be accepted here 
and should have been accepted by the tribunals of the Patent Office as 
“prima facie evidence that the mark has become distinctive” under Section 
2(e) of the Act: 

* * * This provides that marks which may be merely descriptive 

(Section 2(e) of the Act) may be registered upon proof of substantially 
exclusive and continuous use thereof as a mark by the applicant in 
commerce for the five years next preceding the date of filing of the 
application for its registration. This proof is submitted in the language 
of the Statement [statute], verified by affidavit of an officer of the 
appellant company, wherein it is stated “The mark is claimed to have 
become distinctive of the applicant’s goods in commerce which may 
lawfully be regulated by Congress through substantially exclusive and 
continuous use thereof as a mark by the applicant in commerce among 
the several states for the five years next preceding the date of the 
filing of this application.” 

The Solicitor for the Patent Office concedes that Section 2(f) of the 
Act of 1946 authorizes “the registration of marks which are, to some ex- 
tent, descriptive.” Under the Act of 1905 descriptive or geographic words 
which had acquired a secondary meaning in the public mind were recog- 
nized as registrable by the Supreme Court. Baglin v. Cusenier Co., 221 
U.S. 580, 591. In such a situation, as that court later pointed out, the 
applicant for the registration of a descriptive word or combination is 
obliged to “show more than a subordinate meaning which applies to it. 
It [the applicant] must show that the primary significance of the term 
in the minds of the consuming public is not the product but the producer.” 
Kellogg v. Nat. Biscuit Co., 305 U.S. 111, 118, 39 USPQ 296, 299 (28 
TMR 569). 

Another recent decision by the Supreme Court regarding the scope and 
the significance of the Act of 1946 reiterated the doctrine that the Act 
“and its sweeping reach into ‘all commerce which may be regulated by 
Congress’ does not constrict prior law or deprive courts of jurisdiction 
previously exercised.” Steele v. Bulova Watch Co., 344 U.S. 280, 287, 95 
USPQ 391, 394 (438 TMR 57). See also Burgess Battery Co. v. Marzall, 
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Comr. Pats., 92 USPQ 90 (42 TMR 237) affirmed 96 USPQ 293. Our 
court in a case published in its latest reports observed, however, that while 
the burden of proof for distinctiveness should rest upon the applicant for 
registration, Congress set up no standard by which the “distinctiveness” 
of his mark was to be determined by the Patent Office and by the Courts, 
other than to suggest that substantially exclusive and continuous use of a 
mark in commerce for the 5 years immediately preceding application for 
registration could be considered as prima facie proof that it had become 
distinctive. In re Hollywood Brands, Inc., 41 C.C.P.A. (Patents) 1001, 
214 F.2d 139, 102 USPQ 294 (44 TMR 1425). 


This court has further held that affidavits relied upon to establish 
proof of “distinctiveness” may or may not reflect the views of the pur- 
chasing public; that a combination of descriptive words used, as in the 
case at bar, as a mere adjunct to applicant’s trade name are not registrable 
in any case where the combination is of such a character as to be incapable 
of becoming a trademark or of distinguishing the applicant’s goods. In re 
Duvernoy & Sons, Inc., 41 C.C.P.A. (Patents) 856, 212 F.2d 202, 101 
USPQ 288 (44 TMR 831). See also in re The Paris Medicine Co., 24 
C.C.P.A. (Patents) 854, 87 F.2d 484, 32 USPQ 189; Celanese Corp. of 
America v. E. I. du Pont de Nemours & Co., 33 C.C.P.A. (Patents) 857, 
154 F.2d 143, 69 USPQ 69 (36 TMR 130). 


For the reasons hereinbefore stated, the decision appealed from is 
affirmed. 





EX PARTE MINNEAPOLIS AQUATENNIAL ASSOCIATION 
Commissioner of Patents — January 21, 1955 


TRADE-MARK AcT OF 1946—REGISTRABILITY—SERVICE MARKS 


Applicant seeks to register AQUATENNIAL as a service mark for services in con- 
nection with promotion of Minneapolis Aquatennial Festival but since the word 
AQUATENNIAL is used to identify the particular event rather than the advertising 
services of applicant the term is not properly registrable as a service mark. 


Application for registration of service mark by Minneapolis Aqua- 
tennial Association, Serial No. 574,449 filed February 24, 1949. Applicant 
appeals from decision of Examiner of Trademarks refusing registration. 
Affirmed. 

M. 8. Meem, of Washington, D. C., for applicant. 
Feperico, Examiner in Chief. 


This is an appeal from the refusal to register the word AQUATENNIAL 
as a service mark for services which the application sets forth as “advertis- 
ing a celebration occurring annually in the city of Minneapolis and for 
advertising the recreational and commercial advantages of the city of 
Minneapolis and the state of Minnesota throughout the entire country for 
the benefit of the business men and citizens generally of the city and state.” 
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Applicant is engaged in promoting and conducting a celebration or 
festival, featuring aquatic events, designated as the AQUATENNIAL, which is 
held annually in Minneapolis. Registration has been refused on the ground 
that the name identifies the festival, that is the event, and not applicant’s 
advertising services. 

Section 3 of the Trade Mark Act of 1946 provides that “service marks 
used in commerce shall be registrable, in the same manner and with the 
same effect as are trade marks.” 

Service marks are defined in section 45 of the Act in the following 
language: 

“The term ‘service mark’ means a mark used in the sale or adver- 
tising of services to identify the services of one person and distinguish 
them from the services of others * * *.” 

Section 45 also defines “use in commerce” in connection with service 
marks as follows: 

“For the purposes of this Act a mark shall be deemed to be used 
in commerce * * * (b) on services when it is used or displayed in the 
sale or advertising of services and the services are rendered in com- 
merce.” 

The word “commerce” when used in the Trade Mark Act means “commerce 
which may lawfully be regulated by Congress.” 

In accordance with these provisions a service mark to be registrable 
must be used in the sale or advertising of an applicant’s services to identify 
those services and distinguish them from the like services of others. Appli- 
cant’s services, as far as the present application to register is concerned, 
consist in advertising a celebration and advertising the recreational and 
commercial advantages of the City of Minneapolis and the State of Minne- 
sota. A service mark for these services would be a mark used in the sale or 
advertising of applicant’s advertising services. It is plain from the exhibits 
submitted that this is not the case but that the word AQUATENNIAL is used 
to identify the particular event occurring in Minneapolis. These exhibits 
consist of advertising booklets, folders, programs and similar literature, all 
relating solely to the celebration or festival called the AQUATENNIAL. 


The decision of the examiner is affirmed. 


EX PARTE UNITED STATES PLYWOOD CORPORATION 
Commissioner of Patents—March 7, 1955 


REGISTRATION PROCEDURE—APPEALS—COMMISSIONER 
Applicant filed petition to Commissioner in which it requests information; it is 
hence not a proper petition but merely a letter of inquiry, and as such is dismissed. 
REGISTRATION PROCEDURE—APPLICATION 
If applicant wishes to amend application so as to add disclaimer, it should 
present specific amendment together with the petition to commissioner to admit 
amendment and authorize Examiner to act on application as amended. 
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Application for trademark registration by United States Plywood Cor- 
poration, Serial no. 569,783, filed December 2, 1948. Applicant appeals 
from decision of Examiner of Trademarks refusing registration. On peti- 
tion for clarification. 


See 44 TMR 1337. 
FrepERICO, Examiner in Chief. 


Applicant has filed a petition to the Commissioner in which it requests 
information as to whether an application to register on the Principal 
Register can be amended either by filing a disclaimer or by changing to the 
Supplemental Register, after an appeal to the Commissioner of Patents. 
No action is requested in the petition and it is hence not a proper petition 
but merely a letter of inquiry. Accordingly the petition as such is dis- 
missed. 


Applicant has also filed a petition for clarification of the decision in 
this case, which includes the same question raised by the other petition. 


Insofar as applicant’s request for clarification is concerned, applicant’s 
question is answered by the statement made in the last sentence on page 4 
of the decision of September 28, 1954 (lines 4-8, second column, 103 USPQ 
113). Hence as far as that decision is concerned an amendment seeking 
to change the application to the Supplemental Register, without a dis- 
claimer, would not be approved. 


Applicant discusses Rule 13.5 and refers to Ex Parte Sightmaster Corp., 
95 USPQ 43, but the discussion overlooks the rules relating to appeals. 
Rule 26.2 specifically provides that cases which have been heard and decided 
on appeal to the Commissioner will not be reopened except by his order. 
Hence, an applicant is not free to amend an application after an appeal. 


Applicant should, if it wishes to seek to amend the present application 
to add a disclaimer, promptly present the specific amendment desired to- 
gether with a petition to the Commissioner to admit the amendment and 
authorize the examiner to act on the application as amended. 


GENERAL DRY BATTERIES, INC. et al. v. RAY-O-VAC COMPANY 


Nos. 30041, 29945, 30020, 29944—-Commissioner of Patents— 
March 8, 1955 


TRADE-MarRK AcT oF 1946—REGISTRABILITY—IN GENERAL 
Use of term in patent, standing alone, may not necessarily result in conelu- 
sion that said term is descriptive, but it must be considered in light of all other 
facts and circumstances present in case. 





Vol. 45 T. M. R. GEN. DRY BATTERIES v. RAY-O-VAC CO. 


TRADE-MaRK AcT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
Positioning of term LEAK PROOF on battery cells in manner comparable to posi- 
tioning of terms which can serve no trademark function is not of controlling signifi- 
cance, but likely or actual effect upon purchasers of such positioning is factor not 
to be overlooked. 
REGISTRATION PROCEDURE—EVIDENCE 
Where applicant had salesmen make survey and general sales manager testify 
concerning survey methods, and neither salesmen nor secretary who prepared tabu- 
lations nor any of persons allegedly interviewed were called as witnesses nor any 
questionnaires put in evidence, purported survey is hearsay thrice removed and has 
no probative value. 
TRADE-MARK ACT OF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 


Mere enactment of 1946 Act, including provisions for registration of secondary 
meaning marks, did not create substantive rights where none existed; nor did it 
make trademark of term which had not been used as trademark but had been used 
merely to inform purchasing public of certain desirable qualities of product. 


Use of term LEAK PROOF on battery cells has been merely to inform potential 
purchasers that cells will not leak; such use over period of time militates against 
acquisition of secondary meaning of term. 

REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 

Where opposer made advertising uses of term, it would be damaged by regis- 

tration of term by applicant for competing goods. 
REGISTRATION PROCEDURE—OPPOSITION—DEFENSES 

There is no estoppel against applicant as a result of its having failed to charge 

infringement of its alleged trademark in patent infringement suit against opposer. 
TRADE-MARK AcT 1946—REGISTRABILITY—DISCLAIMER 


There is no estoppel against applicant for secondary meaning mark as a result 
of its disclaimer of term in its registration of composite mark under Act of 1905, 


Opposition proceedings by General Dry Batteries, Inc., Olin In- 
dustries, Inc., Burgess Battery Company and United States Electric 
Mfg. Corp. v. Ray-O-Vac Company, application Serial No. 537,505, filed 
October 10, 1947. Applicant appeals from decision of Examiner of Inter- 
ferences sustaining oppositions. Affirmed. 


Bosworth & Sessions, of Cleveland, Ohio, for General Dry Batteries, Inc. 


Pennie, Edmonds, Morton, Barrows & Taylor, of New York, N. Y., for 
Olin Industries, Ine. 


Jones, Tesch & Darbo, of Chicago, Illinois, for Burgess Battery Company. 


Morris Kirschstein, of New York, N. Y., for United States Electric Mfg. 
Corp. 


Gerhard A. Gesell, Harry L. Shniderman, and Beale & Jones, of Wash- 
ington, D. C., for Ray-O-Vae Company. 


Leeps, Assistant Commissioner. 


Application has been filed to register LEAK PROOF as a secondary mean- 
ing mark for dry cells for flashlights and dry cell batteries. Use is alleged 
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since June, 1939. The mark sought to be registered appears on the cells 
in the following manner’: 


COMPANY 
64 


Four manufacturers of batteries and dry cells opposed the registration. 
General Dry Batteries, Inc. (hereinafter called General) based its opposi- 
tion primarily upon use since as early as 1941 by it and its predecessor of 
the term “leakproof” to describe its dry cells for flashlights. 

Olin Industries, Inc. (hereinafter called Olin) based its opposition 
primarily upon use of “leak proof” by it and its predecessors since prior to 
June of 1939 to describe its dry cells and flashlight cells. 

Burgess Battery Company (hereinafter called Burgess) based its op- 
position upon the ground that “leakproof” is descriptive; as applied to 
applicant’s dry cells, the term is deceptive or deceptively misdescriptive ; 
and Burgess has been for some ten years engaged in a research program 
“having as its objective the development, manufacture and sale of truly 
leakproof dry cells and batteries.” 

United States Electric Mfg. Corp. (hereinafter called USE) based its 
opposition primarily upon the ground that it has for many years used the 
words “leak proof” to describe its dry cells and flashlight cells. 

Each opposer alleged that it would be damaged by the registration of 
LEAK PROOF by applicant since the registration would interfere with the 
free and unrestricted use of the descriptive term “leak proof” to describe 
competitive products. 

From the voluminous record it appears that for many years the best 
efforts of the dry cell industry have been directed toward suppressing 
deformation and perforation of the zine cup which functions as a con- 
tainer for other ingredients making the cell and which is itself progres- 
sively consumed in the generation process. Perforation of the cup results 
in leakage of the electrolyte with resultant corrosion of the flashlight or 
other casing. 

On May 31, 1938, Herman R. C. Anthony filed a patent application 
for an invention described as a LEAKPROOF DRY CELL. On the same day the 
patent application was executed, an assignment of the invention was exe- 


1. The trade mark RAY-O-VAC is displayed on a red background superimposed on a 
blue dise; the words LEAK PROOF appear on a blue panel; and the rest of the background 
is yellow bordered by blue. 
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cuted in favor of Ray-O-Vac Company, applicant here. The specifications 
of the application relate to “an improved protective casing for a cell which 
will prevent fluids from leaking out of the cell and causing injury to the 
casing or other dry-cells within the casing.” The claims refer to “A leak- 
immunized fiash light dry-cell * * *.” The patent (No. 2,198,423) was 
granted on April 23, 1940. 

On March 3, 1939, Mr. Anthony filed a second patent application for 
& LEAKPROOF DRY CELL. The application and an assignment to Ray-O-Vac 
Company were executed on the same day. The specifications in the appli- 
cation recite that the invention relates to “an improved metal sheath which 
will protect the cell from injury and will also prevent fluids from leaking 
out of the cell and injuring the casing or other dry-cells within the casing. 
(According to the application, the invention disclosed is a continuation- 
in-part of the previously filed patent application). The claims refer to 
“A leak-immunized cell * * *.” The patent (No. 2,243,938) was granted 
June 3, 1941. 

Ray-O-Vac, applicant here, also owns the Cargill patent? for a LEAK- 
PROOF DRY CELL in which the specifications and claims refer to “A leak- 
proof cell”; the Anthony patent® for battery construction in which the 
specifications refer to “leakproof dry cell” and “leakproof container”; the 
Anthony patent* for a method of making leakproof dry cells in which the 
specifications refer to “an improved method of making such cells leak-proof” 
and the claims refer to “a leak-proof dry cell”; the Berigan patent® for a 
leak-proof dry cell in which the specifications and claims refer to “a leak- 
proof dry-cell”; the Anthony patent® for a leakproof dry cell in which the 
specification relates to “an improved construction for preventing leakage” ; 
the Smithback patent’ for a top closure for leakprof dry cells in which the 
specifications and claims refer to “leakproof dry-cell” ; the Anthony patent*® 
for a method of manufacturing dry cells in which the specifications refer 
to “leak-proof construction”; and the Schmelzer patent ® for a leakproof 
dry cell in which the specifications refer to “a leak-proof jacket” and the 
claims refer to “leak-proof dry-cell.” 

There are also in the record eleven Diebel patents’® for dry cell bat- 
tery units and flashlights and batteries in which the term “leak proof” is 


. 2,315,592, filed March 15, 1940, granted April 6, 1943. 
No. 2,355,197, filed Dec. 10, 1941, granted August 8, 1944. 
No. 2-346,640, filed July 11, 1942, granted April 18, 1944. 
No. 2,360,541, filed August 24, 1942, granted Oct. 17, 1944. 
. 2,399,089, filed Aug. 29 1942, granted April 23 1946. 
No. 2,402,784, filed Aug. 29, 1942, granted June 25, 1946. 
No. 2,419,244, filed March 4, 1943, granted April 22, 1947. 
No. 2,445,005, filed Sept. 6, 1945, granted July 13, 1948. 

10. No. 2,254,474, filed April 3, 1940, granted Sept. 2, 1941; No. 2,262,836, filed 
June 22, 1940, granted Nov. 18, 1941; No. 2,262,837, filed June 22, 1940, granted Nov. 
18, 1941; No. 2,272,907, filed Oct. 22, 1940, granted Feb. 10, 1942; No. 2,289, 249, filed 
July 2 1941, granted July 7, 1942; No. 2,307,761, filed June 21, 1941, granted Jan. 
12, 1943; No. 2,307,762, filed June 21, 1941, granted Jan. 12, 1943; No. 2,307,763, 
filed July 2, 1941 granted Jan. 12, 1943; No. 2,307,764, filed Aug. 15, 1941, granted 
Jan. 12, 1943; No. 2,307,765, filed Aug. 15, 1941, granted Jan. 12, 1943; No. 2,307,767, 
filed Oct. 1, 1941 granted Jan. 12, 1943. 


2. 
3. 
4, 
5. 
6. No 
Fin 
8. 
9. 
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used to refer to the character of the dry cell; the Paul patent’ for a 
“leakproof dry cell’; the Koppelman patent’? which refers to a “leakproof 
cell” in the specifications and claims; the Daniel patent’* in which the claims 
refer to a “leakproof structure”; the Reinhardt patent** (assigned to Olin) 
for a “leakproof dry cell” in which the specifications and claims refer to 
“leakproof cell” ; the McEachron patent” for a “leakproof dry cell” in which 
the specifications refer to “leak-proof construction” and the claims refer 
to “leakproof dry cell” and “non-leaking dry cell”; the Wagner patent*® 
for a “leakproof battery”; the Lang patent?’ in which the specifications 
state “a cell of this nature will hereinafter be designated as ‘leak proof’ ”; 
and the Ellis patent** in which the claims refer to “a leak-proof primary 
alkaline dry cell.” 

Use of the term in a patent, standing alone, may not necessarily re- 
sult in a conclusion adverse to an applicant; but it must be considered in 
the light of all other facts and circumstances present in the case. 


The manner of the display of the term LEAK PROOF on applicant’s cells 
is the same as that which it has used for PHOTOFLASH, INDUSTRIAL, TELE- 
PHONE, IGNITION, RADIO, and LANTERN. The positioning of LEAK PROOF on 
the cells in a manner comparable to the positioning of terms which can 
serve no trade mark function is not of controlling significance, but the 
likely or actual effect upon purchasers of such positioning is a factor not 
to be overlooked. 

The earliest of applicant’s advertisements are dated in June of 1949. 
They feature the phrases, GUARANTEED LEAK PROOF UNIT CELLS, GUARANTEED 
LEAK PROOF, and “Will not ooze, leak, corrode or damage flashlight.” They 
include the statement, “Besides gaining the point of leak-proofing, the new 
cell boasts longer service life than the conventional type because this revo- 
lutionary construction positively retains the cell moisture thereby pro- 
longing internal activity.” The advertisements reproduced the following 
guarantee : 

“Besides having more life, this cell is unconditionally guaranteed 
not to STICK in, PLUG or DAMAGE your flashlight. Should it do 
this at any time RAY-O-VAC will replace the flashlight without charge 
with a new one of equal or greater value.” 

An early advertisement stated: RAY-O-vAC announces the lst LEAK-PROOF 
FLASHLIGHT BATTERY. Other advertisements stated: “Ray-O-Vac’s new 
No. 2 LP LEAK-PROOF cells raise the standard of values in 10¢ flashlight 
batteries. The ten cent cell should be: Doubly Insulated—Completely 
Armored, (not just the top)—LEAK-PROOF!” 


. No. 2,419,589, filed May 6, 1944, granted April 29, 1947. 
. No. 2,434,703, filed May 25, 1943, granted Jan. 20, 1948. 
. No. 2,447,493, filed April 12, 1945 granted Aug. 24 1948. 
. No. 2,450,813, filed July 31, 1945, granted Oct. 5, 1948. 
5. No. 2,541,931, filed July 9, 1947, granted Feb. 13, 1951. 
. No. 2,544,115, filed Dee. 22, 1945, granted March 6, 1951. 
. No. 2,410,826, filed Aug. 16, 1941, granted Nov. 12, 1946. 
. No. 2,575,337, filed Oct. 2, 1950, granted Nov. 20, 1951. 
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The advertising in 1946 featured: 


“Read this Steel-Clad Guarantee—If your flashlight is damaged 
by corrosion, leakage or swelling of this battery, send it to us with the 
batteries and we will give you FREE a new comparable flashlight with 


batteries” ; and 
“We will give you FREE a new comparable flashlight if yours is 
ever damaged by corrosion, leakage or swelling of this cell.” 


Other typical statements in applicant’s advertising through the years in- 
clude : 











“Ray-O-Vae Leakproofs stay fresh for years and years because 
they are sealed-in-steel. This exclusive leakproof construction seals 
power in. It’s there when you need it!” 
* * a * 
“Lasts longer in use—It’s leakproof—protects the flashlight— 
Guarantees against corrosion damage—Needs no dating—Stays fresh 


for years.” 
“Leakproof—-Longer Life—Fresh Dated—Guaranteed.” 
* 





















“Tt’s Leak Proof—lIt’s Sealed in Steel—lIt’s Designed for Long 
Life—It Sells on Sight.” 
* 








“1. It has as much or more POWER than ANY flashlight battery! 
It retains that POWER longer. It stays fresh for years and 


years! 






3. It gives light when you need it! 

4. It guarantees your flashlight against corrosion or swelling! 
5. It’s steel clad! 

6. It’s LEAK PROOF!” 





* * * * * * 
“* * * and batteries are perishable, too—that’s why Ray-O-Vacs 
are Leak-Proofed!” 








“Get these leak proof power packs, Modern steel-sealed Ray-O- 
Vacs.” 
* * »* * * - 
“Here’s the Patented Ray-O-Vac Leakproof Construction.” 
* * * * * * 





“Ray-O-Vac leak proof batteries stay fresh for years.” 

The flashlight and battery counter displays furnished by applicant to 
dealers have featured “will not ooze, leak, corrode or damage flashlights.” 
Others featured USE RAY-0-VAC GUARANTEED LEAK PROOF BATTERIES, the last 
four words appearing in identical type. 

The foregoing excerpts are more or less typical of the scores of adver- 
tisements in the record. It is clearly apparent that these advertising uses 
of LEAK PROOF can not be characterized as advertisements calculated to 
bring about a secondary meaning of the word or words. Rather, they are 
designed to inform the readers that the cells will not leak. To put it 
another way they are uses of the word or words in their primary sense. 
This fact must be considered in conjunction with the others. 
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During the nine-year period of 1939-1947, with the exception of 1943 
and 1944, applicant manufactured dry cells under the Anthony patent for 
Sears, Roebuck & Co. and Montgomery Ward & Co. The cells for Sears 
were marked with its trade marks POWERMASTER and HOMART, and they 
also bore the word LeaKpRooF. The cells for Montgomery Ward were 
marked with its trade mark warp’s, and they also bore the word LEAK-PROOF. 
All of them bore on the back substantially the same guarantee as the cells 
sold under applicant’s mark ray-o-vac, except that the purchaser was 
advised to return unsatisfactory cells to Sears or Ward’s, as the case may 
be. It appears from the record that during this period more than 24,000,000 
cells were made and offered for sale to the public without any suggestion 
that the cells were made by applicant or that the word LEAKPROOF meant 
anything other than that the cells would not leak. 

We come now to the question of the effect of these things which the 
applicant has done. In the volume of testimony taken by the parties, there 
is no consumer testimony. During the prosecution of its application before 
the Patent Office, applicant conducted a survey through its salesmen. Each 
salesman was instructed to conduct immediately 35 interviews with “people 
on the street” and record the answers word for word on the questionnaires 
supplied. The salesmen were instructed not to interview anyone who knew 
them; not to ask leading questions or make any leading statements; and 
not to discard any answers thought to be unfavorable. After having con- 
ducted the interviews, the salesmen apparently executed affidavits to the 
general effect that they interviewed the persons named in the completed 
questionnaires and recorded verbatim the answers of the persons inter- 
viewed and that they followed the instructions sent to them. The secretary 
to the general sales manager submitted an affidavit to the effect that she 
prepared a tabulation of answers from the questionnaires and made copies 
of the affidavits of the salesmen, which were attached to the questionnaires 
at the time they were sent by the salesmen to the general sales manager. 

Although the general sales manager testified concerning the question- 
naires and tabulations, neither the salesmen who are alleged to have con- 
ducted the interviews, nor the secretary who is alleged to have prepared 
the tabulations, nor any of the persons allegedly interviewed were called 
as witnesses; nor are any of the original questionnaires in evidence. The 
purported survey is hearsay thrice removed and it, therefore, has no pro- 
bative value in these proceedings. 

The only other material in the record which has any bearing on con- 
sumer reaction are a considerable number of letters from applicant’s files, 
some of which were made available to counsel for Burgess and counsel for 
Olin and some of which were placed in the record by applicant. The letters 
were written by consumers who had purchased applicant’s LEAK PROOF cells 
and when they leaked, they were sent to applicant. 

The conclusion is inescapable that, so far as these consumers are 
concerned, LEAK PROOF meant that the cells would not leak. The following 
excerpts are typical of the phraseology used: 
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“Under separate cover I am sending you two Ray-O-Vac flashlight 
cells which are supposed to be leakproof.” 
“These batteries do not seem to be ‘leak proof’ as you advertised.” 
“T am sending you under separate cover 2 of your flashlight 
batteries which definitely show leakage. * * * This condition does not 
agree with your advertisement.” 
“T bought three of your so-called leakproof flashlight cells. * * * 
I now find that these cells are far from leak proof.” 
“They are guaranteed leak proof. This shows they are not.” 
“T left the batteries in the flashlight knowing they were ‘leak- 
proof’. But they have leaked.” 
“You will find enclosed a battery of your manufacture which was 
sold me under a guarantee that it was leak-proof.” 
“IT am sending a flashlight which had been spoiled by your Non 
Leakable cells.” 
“The resulting changes in temperature caused your supposedly 
leakproof batteries to leak.” 
“Two of your so-called leak-proof batteries leaked plenty in a 
flashlight of mine.” 
“I don’t see why they leak when they are leakproof.” 
“A few months ago I purchased two of your Heavy Duty ‘LeaK 
PROOF’ unit cells to keep on hand for reserve inasmuch as they are 
represented to be LEAK PROOF. However, about six weeks ago I went to 
the closet to get the cells and it was quite obvious they had leaked, in 
fact they are dead.” 
“The Leakproof cells had leaked and ruined the flashlight.” 
“T am forwarding * * * two Ray-O-Vac batteries labeled ‘leak- 
proof.’ You will see that these batteries leaked through the casing 
* *# #» 
“According to your guarantee for the LEAK-PROOF cells, I am send- 
ing in a flashlight with batteries that have been corroded and leaked 
* *@ #» 
“They leaked! Didn’t they? Please send me a new flashlight.” 
It seems clear from the record that applicant claimed no trade mark 
rights in LEAKPROOF as late as June 5, 1946'® when one of its officers wrote 
a letter to Sterling Battery Company (succeeded by General) protesting its 
use of Lp. The letter stated in part: “We, of course, make no claim of 
trade mark in the mere words ‘leak proof’, but we do propose to prevent 
any appropriation that may tend to give anyone else the advantage of our 
advertising.” Sterling replied to the letter of July 2, 1946 by stating 
that while it did not agree with the contention that its use of LP was 
misleading, the matter was considered of insufficient importance to form 
the basis of a controversy and instructions had been given to discontinue its 
use in all future printings. 
On September 10, 1946 applicant again wrote to Sterling Battery 
Company protesting use by the letter of “leak-proof” in connection with 


its plastic clad batteries, and stating in part: 


19. In 1941 applicant obtained under the 1905 Act Reg. No. 386,540 for a composite 
mark which set out the background design for its trade mark RAY-O-vAc and the terms 
LEAK PROOF and UNIT CELL, both terms being disclaimed. 

In 1943 applicant filed an application to register LEAK PROOF under the 1920 Act. 
In 1948 the application was formally abandoned after the present application was filed. 
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“Within a few days after your letter, the situation on this sub- 
ject was changed very materially by the enactment of the Lanham 
Trade Mark Bill, which has been under consideration in the Congress 
for many years but was finally signed by President Truman on 
July 5th. 

“This new law gives recognition to secondary meaning marks 
which have become distinctive of the goods of a particular manu- 
facturer. Until the enactment of that law such a descriptive term 
as ‘leak-proof’ was not protected by Federal legislation. It is now 
so protected where the descriptive term has been in use by the manu- 
facturer for a number of years and is associated with his product in 
the trade.” 


It is observed that for many years the Courts had, under equity and the 
common law, protected marks which had acquired a secondary meaning. 
The Trade Mark Act of 1946 made such marks registrable; but it is not 
seen how the enactment of the statute changed the factual situation either 
between applicant and Sterling or between applicant and the purchasing 
public. The mere enactment of the statute did not create substantive rights 
where none existed; nor did it make a trade mark out of a term which 
had not been used as a trade mark but had been used merely to inform 
the purchasing public of certain desirable qualities of a product. 


Irrespective of the outcome of the oppositions, the facts and circum- 
stances recited above lead to but one conclusion: Prior to the filing of its 
application on October 10, 1947, applicant had not used the term LEAK 
PROOF as a trade mark, i.e., as a mark to identify its dry cells and 
distinguish them from those of others, and it is therefore not entitled to 
the registration sought. Applicant’s use of the term has always been in 
its primary sense. The numerous uses in patents owned by applicant, as 
well as those owned by others, indicate a type of construction designed 
to prevent, as far as possible, leakage of the electrolyte. The use of the 
term by applicant on the cells has been merely to inform potential pur- 
chasers that the dry cells will not leak. The use of the term by applicant 
in its advertising has been merely to describe the construction of the cells 
and to inform potential purchasers that the cells are designed not to leak 
and damage flashlight casings, but if they do, the damaged casing will be 
replaced with a new case and cells. 


Such uses over a period of time militate against acquisition of a 
secondary meaning of the term. A finding that LEAK PRoor has not acquired 
a secondary meaning is amply supported by the meaning attributed to 
the term in the consumer letters which are in the record. 


Turning now to the oppositions, we find that General commenced the 
manufacture and sale of dry cells in 1941 for Goodyear Tire and Rubber 
Co., under the trade mark GoopyEaR, Montgomery Ward and Company, 
under the trade mark warp’s, and Western Auto Supply Co. under the 
trade mark wiZARD; and these cells were labeled LEAKPROOF. As a 
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result of a patent infringement suit?® by Ray-O-Vac against General and 
Goodyear, manufacture of the cells so labeled was discontinued late in 
1942. Research and development of a non-infringing cell designed not to 
leak was continued by General, and in 1948 quantity production and sale 
of cells described as “leakproof” was resumed and continued up to the 
time of filing the opposition. In addition, Sterling Battery Company, a 
predecessor of General, manufactured, advertised, and sold dry cells de- 
scribed as “leak-proof” from 1945 to the end of 1949. As stated herein- 
above, applicant wrote a letter to Sterling on June 5, 1946 protesting the 
use of LP, but stating that no claim of trade mark was made “in the 
mere words ‘leak proof.’” The nature and extent of these uses of “leak- 
proof” by General and a predecessor in business are sufficient to support 
the conclusion that General would be damaged by applicant’s registration 
of the term. General’s opposition is therefore sustained. 


Olin, in 1945 and 1946 manufactured a specially constructed cell 
which it sold under its trade marks WINCHESTER and BOND. The labels 
included the term LEAK PROOF as a descriptive designation. From 1949 
to the time of its testimony this opposer sold cells under its oLIN trade 
mark and labeled them with the descriptive designation LEAK PROOF. 
The record is sufficient to support the conclusion that Olin would be 
damaged by applicant’s registration of the term. Olin’s opposition is, 
therefore, sustained. 

Burgess has used the term “leakproof” in advertising its various types 
of batteries since 1928. Typical of the statements in the advertisements 
are: “construction of one-piece, seamless, leak-proof zine cups”; the tough 
impregnated paper wrapper is moisture-proof and leak-proof”; assembled 
in leakproof, wear-resting metal container” ; “the construction is moisture- 
proof and leakproof”; and “the case is leakproof—cell leakage can not 
damage the lantern.” It is clearly apparent from the record that Burgess, 
as well as applicant and the other opposers, intended that “leak proof” 
should convey to potential purchasers the idea that the batteries would 
not leak. In view of the advertising uses of the term “leakproof” by Burg- 
ess in connection with its batteries and flashlight cells and of the com- 
petitive relationship between it and applicant, it is concluded that Burgess 
would be damaged by registration of the term by applicant. Burgess’ op- 
position is, therefore, sustained. 

U. S. Electric, in 1932, commenced designating its Lox-rop flash- 
light, ignition and utility cells as “melt-proof”—dent-proof—rust-proof— 
leak-proof.” Other dry cell labels used by this opposer during the NRA 
period in the 1930’s bore “Melt-proof—puff-proof—rust-proof—leak-proof.” 
These labels were used on millions of cells from 1932 to 1943. During the 
war years USE went into war production; but production and sale of 
the leakproof flashlight cells was resumed again in 1950. The labels for 


20. The Goodyear Tire and Rubber Company, Inc. v. Ray-O-Vae Company, 60 
USPQ 386. 
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these later cells show the trade mark uUsaLiTe and feature the descriptive 
designation LEAK PROOF and a guarantee of replacement of any flash- 
light damaged by corrosion or leakage. The record is sufficient to support 
the conclusion that USE would be damaged by registration of the term 
by applicant. The opposition of USE is, therefore, sustained. 


The following rulings were made at the argument on appeal in dis- 
position of certain issues raised by various of the opposers: 

1. Applicant’s use of the term “leak proof” was not deceptive. 
To find applicant guilty of unclean hands on this account would 
necessitate a finding of unclean hands on the part of each of the 
opposers, since each has used the term for the same purpose as ap- 
plicant, namely, to convey the impression that the cells will not leak, 
and each concedes that there has not yet been developed an absolutely 
leak proof dry cell. 

2. There is no estoppel against applicant as a result of its having 
failed to charge infringement of its alleged trade mark LEAK PROOF in 
its patent infringement suit against General and Goodyear Tire and 
Rubber Company, Inc. 

3. There is no estoppel against applicant as a result of its dis- 
claimer of the term LEAK PROOF in its registration of a composite 
mark under the Act of 1905. 

The decision of the Examiner of Interferences is affirmed. 


BOTANY MILLS, INC. v. 
ATLANTIC KNITTING MILLS OF PHILADELPHIA, INC. 


No. 31836—Commissioner of Patents—March 9, 1955 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
With reference to contention that opposer has used illustration of lamb only in 
advertising and not as a trademark, it is enough that opposer has used lamb in 
advertising and sales promotion since long prior to applicant’s first use of mark. 


TRADE-MaRK Act OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


THE BRAND WITH THE LAMB, with illustrations of two frolicking lambs, is con- 
fusingly similar to BOTANY BRAND, with illustration of frolicking lamb used in adver- 
tisements thereof. 


Opposition proceeding by Botany Mills, Inc. v. Atlantic Knitting Mills 
of Philadelphia, Inc., application Serial no. 618,334 filed September 4, 1951. 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Affirmed. 
Alexander, Maltitz, Derenberg & Daniels, of New York, N. Y., for opposer- 
appellee. 
Kimmel & Crowell, of Washington, D. C. for applicant-appellant. 
Leeps, Assistant Commissioner. 
Application has been filed to register the phrase THE BRAND WITH THE 
LAMB, positioned at each end of which is an illustration of a frolicking 
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lamb, for ladies’ and girls’ sweaters, T-shirts, blouses, bathing suits, shorts 
and sport dresses. Use is claimed since February 10, 1950. Opposition is 
based on prior use of an illustration of a frolicking lamb in connection 
with opposer’s trade mark BOTANY on a variety of articles of wearing 
apparel for men and women, textile fabrics in the piece for making such 
apparel, and yarns. Opposer also relies on ownership of Registration No. 
349,961 for a grotesque illustration of an animal having the appearance 
of a lamb, in association with a panel showing Borany, for neckties. The 
Examiner of Interferences sustained the opposition and applicant has 
appealed. 


No testimony was taken by the parties to this proceeding but a joint 
stipulation was filed containing the following recital of facts: 

1. The trade mark which applicant seeks to register by its application 
Serial No. 618,334, has been used by applicant ever since February 10, 1950 
in selling the merchandise specified in the application. 

2. Opposer is, and ever since long prior to February 10, 1950, has 
been engaged in the business of selling, among other products, a large 
variety of articles of wearing apparel for men and women, including 
women’s dresses and sweaters; textile fabrics in the piece, primarily in- 
tended for the manufacture of articles of wearing apparel for men and 
women ; and yarns, including hand knitting yarns, specifically recommended 
for making articles of wearing apparel and dress accessories such as sweat- 
ers, neckties, and the like. 

3. Opposer is the owner of trade mark Registration No. 394,961 reg- 
istered May 5, 1942 for neckties. 


4. Opposer is featuring, and ever since long prior to February 10, 
1950, has been featuring, in selling its said merchandise and in advertsing 
it in booklets, newspapers, and magazines having national distribution, 
over television and otherwise, the representation of a lamb, either in the 
form shown in its Registration No. 349,961, or in other forms, including 
those shown by way of illustration in Exhibits B-E annexed to the Notice 
of Opposition, said display of a lamb being always in association with 
opposer’s mark BOTANY. 

5. Exhibit B is a specimen of one of opposer’s commercial labels which 
embodies a mark comprising a diamond shaped design with double border, 
the word BoTaNy printed within the double border on the top left side and 
the word BRAND printed within the double border on the top right side of 
the diamond design, with an illustration of a lamb standing on its hindfeet 
covering substantially the entire center portion of the diamond design. 

6. Exhibit C shows the front cover of one of opposer’s booklet’s pub- 
lished and copyrighted by opposer in 1945 and distributed in connection 
with, and for the purpose of promoting, the sale of some of its merchandise. 
Exhibit C shows the words BOTANY BRAND and FABRICS ARE ALL WOOL, to 
gether with an illustration of a frolicking lamb. 
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7. Exhibit D is the front cover of one of opposer’s booklets entitled 
“From Little Lambs to You,” published and copyrighted by opposer in 
1951, and distributed in connection with, a.d for the purpose of promoting, 
the sale of some of its merchandise. The uisplay on Exhibit D is substan- 
tially the same as that shown in Exhibit C, except that the words “From 
Little Lambs to You” are substituted for “Fabrics are all Wool.” 

8. Exhibit E is a booklet entitled “She Knows Botany,” distributed 
by opposer’s Women’s Wear Wholesale Division in connection with, and 
for the purpose of promoting, the sale of some of opposer’s merchandise, 
and illustrating some of the types of women’s wearing apparel in connec- 
tion with which opposer has been featuring the representation of a lamb. 
Exhibit E features an illustration of a frolicking lamb on its cover page. 

9. Opposer’s trade mark Borany is displayed on all of its labels, book- 
lets, and other advertising material on which the representation of a lamb 
is displayed and the mark Borany is always associated with any display of 
a lamb by opposer. 

Applicant’s contentions may be summarized as follows: (a) opposer’s 
mark is BOTANY and the picture or illustration of a lamb has been used in 
association with BoTANy only in advertising and not as a trade mark; 
(b) opposer’s registration No. 394,961 comprises the term BOTANY and 
nothing else, as indicated by the stipulation of facts; and (c) the goods of 
the parties are not closely related and therefore confusion is unlikely. 

With reference to the first contention, it is not disputed that opposer 
sells its apparel, fabrics and yarns as BOTANY BRAND, and that opposer has 
featured in advertising and sales promotion since long prior to applicant’s 
first use of its mark the illustration or representation of a lamb in one 
form or another. It is not necessary that opposer establish that it has trade 
mark rights in an illustration of a lamb alone, or that it has used the illus- 
tration of a lamb as a trade mark on its goods. It is enough if opposer 
has established that it has used the feature in conjunction with BoraNny 
BRAND in advertisements and sales promotion pieces. Lever Bros. v. Nobio 
Products, Inc., 41 USPQ 677 (29 TMR 336) (CCPA, 1939); John Wood 
Mfg. Co. v. Servel, Inc., 25 USPQ 488 (25 TMR 407), (CCPA, 1935) ; 
Fourco Glass Co. v. Libbey-Owens-Ford Glass Co., 97 USPQ 181 (43 TMR 
756) (Com’r. 1953). A sufficient showing has been made by this opposer. 

It appears to be applicant’s position that the mark shown in Registra- 
tion No. 394,961 for neckties has been modified by stipulation. It is agreed 
by stipulation that opposer owns the registration, and under the statute, 
the registration is prima facie evidence of ownership of the mark shown 
therein. The registration speaks for itself, and the mark shown is a gro- 
tesque illustration of a lamb predominating a small panel upon which the 
word BOTANY appears. The mark has not been, indeed it could not be, 
modified by the agreed stipulation of facts. 

Applicant, in its third contention, attempts to differentiate between the 
products of the parties. Applicant’s products are sweaters, T-shirts, blouses, 
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bathing suits, shorts and sport dresses for ladies and girls. Opposer’s prod- 
ucts include articles of wearing apparel for men and women, such as 
women’s dresses and sweaters, textile fabrics for the manufacturer of such 
apparel, and yarns for making sweaters, neckties and other apparel acces- 
sories. Substantial identity rather than dissimilarity appears to exist be- 
tween the products of the parties. 

The stipulated facts, and the exhibits identified therein indicate that 
an illustration of a frolicking lamb has been rather extensively used by 
opposer in advertising and promoting the sale of its BOTANY BRAND items. 
“The Brand with the Lamb” and the illustrations of two frolicking lambs 
would, it seems to me, point directly to BOTANY BRAND insofar as those pur- 
chasers and potential purchasers familiar with opposer’s advertising and 
sales promotion pieces are concerned. Under such circumstances, confusion 
is not only likely, but inevitable. 

The decision of the Examiner of Interferences is affirmed. 


PERSPECTIVES, INC. v. DREXEL FURNITURE COMPANY 
No. 31731 — Commissioner of Patents — March 23, 1955 


TRADE-MaRK AcT oFr 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Application for PERSPECTIVE with double triangle for living room, dining room 
and bedroom furniture is opposed by PERSPECTIVES, INC. engaged in making and 
selling commercial designs, particularly for fabrics. While it is true that opposer 
does not make or sell fabrics, it is common knowledge that upholstery and drapery 
fabrics are displayed and exhibited together, and the appearance of “Designed by 
Perspectives, Inc.” in selvage of fabrics made in accordance with opposer’s design 
would lead purchasers to believe that there was some kind of trade connection 
between the producers and would be likely to cause confusion, mistake or to deceive 
purchasers. Decision of Examiner of Interferences is affirmed. 
Opposition proceeding by Perspectives, Inc. v. Drexel Furniture Com- 
pany, Serial No. 622,205 filed December 7, 1951. Applicant appeals from 


decision of Examiner of Interferences sustaining opposition. Affirmed. 
House, Grossman, Vorhaus & Hemley of New York, New York, for appli- 
ant-appellant. 
Mason, Fenwick & Lawrence of Washington, D. C. for opposer-appellee. 
Application has been filed to register PERSPECTIVE, with a double tri- 
angle design, for living room, dining room and bedroom furniture. Use 
is claimed since July 3, 1951. Registration has been opposed by Perspectives, 
Ine., a corporation engaged in making and selling commercial designs, 
particularly for fabrics. The Examiner of Interferences sustained the 
opposition, and applicant has appealed. 


1. The specific items are listed as chests, mirrors, vanities, beds, tables, benches, 
desks, utility cabinets, buffets, tea carts, chairs, bookcases, sofas, breakfronts, magazine 
racks, couches, and love seats. 
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Opposer’s record shows that it was incorporated under the name 
PERSPECTIVES, INC., in August of 1948 and has operated under that name 
and under PERSPECTIVES GALLERY since that time; opposer is engaged in 
the business of making commercial designs under commission from manu- 
facturers and converters of drapery, upholstery and apparel fabrics and 
manufacturers of wallpaper ; in 1949 opposer also displayed and offered for 
sale in its gallery ceramic replicas of the work of certain artists and 
exhibited other fine art objects; in 1950 the activities of the Gallery, 
insofar as the display of fine art is concerned, were discontinued, and 
thereafter opposer conducted in the Gallery an annual exhibition of fabrics 
by painters and sculptors, which was a cross-section of the designs supplied 
by applicant to fabric and wallpaper manufacturers; opposer’s designs 
have always borne tags or markings showing PERSPECTIVES, INC., and at least 
some of the fabrics made from opposer’s designs credit Perspectives, Inc. 
with the design by notation in the selvage; opposer has done some adver- 
tising of its business under its name and has received some unpaid pub- 
licity regarding its operations. 


The testimony and exhibits show that in October of 1948 opposer an- 
nounced the opening of its new studios for the advancement of con- 
temporary art in textiles. In 1949 opposer’s Perspectives Gallery exhibited 
the ceramic replicas of Picasso plates. The exhibition was listed in the 
“Home Furnishings Calendars”, and it was advertised in the New York 
Times and the New York Herald Tribune. In the fall of 1950 opposer 
held in its Perspectives Gallery its first exhibition of fabrics designed by 
painters and sculptors. This exhibition also was listed in the Home 
Furnishings Calendar, and the publicity in connection with the exhibition 
was considerable. It was listed in Cue Magazine; it was noticed in the 
daily New York newspapers; and the trade papers “Retailing Daily” and 
“Women’s Wear Daily” each carried releases indicating that the decorative 
fabries reflected a strong tendency to the use of abstract designs. One of 
the papers carried a photo of a room corner showing draperies, an up- 
holstered chair, a table and a lamp, captioned as follows: 

“Now on display at the Perspectives Gallery are fabrics designed 
by artists. Shown here is a section of the decorative textile group.” 

In the fall of 1951 the newspapers and trade papers announced : 

“The second edition of last year’s successful Exhibit by Painters 


and Sculptors was previewed to the fashion, home furnishings, and 
art press at Perspectives, Inc. * * * 


“As in last year’s exhibition, the show features home furnishings 
and apparel fabrics executed from designs by Perspectives.” 


In the early winter of 1952 the trade and newspapers carried articles 
about a contemporary fabric design exhibition at opposer’s Perspectives 
Gallery. The articles stated that the fabrics revealed “a trend in favor 
of abstract” and included “abstract designs on a variety of natural and 
synthetic materials for dress, upholstery, and the shower bath door.” 
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Other exhibits show that applicant’s furniture was featured with 
fabrics, and other home furnishings. For example, a catalog of Aimcee 
Wholesale Corporation, in October, 1951, announced: 


“Perspective presents a complete merchandising plan.” 


The display of the word PERSPECTIVE throughout the catalog was identical 
with that sought here to be registered, and an asterisk was shown at the 
lower part of the cover page with the notation “@®) pending.” The catalog 
featured the PERSPECTIVE mark with furniture (by applicant) and fabrics, 
lamps, glassware, china, ceramics, pictures, bedspreads, and floor cover- 
ings, (by an unidentified producer or producers). 


The first page following the introductory page in the catalog shows: 
“The design of your Perspective accessories is in keeping with 
the design of the PERSPECTIVE Furniture Group.* 
(Picture of furniture arrangement. ) 
* Reproduction of Sketches—prepared by Drexel of room settings to 
be on display at their Showroom.” 


The balance of the catalog deals with the fabrics, lamps, glassware, etc., 
all identified by the mark sought to be registered by this applicant. 

On January 16, 1952 a news article in a New York newspaper an- 
nounced midwinter showings of furniture at Abraham & Straus and 
Bloomingdale’s featuring “PERSPECTIVE in what is said to be the most 
extensive co-ordinated home furnishings collection ever to be presented.” 
After a dissertation upon the dictionary meaning of the word “perspective” 
the article continued: 

“Starting with furniture designed by Milo Baughman, for Drexel, 
the planners of the group have added everything for the home except 
appliances and the occupants. Each item from floorcoverings to glass- 
ware, linens, lamps, pictures and dinnerware has been correlated as to 


texture, function, color and price. 
“Price was a major factor in the planning of PERSPECTIVE. 


A photo appearing as a part of the news article shows a bedroom scene 
with the following caption: 

“Night stands that swing out from storage headboard, providing 
easy access, are a feature of PERSPECTIVE furniture grouping at 
Abraham & Straus. Metal pin-up lamps with adjustable swivels and 
ribbed chenille bedspread are in PERSPECTIVE colors, beige and pumpkin. 


On March 17, 1952, a Chicago newspaper reported: 


“First week’s response to the PERSPECTIVE collection of Drexel 
furniture and coordinated accessories at Carson, Pirie, Scott & Co. was 
reportedly very satisfactory with quite heavy traffic noted in the 
PERSPECTIVE GALLERY opened in the store’s ninth floor modern furniture 
department. 

* * * * 

“Reports * * * indicate that in drapery fabrics, ‘Symbols’, ‘Wood- 
weave’ and ‘Montage’ patterns in a heavy 48-inch vat-dyed cotton 
at $2.24 a yard are leading in sales over sheer casements * * * Some 
30 to 40 per cent of the sales chalked up in this section on this 
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particular merchandise is attributed to the promotional efforts of 

the coordinated series.” 

On February 23, 1952, the Home Institute Section of This Week 
Magazine contained : 

“The co-ordination theme runs through one new group called Per- 
spective dinerware, lamps, fabrics, carpets and even bedspreads and 
place mats are keyed to Drexel’s new modern furniture with a mink 
finish. The whole co-ordinated group is planned around a color 
palette that includes brick red, gold, night blue, beige, pumpkin, 
sandalwood, avocado, brown, myrtle green, red and black walnut. 
The colors are planned to harmonize in any combination.” 

Opposer’s president identified two pieces of fabric which he had 
purchased at Bloomingdale’s. One is marked in the selvage “Perspective 
Collection ‘Mesa’ Handprint”, and the other is marked “Perspective Col- 
lection—Printed in vat dyes—Preshrunk” The fabrics and their designs 
are identical with two of the fabrics featured in the Aimcee Wholesale 
Corp. PERSPECTIVE catalog. 


Applicant took no testimony and presented no evidence. It does not 
appear what, if any, relationship existed between applicant and Aimcee 
Wholesale Corp.,? but it is reasonable to assume that there was some trade 
connection, at least for promotion purposes, in view of the reproduction 
of room settings (prepared by applicant), and the reproductions of the 
applicant’s mark, not only in connection with furniture but also in con- 
nection with the drapery and upholstery fabrics and accessory items. It 
is also reasonable to assume that applicant was familiar with the “co- 
ordinated” promotion of its PERSPECTIVE furniture with fabrics, lamps, 
bedspreads, floor coverings, glassware, etc., under the titles of PERSPECTIVE 
GALLERY, PERSPECTIVE COLLECTION and PERSPECTIVE. 


The exhibits in this case illustrate that which is common knowledge, 
namely, that upholstery and drapery fabrics are frequently displayed and 
exhibited together. While it is true that opposer does not make or sell 
fabrics, nevertheless the appearance of “Designed by Perspectives, Inc.” 
in the selvage of fabrics made in accordance with opposer’s modern and 
abstract designs and the appearance of PERSPECTIVE on applicant’s modern 
furniture would seem inevitably to lead purchasers and potential pur- 
chasers to a conclusion that there was some kind of trade connection, 
between the producers, or that there was an approval or sponsorship by the 
earlier user. In other words, it is believed that applicant’s mark consists 
of a mark which so resembles opposer’s previously used trade name as to 


2. It is noted that The Associated Merchandising Corporation, located at the 
same address as Aimcee Wholesale Corp., filed an application on Sept. 29, 1951 to 
register PERSPECTIVE for bedspreads; cotton, and rayon, and rayon fabrics for draperies. 
The specimens submitted with the application show “Perspective Collection—Printed in 
vat dyes—Preshrunk”. The application was opposed by the opposer herein, and the 
opposition was sustained on Feb. 23, 1954. No appeal was taken. 

It is also noted that on Feb. 25, 1952 The Associated Merchandising Corporation 
assigned the mark sought to be registered and the application to the present applicant, 
and the assignment was recorded on June 9, 1952. 
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be likely, when applied to the goods of applicant, to cause confusion or 
mistake or to deceive purchasers; and that it consists of matter which may 
falsely suggest a connection with opposer. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE CLUB ALUMINUM PRODUCTS COMPANY 


Commissioner of Patents — March 24, 1955 


TRADE-MaRK Act oF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
Coox-n-Loox for transparent glass covers for cooking utensils is a compound 
work mark highly suggestive of the use which the cover serves but not merely 
descriptive, therefore the Examiner’s decision is reversed and the mark may be 
published. 
Application for trademark registration by Club Aluminum Products 
Company, Serial No. 613,162 filed April 26, 1951. Applicant appeals from 


decision of Examiner of Trademarks refusing registration. Reversed. 


Arthur Wm. Nelson and Thiess, Olson, Mecklenburger, von Holst & Colt- 
man, of Chicago, Illinois, for applicant. 
LeeEps, Assistant Commissioner. 

Application has been filed to register cooK-N-LOOK for transparent glass 
covers for cooking utensils. Use is claimed since April 13, 1951. Registra- 
tion has been denied on the ground that the mark is descriptive when 
applied to the goods, and applicant has appealed. 

It is observed that at no point in the prosecution of the application 
did the examiner hold the mark to be merely descriptive, which is the 
statutory ground of refusing registration on the Principal Register. The 
mark is a compound word mark which describes what one who uses the 
covers can do, i.e., look into the utensil to see the cooking process, but this 
does not make the mark descriptive of the covers. The necessity for analysis 
removes it from the category of mere descriptiveness. The mark is a 
combination of two verbs, and the combination does not make an adjective 
which describes the product. 

It is highly suggestive of the use which the covers serve, but sug- 
gestive marks are not unregistrable. 

The decision of the Examiner of Trade Marks is reversed and the 
mark should be published in accordance with Section 12(a). 


EX PARTE McGRAW ELECTRIC COMPANY 
Commissioner of Patents — March 25, 1955 


REGISTRATION PROCEDURE—APPLICATION 
Specimens submitted with application showing LINE MATERIAL followed by 
symbol trademark and MILWAUKEE, Wis. appeared to be trade name use, although 
it was not, in fact, trade name. At argument on appeal specimens furnished showed 
LINE MATERIAL used as trademark. 














606 THE TRADE-MARK REPORTER Vol. 45 T. M. R. 


TRADE-MARK AcT oF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
Although “line material” is used by electric power distribution industry for 

poles, pole line hardware, cross arms, etc. there is nothing found in publications 
showing that genus “line material” includes goods for which registration is sought, 
(capacitors, transformers, oil circuit breakers, airport lighting equipment). State- 
ments by purchasers on applicant’s request indicate that LINE MATERIAL indicates 
goods manufactured by applicant. As applicant’s goods will not interfere with use 
by others in the trade of the term “line material” in its primary sense, application 
should be published for opposition. 

TRADE-MArRK AcT oF 1946—EvIDENCE 


Letters written to trade asking meaning of LINE MATERIAL as submitted with 
affidavit of counsel are properly in evidence and entitled to considerable weight on 
question of descriptiveness. 

Application for trademark registration by McGraw Electric Com- 
pany, Serial No. 619,946 filed October 12, 1951. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. 

Reversed. 


Charles A. Prudell, of South Milwaukee, Wisconsin, for applicant. 
Leeps, Assistant Commissioner. 


Application has been filed to register LINE MATERIAL as a secondary 
meaning mark for capacitors, transformers, oil circuit breakers, street 
lighting luminaires, and controls therefor, airport lighting equipment and 
controls therefor, and lightning arresters and cutouts. Use is claimed since 
April of 1946. Registration has been refused on the grounds that: (1) the 
specimens show use of the mark sought to be registered as a trade name 
and not as a mark; and (2) the words LINE MATERIAL are “generically de- 
scriptive of the goods.” Applicant has appealed. 


It appears from the record that applicant’s predecessor, Line Material 
Company, was a manufacturer of such electrical transmission and distribu- 
tion equipment as transformers, fuse cutouts and fuse links, lightning 
arresters, oil switches, pole line hardware, line construction specialties, 
underground equipment, conduits, street and airport lighting equipment, 
and capacitors. Line Material Company merged with applicant in October 
of 1949 and since that time applicant has had a division of its operations 
known as Line Material Division. At the time the present application was 
filed LINE MATERIAL was neither a corporate name nor a trade name of 
applicant, but the term was used to identify one of its divisions. The speci- 
mens submitted with the application, however, showed LINE MATERIAL in 
capital letters followed by a symbol trade mark followed by “Milwaukee, 
Wis.” Such use, as properly stated by the examiner, appeared to be trade 
name usuage, even though it was not, in fact, a trade name. At the 
argument on appeal applicant was advised that the specimens were in- 
adequate and a request was made to furnish specimens showing use as a 
trade mark. Facsimilies of nameplates showing trade mark use have been 
submitted. On the present record, LINE MATERIAL is shown to be used as 
a trade mark. 
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There is no doubt but that “line material” is a genus recognized in 
the electrical power distribution industry as embracing poles, pole line 
hardware, cross arms, braces, brackets, anchor and ground rods, guy lines 
and hooks, wires, conduits and cables. There is nothing in the record, how- 
ever, nor has anything been found in publications, which shows that the 
genus “line material”, as it is understood in the trade, includes the species 
of technical equipment for which registration is sought. Catalogs and 
trade publications indicate that the term is used to refer to the items listed 
above. 

Following the argument on appeal applicant, through its counsel, wrote 
a letter to fourteen purchasing agents representing public utility compa- 
nies, municipalities and REA associations stating that it had filed an ap- 
plication to register LINE MATERIAL as a trade mark for capacitors, trans- 
formers, oil circuit breakers, street lighting luminaires and controls, airport 
lighting equipment and controls, lightning arresters and cutouts, and re- 
questing the addressees to state “in your own words just what LINE MATERIAL 
means to you.” Copies of applicant’s letters and the replies thereto have 
been submitted with an affidavit of applicant’s counsel stating that he sent 
the letters and received the replies, and that the letters were the only con- 
tact he had with the addressees, except that one of them had inquired by 
telephone concerning the reason for the request and was told that it was 
necessary for applicant to show what the purchasers of applicant’s goods 
understood by LINE MATERIAL. 


The letters from the various purchasing agents are entitled to consider- 
able weight since they represent the independent viewpoints of those who 
purchase applicant’s products, and they are expressed in laymen’s lan- 
guage by each individual writer. Typical of the statements in the letters 
are: 

LINE MATERIAL has, during all the years of our operation, meant a 
particular brand of transformer, oil circuit recloser * * *.” 

“In the minds of utility people, the word LINE MATERIAL implies 
products manufactured and sold by the Line Material Company * * *.” 

“The words LINE MATERIAL on such equipment designates to us 
that such equipment was manufactured by Line Material Company, 
Division of McGraw Electric Company.” 

“* * * [We] recognize the name LINE MATERIAL as a definite trade 
name or trade mark indicating a quality line of products designed, 
produced and marketed by the firm [applicant].” 

“We are aware of the fact that these products manufactured under 
the name of LINE MATERIAL are products of the Line Material Company, 
McGraw Electric Company Division.” 

“The words LINE MATERIAL, therefore, to me suggest or connote 
transformers and reclosers manufactured by the Line Material Com- 
pany and is never confused with products similar to this manufactured 
by and bought from other companies.” 

“T do not associate the general reference to line material used in 
connection with pole line hardware and accessories as applying to 
such specialized types of equipment as transformers, oil circuit breakers, 
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street lighting luminaires and airport lighting equipment. The goods 
which you have described in your letter would in no way be confused 
with pole line hardware and fittings.” 

“Through this long association, we regard the name LINE MATERIAL 
as symbolic of a qualified source of technical products in the electric 
power distribution field.” 

Applicant has for a number of years, done a considerable amount of 
advertising in electrical trade periodicals, and the advertisements feature 
LINE MATERIAL as a primary mark of identification. 


On the record here, applicant has made a prima facie showing of its 
right to register. Bearing in mind the fact that registration by this appli- 
cant for the items recited in the application will in nowise interfere with 
use by others in the trade of the term “line material” in its primary sense 
to refer to the genus of poles, cross arms, pole line hardware and the other 
items generally recognized, as line material, the mark should be published 
in accordance with Section 12(a). 


On the basis of the record before the Examiner of Trade Marks, his 
decision is affirmed; but on the present record the decision is reversed. 





EX PARTE CANDLE VASE, INC. 
Commissioner of Patents—March 31, 1955 


TRADE-MaARK AcT or 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
CANDLE VASE is not descriptive of plastic flower holder adapted to fit around 
base of candle in candle holder. 


REGISTRATION PROCEDURE—APPLICATION 
Although it is true that mark CANDLE VASE, challenged by Examiner as descrip- 
tive, appeared in some places on specimen in lower case, some later specimens showed 
correction; and in view of display of mark, as such, elsewhere on cartons, it is not 
believed that early appearances necessarily militate against applicant’s right to 
register. 
Application for trademark registration by Candle Vase, Inc., Serial 
No. 617,225 filed August 2, 1951. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Reversed. 
Harness, Dickey & Pierce, of Detroit, Michigan, for applicant. 
LeEeEps, Assistant Commissioner. 


Application has been filed to register CANDLE vASE for a plastic flower 
holder adapted to fit around the base of candle in a candle holder. Use 
is claimed since October 27, 1949. Registration has been refused on the 
ground that the mark is merely descriptive of applicant’s goods, and 
applicant has appealed. 

The record indicates that the examiner was of the opinion that the 
term CANDLE VASE was so highly descriptive that it was, in effect, the name 
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of the goods. It is true that CANDLE and VASE are ordinary words of the 
language, but applicant seeks to register the word combination. A candle 
vase in its primary sense would be a vase for candles, just as a candle 
holder is a holder for candles. Applicant’s product is not a vase for 
candles, nor is it a vase at all within the commonly used and understood 
meaning of the word. In fact, if the ordinary purchaser were to see the 
product identified by the mark, and did not see the directions for use, 
it is highly doubtful that he would know what it is, or how or for what 
purpose it is to be used. It may suggest to some a holder for plants or 
flowers to be used somehow in relation to or in connection with a candle, 
but, as was stated in Ex parte Bianchini Ferier, Inc., 62 USPQ 359 (34 
TMR 347) (Com’r., 1944) “it is a mark that stimulates speculation as to 
its intended meaning, and leaves the mind in doubt.” 

Although it is true, as the examiner noted, that the mark CANDLE VASE 
appeared in some places on the specimens in lower case form, later 
specimens showed a correction; and in view of the display of the mark, 
as such, elsewhere on the cartons, it is not believed that the early appear- 
ances necessarily militate against applicant’s right to register. 

The decision of the Examiner of Trademarks is reversed, and the 
mark should be published in accordance with Section 12(a). 


EX PARTE CLAIROL INCORPORATED 
Commissioner of Patents—March 31, 1955 


TRADE-MARK Act oFr 1946—REGISTRABILITY—SUPPLEMENTAL REGISTER 

Applicant filed to register ERMINE on Supplemental Register for hair tinting 
and coloring preparations; question presented is whether or not applicant’s mark 
is capable of distinguishing its hair tinting and coloring preparations, and not 
whether it is functioning as a color-designation rather as a trademark, nor whether 
it is a descriptive word which should not enjoy exclusive use. 

Fact that applicant’s mark ERMINE may be displayed in such manner in relation 
to its primary mark as to suggest that it is a color designation is not conclusive 
as to its incapability of distinguishing; ERMINE suggests white, but is not merely a 
color; as used, mark probably does not in fact distinguish applicant’s products but 
it is believed to be capable of distinguishing, and that is all that is required for 
Supplemental Registration. 


Application for trademark registration by Clairol Incorporated, Serial 
No. 597,588 filed May 17, 1950. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Reversed. 

David J. Moscovitz, of New York, N. Y., for applicant. 
Leeps, Assistant Commisisoner. 

Application has been filed to register on the Supplemental Register 
ERMINE for hair tinting and coloring preparations. Use is claimed since 
March 1, 1950. Registration has been refused on the grounds that the word 
is “not functioning as a trademark but is functioning merely as the color 
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designation of the goods”; and “descriptive wording of this nature, it 
is claimed, should not enjoy an exclusive use but should remain dedicated 
to the public.” Applicant has appealed. 

The specimens submitted with the application show applicant’s regis- 
tered mark MISS CLAIROL displayed on the background of a crown, and in 
an ellipse below the crown appear: 


ERMINE 
a real platinum 
(49) 


The sole question presented is whether or not applicant’s mark is capa- 
ble of distinguishing its hair tinting and coloring preparations—not whether 
it is functioning as a color designation rather than as a trademark, and 
not whether it is a descriptive word which should not enjoy exclusive use 
but should remain dedicated to the public. 

The fact that applicant’s mark may be displayed in such a manner 
in relation to its primary mark MISS CLAIROL as to suggest that it is a 
color designation is not conclusive as to its incapability of distinguishing. 
If the mark were a word commonly used to designate a color, it probably 
would be incapable of distinguishing applicant’s goods; but there is nothing 
in this record which indicates that ERMINE is either commonly used or 
commonly understood to mean the color white. 

An ermine is a form of weasel; and the fur of the animal is white in 
the winter time, but not in the summer. The fur is widely used in making 
coats and accessories. ERMINE is in wide usage to identify such fur; but 
applicant is not using it in connection with fur. 

ERMINE suggests white, but it is not merely a color. Applicant is using 
it to suggest “a real platinum color.” As used, the mark probably does not 
in fact distinguish applicant’s products, but it is believed to be capable of 
distinguishing, and that is all that is required for Supplemental Regis- 
tration. 

The decision of the Examiner of Trademarks is reversed. 


EX PARTE MISHAWAKA RUBBER AND 
WOOLEN MANUFACTURING COMPANY 


Commissioner of Patents—March 31, 1955 


TRADE-MARK Act Or 1946—REGISTRABILITY—SUPPLEMENTAL REGISTER 
Fact that mark is not in nature of model or style designation does not in itself 
preclude registration on Supplemental Register but is factor deserving of consid- 
eration in determining question of likelihood of confusion. 
TRADE-MARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
PASADENA for women’s shoes of rubber, leather, or fabric is not confusingly 
similar to PASADENA PLAYCLOTHES with illustration of palm tree for womens’ 
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wearing apparel; factor considered is that purchasers are well aware that producers 
of shoes do not produce wearing apparel and vice versa. 


Application for trademark registration by Mishawaka Rubber and 
Woolen Manufacturing Company, Serial No. 613,416 filed May 2, 1951. 
Applicant appeals from decision of Examiner of Trademarks refusing 
registration. Reversed. 

Eugene M. Giles, of Chicago, Illinois and Miles D. Pillars, of Washington, 

D. C., for applicant. 


Leeps, Assistant Commissioner. 


Application has been filed to register on the Supplemental Register 
PASADENA (enclosed in quotation marks) for women’s shoes of rubber, 
leather or fabric, or combinations thereof. Use is claimed since April 2, 
1948. Registration has been refused on the ground of likelihood of con- 
fusion with PASADENA PLAYCLOTHES (with an illustration of a palm tree)? 
registered on March 30, 1943 for snow suits, ski suits and pants, jackets, 
coats, hats, leggings, overalls, scarfs, lumber-jacks, slacks, slack suits, 
bathing suits, shirts, mittens and play suits. Applicant has appealed. 


The specimens submitted with the application show applicant’s house 
mark BALL-BAND with the red ball, its trade mark SUMMERETTES, and PASA- 
DENA in much smaller letters. The mark for which registration is sought 
is in the nature of a model or style designation, but that, in itself, does 
not preclude registration. It is, however, a factor deserving of considera- 
tion in resolving the question of likelihood of confusion. 


It is common knowledge that producers of shoes do not produce 
wearing apparel, and vice versa, and it is believed that purchasers are so 
well aware of this fact that they would not be likely to believe that such 
items of merchandise have a common source where, as here, applicant’s 
mark is in the nature of a style mark associated with its well-known house 
mark. On the record here, the applicant is found entitled to the registra- 
tion sought. 


The decision of the Examiner of Trademarks is reversed. 


EX PARTE TRIPLE M. PACKING CORP. 
Commissioner of Patents—March 31, 1955 


TRADE-MARK Act oFr 1946—RBEGISTRABILITY—DISCLAIMERS 
Disclaimers are ineffective so far as purchasers are concerned; they neither 
know nor care about disclaimers and look at entire marks. 
TRADE-Markk Act or 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Trademarks AMERICAN PRIZE displayed with stripes and stars for fresh and 
frozen fruits and vegetables and AMERICA’s PRIDE for fresh carrots, lettuce and 
tomatoes, do not look alike, appear in different settings and type faces and have 


1. Reg. No. 400,792, issued under the Act of 1920 to Mayfair Togs, Inc. 
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distinctly different connotations, but similarity in sound is such that under ordinary 

conditions of trade, purchasers are likely to be confused. 

Application for trademark registration by Triple M. Packing Corp., 
Serial No. 650,847 filed July 24, 1953. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Affirmed. 

Kimmel & Crowell, of Washington, D. C., for applicant. 
Leeps, Assistant Commissioner. 

Application has been filed to register AMERICAN PRIZE displayed with 
stripes and stars for fresh and frozen fruits and vegetables. Use is claimed 
since January of 1952. The Examiner of Trademarks has refused registra- 
tion on the ground of likelihood of confusion with AMERICA’S PRIDE’ 
registered for fresh carrots, lettuce and tomatoes. Applicant has appealed. 

Registrant disclaimed aMERIcA’s, and applicant has disclaimed AMER- 
ICAN, but the disclaimers are ineffective so far as purchasers are concerned. 
They neither know, nor do they care, about disclaimers. They look at the 
entire marks, they speak them and they hear them as AMERICA’S PRIDE and 
AMERICAN PRIZE. 

The involved marks do not look alike. They appear in different set- 
tings and in different type face. They have distinctly different connota- 
tions as is obvious from even a superficial analysis. The only question 
left, then, is whether or not they are so similar in sound that under 
ordinary conditions of trade in the products, purchasers are likely to be 
confused. 

Both registrant’s and applicant’s products include fresh vegetables. 
They are sold in grocery stores and similar outlets where service is 
frequently self-service and less frequently by oral order. Giving due con- 
sideration to the fact that such products are often advertised by radio, 
to the more or less casual conditions surrounding their purchase, and 
to the not altogether faultless recollection of the class of purchasers, it is 
believed that the marks are too much alike in sound to avoid the confusion 
and mistake contemplated by the statute. 

The decision of the Examiner of Trademarks is affirmed and registra- 
tion is refused. 





EX PARTE H. W. BROWN, INC. 


Commissioner of Patents—April 1, 1955 
TraDE-MARK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
DainTee for anti-perspirant and deodorant is not confusingly similar to 
LA DAINTY for pomade, bleaching-cream, face powder, rouge, lip rouge, taleum 
powder and cold cream. 
Application for trademark registration by H. W. Brown, Inc., Serial 
No. 617,389 filed August 7, 1951. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Reversed. 


Wallace & Cannon, of Chicago, Lllinois, for applicant. 


1. Reg. No. 512,042, issued on July 12, 1949 to H. Rothstein and Sons, also doing 
business as John Morris, Jr. Company. 
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Leeps, Assistant Commissioner. 

Application has been filed to register on the Supplemental Register 
DAINTEE for an anti-perspirant and deodorant. Use is claimed since March 
30, 1950. Registration has been refused on the ground of likelihood of 
confusion with LA DAINTY? registered for pomade, bleaching-cream, face 
powder, rouge, lip rouge, taleum powder and cold cream. Applicant has 
appealed. 

It is apparent that registrant’s goods and applicant’s goods are not 
identical, but they are related in the sense that cosmetic manufacturers 
frequently manufacture anti-perspirants. 

It is equally apparent that the marks are not identical. Registrant’s 
is the somewhat incongruous combination of the French article La with 
the English noun DAINTY, meaning anything which arouses favor or excites 
pleasure, whereas applicant’s is a misspelling of the English adjective 
DAINTY. Obviously, purchasers of these products do not engage in such 
an analysis, but the fact remains that the two marks, as applied to the 
goods create a distinctly dissimilar impression. Registrant’s mark sug- 
gests “a delicacy”; and applicant’s mark suggests the result of using the 
product. 

In view of the nature of the marks when applied to the goods, the 
record here is unconvincing that confusion is likely. 

The decision of the Examiner of Trademarks is reversed. 


EX PARTE JULES MONTENIER, INC. 


Commissioner of Patents—April 1, 1955 
TRADE-MAaRK AcT OF 1946—REGISTRABILITY—IN GENERAL 
Series of radiating lines, described as very exaggerated and symbolic form of 
spray, is incapable of registration as it constitutes merely an ornamental feature 
of applicant’s advertising of design of spray emanating from its spray deodorant 
bottle. 


Application for trademark registration by Jules Montenier, Inc., 
Serial No. 617,926, filed August 21, 1951. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Affirmed. 

Wallenstein & Spangenberg of Chicago, Illinois for applicant. 
Leeps, Assistant Commissioner. 

Application has been filed to register on the Principal Register a de- 
sign composed of a series of radiating lines forming an inverted isosceles 
triangle. Applicant refers to it as “a very exaggerated and what may be 
called symbolic form of spray.” Use is claimed since September 1947. 
Registration has been refused on the ground that the design merely con- 
stitutes an ornamental feature which does not function as a trade mark. 
Applicant has appealed. 

Applicant manufactures and sells sropeTTe spray deodorant. The speci- 
mens submitted with the application are counter cards into which bottles 


1. Reg. No. 141,150, issued under the Act of 1905 on April 19, 1921 to Tyson & Co. 
and renewed by registrant. 
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of applicant’s STOPETTE spray deodorant are fitted for display purposes. As 
the bottle is fitted into the card, the design claimed as a mark becomes a 
stylized illustration of a spray coming from the “plastic squeeze bottle” con- 
taining applicant’s sToPETTE spray deodorant. In other words, the design 
sought to be registered merely illustrates what happens when the bottle is 
squeezed. 

Numerous advertisements of sTOoPETTE spray deodorant have been 
placed in evidence, and in each of them the plastic squeeze bottle is featured 
with a picture of a hand squeezing it and a series of radiating lines repre- 
sent a spray emanating from it. The design of the spray.is not identical in 
the advertisements, but in each case it appears to be merely a part of an 
illustration of the stopPETTE bottle in use. It is not a symbol adopted and 
used to identify applicant’s product and to distinguish it from like products 
manufactured by others. It is not a trade mark within the meaning of the 
statute. 

The decision of the Examiner of Trademarks is affirmed. 





EX PARTE WEBSTER-CHICAGO CORPORATION 


Commissioner of Patents—April 4, 1955 
TRADE-MarRK AcT or 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
COMMUNICAT’®R is descriptive of electric dictating machines. 
TRADE-MarRK Act or 1946—REGISTRABILITY—SECONDARY MEANING MARKS 
Words or terms which are merely descriptive of goods are not registrable in 
absence of distinctiveness or secondary meaning. 
Application for trademark registration by Webster-Chicago Corpora- 
tion, Serial No. 636,665 filed October 15, 1952. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Affirmed. 


Paul Kolisch and J. Pierre Kolisch, of New York, N. Y. for applicant. 
Leeps, Assistant Commissioner. 


Application has been filed to register commuNnicaT’R for electric dic- 
tating machines. Use is claimed since September 24, 1952. Registration 
has been refused on the ground that the word is merely descriptive of the 
goods, and applicant has appealed. 

A communicator is one who or that which communicates. An electric 
dictating machine is a machine by means of which one person communi- 
eates information, instructions or data to another. Therefore, a communi- 
eator is a name for an electric dictating machine, albeit not the name for it. 
In other words, it is not the common name by which the machine is known. 

CoMMUNICAT’R is a contraction of “communicator.” As such, it is, a 
word which is “merely descriptive” within the meaning of the statute. 
Words or terms which are merely descriptive of the applicant’s goods are 
not registrable in the absence of proof of distinctiveness or secondary mean- 
ing. 

The decision of the Examiner of Trademarks is affirmed. 
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